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Preface

A Unitary Patent and a Unified Patent Court for 25 Member 
States of the European Union – Current Situation and Prospects

It is about to start – the European Union’s unitary patent system. Possibly  
as early as 2016. Without doubt, this is a historic achievement and a great  
opportunity – for companies holding patents, for companies using patents,  
for patent prosecution and for patent litigation.

However, will there actually be unitary patent protection within the  
territory of the 25 Member States participating in “enhanced cooperation”?  
For the foreseeable future it should not be expected that the unitary 
patent will cover all 25 Member States. Since the application of the EU 
regulations on the unitary patent is bound to the date of entry into force 
of the Agreement on a Unified Patent Court (UPCA) and this agreement, 
different from EU regulations, needs ratification further progress depends 
on the speed of ratification in the Member States. Predictably, the forecast 
of the EU Commission that the necessary ratifications might be available 
in November 2013 turned out to be over-optimistic.

In order to make entry into force of UPCA easy, the legislator has set the 
minimum number of ratifications at 13. Currently, only Austria, Belgium, 
Denmark, France, Malta and Sweden have deposited their instruments 
of ratification. One player in the enhanced cooperation has left the game: 
Poland has not signed the UPCA since it no longer believes that the new 
unitary patent serves the economic interests of the country. Among the 
13 ratifications must be the three countries with the largest number of 
European patents, i.e., France, Germany and the United Kingdom. France 
is already on-board, and Germany will follow. However, a question mark 
may be made behind the United Kingdom where a general election for the 
House of Commons will be held on May 7, 2015. Resentments against the 
EU might become an obstacle to further progress although such fears have 
so far not materialized in the discussion of the pending Bill. As an incentive 
for voters and the Parliament to be elected in the United Kingdom, the UK 
Intellectual Property Office promises a benefit of around £200 million per 
annum to the UK economy through hosting parts of the Unified Patent 
Court in London.

Once the 13th instrument of ratification has been deposited and the system 
has become applicable for 13 Member States, the success of the unitary 
patent will depend on the patentees’ willingness to use it. As regards unitary 
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patents, they will fall within the jurisdiction of the Unified Patent Court 
(UPC) from day one. We will come back to the choice between unitary  
patents and the current “bundle patent” later. As regards the jurisdiction  
of the UPC over the bundle patent, the UPCA provides for a flexible system  
for patentees by giving them a period of familiarization and allowing the 
proprietor of a European bundle patent to opt out from the jurisdiction of 
the UPC during a transitional period. Nevertheless, the current draft of the 
Rules of Procedure for the UPC provide for a fee for submitting a declaration  
of opt out. This may result in considerable revenues for the unitary patent 
system because opting out is not only a question for patents to be granted 
after entry into force of the UPCA but also for the whole portfolio of valid 
European bundle patents. Regardless of all heartfelt support for the unitary 
patent system, it is at least questionable how such fee can be justified.  
Usually, administrative fees have to be paid for a service rendered to the 
debtor of the fee. One might ask why those not willing to use the services 
of the UPC should be obliged to pay a fee which may actually be used for 
the financing of the court system.

But is there a reason to opt out? Is the inherent advantage of the UPC, its 
power to enforce the patent for the whole territorial scope of the patent, 
not reason enough to choose the UPC instead of the national courts? The 
answer depends on the question whether the users will expect that they 
obtain decisions of a standard of quality which can be compared with the 
high standard they have been experienced so far at the national level. In 
this respect, one has to be aware of the fact that so far more than 90 % of 
the patent cases within the EU have been litigated in only four countries: 
Germany, France, the United Kingdom and the Netherlands. The vast 
majority of experienced patent judges come from these countries. The 
question therefore is whether the judges of the future UPC and in all of 
its local or regional divisions will have the required skill and competence, 
comparable to the current situation in the countries just mentioned.

According to Article 15 of the UPCA, future judges of the UPC shall ensure 
the highest standards of competence and shall have proven experience in 
the field of patent litigation. However, the Statute of the UPC stipulates  
that the UPC shall have a balanced composition on an as broad as possible  
geographical basis and that experience in patent litigation may be acquired  
by training in the UPC’s training center in Budapest. In any case, the UPCA  
provides for the Local Divisions in countries with more than 50 patent 
cases per year that two of the three legally qualified judges are nationals of 
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the respective state. Most likely, the actually experienced candidates from 
these countries will be appointed to the Local Divisions of these countries. 
Thus, there will be a number of Local Divisions which are likely to achieve 
the desired high standard of competence. A further incentive for patent 
litigation before the UPC might be that a number of Local Divisions are 
expected to offer English as an additional language of procedure.

The patentees’ choice between the European bundle patent and the 
unitary patent is very likely to depend on financial considerations as well. 
We may have serious doubts whether the promotion of the unitary patent 
by its proponents with the claim that patent protection in Europe will 
become up to 80 % cheaper, will actually be realized. But the unitary  
patent will certainly be less expensive than a bundle patent for the majority 
of the participating countries. Apart from savings on the enforcement side 
though the UPC, on the prosecution side, there are two possible sources 
of savings for the users: renewal fees and translations. In both cases the 
possible savings are dependent from the status of ratification of the UPC. 
A unitary patent for 13 states is less attractive than one for 25 or even for 
all EU Member States.

In respect of the renewal fees, the participating Member States, when 
agreeing on the unitary patent package, also reached a political consensus 
on the aim of allowing all states to keep their current renewal fee income 
while at the same time ensuring that those states having at present a low  
fee income will increase this income. Trying to maintain the share of the 
states and even increase it for some, as well as, at the same time, financing  
the additional costs for the administration of the unitary patent and 
achieving savings for the patentee sounds like squaring the circle. However,  
the actual level of renewal fees is not known, yet, and it is to be hoped that 
it is lower than some might fear.

As far as the translation costs are concerned, the compromise in the  
package to require a translation in one language during a transitional 
period excludes savings for the majority of patentees. At present more 
than 50 % of granted European bundle patents are validated in up to 
three Member States. That means that the proprietors of these European 
bundle patents do not save anything with the unitary patent because under 
the London Protocol no translation is required in particular in France, 
Germany and the United Kingdom. Rather, these patentees will incur  
additional costs for the obligatory translation of the full specification. 
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Only a minority of patentees validating the patent in from six to eight 
Member States, as the case may be, will be able to make savings.

The agreements reached in 2013 at the political level on the unitary patent 
package, 55 years after the year of birth of the European Economic  
Community (EEC) in 1958, have finally brought to their conclusion the 
efforts to create unitary intellectual property rights in the European Union 
not only for trademarks and designs but also for patents. Whereas the 
unitary patent is not quite the “single patent for the European Union”, it is,  
nonetheless, a huge step forward, although many political compromises 
have prevented a better solution from becoming reality. Prominent examples 
for these compromises are the splitting of the location of the Central 
Division between Paris, London, and Munich, or the lack of clear rules 
on bifurcation. Such compromises were due to a European spirit which is 
far from being as enthusiastic as it was in 1958 or in 1973, the year of the 
signing of the European Patent Convention (EPC). However, the institutions 
competent for implementing the unitary patent, i.e., the Preparatory  
Committee of the UPC and the Select Committee of the Administrative  
Council of the EPO will recognize their responsibility of making the 
unitary patent a success. This requires, at least from time to time, to put 
national interests aside and to revive some of the European spirit which 
was the starting point of patent harmonization and unification. We are 
looking forward to using the new unitary patent system.

Dr. Henning Hartwig
Dr. Thomas Gniadek
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Völkl
Court: German Federal Supreme Court  
Date: October 2, 2012  
Decision: I ZR 82/11 

Disturbance of balanced condition between bearers of the same 
name is allowed if there is a legitimate interest (Völkl)

The principles of the law of bearers of the same personal name 
have been refined and expanded in the recent case law of the 
Supreme Court. The general principle is that no one can be 
prevented from fair use of his personal name in the course 
of trade. Therefore, where there are several persons with the 
same name, the prior user is basically required to allow the fair 
use of the same name by others despite the existence of likeli-
hood of confusion. However, the second user, in order to rely 
on fair use, must do everything necessary and reasonable to 
reduce the likelihood of confusion as far as possible. What is 
necessary and reasonable in a particular case must be deter-
mined on the basis of a comprehensive balancing of interests.

The parties dispute the right to use the name “Völkl”. The plaintiff, the com-
pany Völkl GmbH & Co. KG, sells special footwear, namely safety, walking 
and mountain boots, hunting and winter boots and a military shoe. The plain-
tiff was established in 1923. The plaintiff is the owner of the figurative mark

registered in 1968 as well as of a word mark “VÖLKL” registered in 2005, 
both registered for shoes.

With the lawsuit, the plaintiff objects to the use of the term "Völkl" for ski 
and winter boots by a well-known ski manufacturer, who uses besides the 
trademarks “Marker” and “Tecnica” also the trademark “Völkl”. 
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One of the defendants offered under the website www.voelkl.de winter 
boots and ski boots by using the logo “Völkl”.

Another member of the Voelkl group offers under the trademark “Tecni-
ca” ski boots, winter boots, Moonboots, walking and mountain boots and 
sandals. This defendant sold a pair of “Tecnica” Moonboots to a mystery 
shopper of the plaintiff and used an old delivery note with their former 
company name “Völkl GmbH & Co. KG” as well as the logo “Völkl” as 
shown above.

In addition, the lawsuit was directed against a former director of the de-
fendant, who resigned before the action was brought.

The lower courts granted the requested relief. The Supreme Court referred 
the case back to the Court of Appeal. Although the plaintiff can claim prior 
rights on the term “Völkl” and there is a likelihood of confusion, the Court 
of Appeal, however, made no finding as to whether the plaintiff should 
accept the challenged use of the mark.

“Völkl” according to the principles on the rights of the bearers of the 
same personal name. The rules applicable to conflicts between bearers of 
the same name must be applied. In such a situation, the owner of prior 
rights cannot prohibit use of the same name merely because he is earlier 
without regard to the rights of the bearer of the same name. Rather, he 
must tolerate the use, despite existing confusion. However, this obligation 
to tolerate does not apply where the owner of the later rights increases 
the likelihood of confusion and thus disturbs the existing balance, unless 
he has a legitimate interest in the use and does all necessary and reason-
able in order to counteract an increase in the likelihood of confusion. The 
lower courts had not properly applied these principles. For example, there 
were no findings as regards the argument of the defendant that ski boots 
are sports equipment rather than shoes and that despite the “three-brand 
strategy” (Marker, Tecnica and Völkl), the trade expects to obtain skis, 
bindings and ski boots from a single source. 

As regards the former managing director, the Federal Supreme Court held 
that he was still subject to being sued in relation to the claim for informa-
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tion even though he resigned before the action was brought. Whether and 
how far he still had access to the business records or could acquire access 
and would thus be able to supply any requested information was not an 
issue of liability, but would determine the substance of his obligation to 
provide information. 

Remarks

The assessment of the legitimate interests of the proprietor of the later 
mark or name and the necessary and reasonable measures to prevent 
the increase in the likelihood of confusion depends on a balancing of 
interests. The Courts must evaluate all factual circumstances and all the 
evidence provided in support of the respective claims. This also applies to 
the explanation of a legitimate interest in the expansion of activities which 
come close to the products of the other side. Parties in disputes in “same-
name-cases” have in the future not only to explain all the circumstances 
of their respective use, but also their interest in any change of the existing 
balance through an expansion of their use.

Reported by Karin Costescu
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ONEL/OMEL
Court: Court of Justice of the European Union  
Date: December 19, 2012  
Decision: Case C–149/11 

Territorial coverage as an element in judging “genuine use” of 
Community trademark (Leno Merken BV v Hagelkruis Beheer 
BV – ONEL/OMEL)

Among the widely debated issues concerning the elements 
necessary to establish “genuine use” of a Community trade-
mark (CTM), the question whether use in one Member State is 
or may be sufficient is or was probably the most controversial. 
It was expected that the Court of Justice would provide clarity 
and guidance when, early in 2011, the Dutch Court of Appeal in 
The Hague referred a series of questions to the Court of Justice 
revolving around that issue. The Court finally rendered its judg-
ment in the final days of 2012.

In an opposition case before the BENELUX IP Office (BOIP), the applicant 
(trademark OMEL) had challenged the genuine use of the earlier CTM 
(ONEL). It was agreed that use had been made of ONEL, registered for 
services in cl. 35, 41, and 42, in The Netherlands but not beyond. The op-
position was dismissed, the BOIP considering that use in The Netherlands 
in that case was not sufficient. The applicant appealed to the Appeal Court 
in The Hague, and that court referred the following questions to the ECJ:

1. Must Article 15 (1) of [Regulation No 207/2009] be interpreted as 
meaning that use of a Community trademark within the borders of a 
single Member State is sufficient to constitute genuine use of that trade-
mark, given that, had it been a national trademark, such use would have 
been regarded as genuine use in that Member State (cf. Joint Statement 
No 10 regarding Article 15 of [Regulation No 40/94] and the Opposition 
Guidelines of the OHIM)?

2. If Question 1 is answered in the negative, can the use of a Community 
trademark within a single Member State as described above never be 
regarded as “genuine use” in the Community as referred to in Article 15 (1) 
of [Regulation No 207/2009]?
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3. If the use of a Community trademark within a single Member State can 
never be regarded as genuine use in the Community, what requirements 
apply – in addition to the other factors – in respect of the territorial scope 
of the use of a Community trademark when assessing genuine use in the 
Community?

4. Or else – as an alternative to the above – must Article 15 of [Regulation 
No 207/2009] be interpreted as meaning that the assessment of genu-
ine use in the Community should be carried out wholly in the abstract, 
without reference to the borders of the territory of the individual Member 
States (and that, for example, market share [product markets/geographic 
markets] should be taken as the point of reference)?

The Court considered all the questions together, referred to its earlier case 
law regarding genuine use, and stated that the territorial scope of use “is 
not a separate condition for genuine use but one of the factors determin-
ing genuine use, which must be included in the overall analysis and exam-
ined at the same time as other such factors.” (para. 36 of the judgment).

In reaching its conclusion the Court emphasised the nature of CTMs as 
being unitary in character and instruments for the internal market, which 
precludes making genuine use dependent on any consideration of the 
boundaries between Member States (emphasis added):

42 The purpose of the system of Community trademarks is thus – as 
can be seen from recital 2 to Regulation No 207/2009 – to offer on the 
internal market conditions which are similar to those obtaining in a 
national market. In that context, if it were held that particular significance 
should be given, in the framework of the Community arrangements for 
trademarks, to the territories of the Member States, that would frustrate 
the objectives described in paragraph 40 of this judgment and would be 
detrimental to the unitary character of the Community trademark.
 
43 Admittedly, a systematic examination of Regulation No 207/2009 
reveals that reference is made in the wording of certain of its provisions to 
the territory of one or more Member States. It should be noted, how-
ever, that such references are made particularly in relation to national 
trademarks, in the provisions relating to jurisdiction and procedure in 
legal actions relating to Community trademarks and in the rules dealing 
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with international registration, whilst the phrase ‘in the Community’ is 
generally used in connection with the rights conferred by the Community 
trademark.

44 It follows from the foregoing considerations that the territorial borders 
of the Member States should be disregarded in the assessment of ‘genuine 
use in the Community’ within the meaning of Article 15 (1) of Regulation 
No 207/2009.

The Court then turned to a number of additional arguments:

50 Whilst there is admittedly some justification for thinking that a Com-
munity trademark should – because it enjoys more extensive territorial 
protection than a national trademark – be used in a larger area than the 
territory of a single Member State in order for the use to be regarded as 
‘genuine use’, it cannot be ruled out that, in certain circumstances, the 
market for the goods or services for which a Community trademark has 
been registered is in fact restricted to the territory of a single Member 
State. In such a case, use of the Community trademark on that territory 
might satisfy the conditions both for genuine use of a Community trade-
mark and for genuine use of a national trademark. (…)

52 Some of the interested persons to have submitted observations to the 
Court also maintain that, even if the borders of the Member States within 
the internal market are disregarded, the condition of genuine use of a 
Community trademark requires that the trademark should be used in a 
substantial part of the Community, which may correspond to the territory 
of a Member State. They argue that such a condition follows, by analogy, 
from Case C 375/97 General Motors [1999] ECR I 5421, paragraph 28, 
Case C 328/06 Nieto Nuño [2007] ECR I 10093, paragraph 17, and Case C 
301/07 PAGO International [2009] ECR I 9429, paragraph 27. 

53 That argument cannot be accepted. First, the cases in question con-
cern the interpretation of provisions relating to the extended protection 
conferred on trademarks that have a reputation or are well known in the 
Community or in the Member State in which they have been registered. 
However, the requirement for genuine use, which could result in an oppo-
sition being rejected or even in the trademark being revoked, as provided 
for in particular in Article 51 of Regulation No 207/2009, pursues a differ-
ent objective from those provisions.
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54 Second, whilst it is reasonable to expect that a Community trademark 
should be used in a larger area than a national mark, it is not necessary 
that the mark should be used in an extensive geographic area for the 
use to be deemed genuine, since such a qualification will depend on the 
characteristics of the product or service concerned on the corresponding 
market (cf., by analogy, with regard to the scale of the use, Ansul, para-
graph 39).

The Court finally also rejected a de minimis rule:

55 Since the assessment of whether the use of the trademark is genuine 
is carried out by reference to all the facts and circumstances relevant to 
establishing whether the commercial exploitation of the mark serves to 
create or maintain market shares for the goods or services for which it 
was registered, it is impossible to determine a priori, and in the abstract, 
what territorial scope should be chosen in order to determine whether 
the use of the mark is genuine or not. A de minimis rule, which would not 
allow the national court to appraise all the circumstances of the dispute 
before it, cannot therefore be laid down (cf., by analogy, the order in La 
Mer Technology, paragraphs 25 and 27, and the judgment in Sunrider v 
OHIM, paragraphs 72 and 77).

The Court in the end answered the questions as follows:

Article 15 (1) of Regulation No 207/2009 of February 26, 2009 on the 
Community trademark must be interpreted as meaning that the territorial 
borders of the Member States should be disregarded in the assessment 
of whether a trademark has been put to ‘genuine use in the Community’ 
within the meaning of that provision.

A Community trademark is put to ‘genuine use’ within the meaning of Arti-
cle 15 (1) of Regulation No 207/2009 when it is used in accordance with its 
essential function and for the purpose of maintaining or creating market 
share within the European Community for the goods or services covered by 
it. It is for the referring court to assess whether the conditions are met in 
the main proceedings, taking account of all the relevant facts and circum-
stances, including the characteristics of the market concerned, the nature 
of the goods or services protected by the trademark and the territorial 
extent and the scale of the use as well as its frequency and regularity.
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Remarks

The case had caught the attention of the trademark community like no 
other case in recent years. Seven governments (and, as usual, the Com-
mission) had submitted observations, again without parallel in recent 
years. The views of interested organisations differed also.

The outcome is not surprising. It was never realistic to expect that 
the Court would adopt a rule according to which genuine use would 
require use in more than one Member State, or that use in one Member 
State would always be sufficient. The Court once again, as it did on 
many other occasions, adopted an “all circumstances” rule. The ball 
is now back on the playing field of national authorities (in infringe-
ment cases and oppositions or cancellations based on CTMs), and of 
OHIM. They will have to grapple with the somewhat obscure analysis 
of the Court: No per se rule, no relevance of national boundaries, but 
still consideration of the markets involved, and thus also the territorial 
scope of the markets and the scope of use. I would add as an element 
the question of time. Use immediately subsequent to the expiry of the 
initial grace period must be seen in a somewhat different light than use 
long after that initial period. 

There is one particular phrase in the judgment which will continue to 
“plague” parties, namely the statement that limited territorial use may 
be sufficient where the market for the goods or services is limited:  
“(…) it cannot be ruled out that, in certain circumstances, the mar-
ket for the goods or services for which a Community trademark has 
been registered is in fact restricted to the territory of a single Member 
State. In such a case, use of the Community trademark on that terri-
tory might satisfy the conditions both for genuine use of a Community 
trademark and for genuine use of a national trademark” (para. 50). 
That sentence should however be taken with some caution before being 
generalized, because it merely applies to the argument that the ter-
ritorial scope of use should “by the nature of the marks” be larger for 
CTMs than for national marks.

The issue of territorial scope of use is unlikely to reach the Court again 
by way of a reference, but individual cases reaching the Court via the 
General Court may well arise. I assume that the Court will then defer 
to the General Court and consider the issue of genuine use a question 
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of fact. In the end this will give the General Court the central role in 
determining the contours of genuine use, including the issue of its ter-
ritorial scope.

Reported by Professor Dr. Alexander von Mühlendahl, J.D., LL.M.
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Federación Canina 
 Internacional
Court: Court of Justice of the European Union  
Date: February 21, 2013  
Decision: Case C–561/11 

Registration of later conflicting trademark as Community 
trademark no defence to infringement (Fédération Cynologique 
Internationale v Federación Canina Internacional de Perros de 
Pura Raza – FCI)

Until very recently, under Spanish law the proprietor of a later 
registered trademark had a complete defence (unless in bad 
faith) against an infringement action brought on the basis of an 
earlier trademark until the later registration was invalidated. 
The Court of Justice, having dealt with the same issue aris-
ing under design law almost exactly one year earlier, in Case 
C-488/10 – Celaya, was again presented by the same court – the 
first-instance CTM court in Alicante – with the same question, 
this time under trademark law.

In an infringement action pending before the Juzgado de lo Mercantil 
n°1 de Alicante y n°1 de Marca Comunitaria, the court decided to stay the 
proceedings and referred to the ECJ, for a preliminary ruling, the following 
question:

In proceedings for infringement of the exclusive right conferred by a 
Community trademark, does the right to prevent the use thereof by third 
parties in the course of trade provided for in Article 9 (1) of [the Regula-
tion] extend to any third party who uses a sign that involves a likelihood of 
confusion (because it is similar to the Community trademark and the ser-
vices or goods are similar) or, on the contrary, is the third party who uses 
that sign (capable of being confused) which has been registered in its name 
as a Community trademark excluded until such time as that subsequent 
trademark registration has been declared invalid?

The Court followed its ruling in the Celaya case and concluded as follows:

Article 9 (1) of Council Regulation (EC) No 207/2009 of February 26, 
2009 on the Community trademark must be interpreted as meaning that 
the exclusive right of the proprietor of a Community trademark to prohibit 
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all third parties from using, in the course of trade, signs identical with or 
similar to its trademark extends to a third-party proprietor of a later regis-
tered Community trademark, without the need for that latter mark to have 
been declared invalid beforehand.

Remarks

For a report on the Celaya case, we refer to BARDEHLE  PAGENBERG IP 
Report 2012/I.   

It is not surprising that the Court in the FCI case adopts the same analysis 
and reaches the same conclusion as it did in the Celaya case as regards 
conflicting designs decided almost exactly one year earlier.

The judgment and the question referred are based on the assumption that 
the defendant was proprietor of a later CTM registration. It would appear 
only logical to assume that the reply would have been exactly the same if 
the proprietor had relied on an earlier national registration of a conflicting 
mark.

As appears in some detail from the judgment, as well as from the Opin-
ion of the Advocate General Mengozzi (November 15, 2012) (who had 
also been the Advocate General in the “Celaya” case), under Spanish law 
the proprietor of a later registered trademark had a complete defense 
to an infringement action until this later mark was declared invalid. In 
the meantime, the Spanish Supreme Court has abandoned its own case 
law and now takes an intermediate position, namely that a claimant may 
combine infringement claims with claims for a declaration of invalidity and 
obtain relief ex tunc. For more details we refer to the Remarks in this issue 
by Xavier Fàbrega on the BOSS decision of the second-instance Alicante 
CTM Court. Even this intermediate approach is at odds with the Court of 
Justice judgments in “Celaya” and “FCI”. 

It should be pointed out that under the current UK Trade Marks Act, any 
registered trademark is deemed not to infringe any other (earlier) regis-
tered trademark (cf. Section 11 (1): “A registered trademark is not infringed 
by the use of another registered trademark in relation to goods or services 
for which the latter is registered (but cf. Section 47 [6] [effect of declara-
tion of invalidity of registration]”.) That provision now is clearly beyond 
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the scope of the Trademark Directive, whose Article 5, governing the rights 
conferred, is substantially the same as Article 9 CTMR. Proprietors of later 
registered U.K. trademarks certainly cannot rely on their registration as 
a defense to an infringement action brought on the basis of earlier CTMs, 
but it should also be clear that such defense is not available either in purely 
national conflicts.

Reported by Professor Dr. Alexander von Mühlendahl, J.D., LL.M.
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Levi Strauss & Co.
Court: Court of Justice of the European Union  
Date: April 18, 2013  
Decision: Case C-12/12 

Genuine use of a registered trademark when the form of use  
differs from the registration – Use of two marks together  
(Colosseum Holding AG v Levi Strauss & Co.)

The questions referred to the Court of Justice of the European Union 
(ECJ) arose in a case pending on appeal before the German Federal 
Supreme Court concerning the get-up of jeans having red textile “flags” 
in the seams of their back pockets. The claimant (Levi Strauss & Co.) is 
proprietor of a number of German national and Community trademarks 
with the red flag in the seam as a common element. The claimant relies 
primarily on  Community trademark No. 2 292 372:

The registration contains a disclaimer for form and colour of the pocket. 
The mark was registered on the basis of acquired distinctiveness (Article 7 
[3] CTMR). The claimant considers the get-up of the defendant’s (Collose-
um) jeans to amount to an infringement of its rights. The get-up has been 
described as “(…) consisting of a red rectangular cloth flag in the upper 
third of the right seam of a back pocket bearing the respective marks (…)” 
and is represented as follows:



26Trademark Law 2013

The German Supreme Court considered that the defendant’s get-up 
amounted to an infringement of the claimant’s Community trademark. 
Since this mark was registered for more than five years, infringement 
depends on whether the mark has been genuinely used within the mean-
ing of Article 15 CTMR. The Appeal Court assumed that the mark had 
been used in the following form, which is separately registered as German 
national mark No DD 641 687:

This mark differs from Community trademark No. 2 292 372 in that the 
flag bears the designation “LEVI’S”. The German Supreme Court consid-
ered that it is necessary to have an answer to the question whether use 
of the German mark could also be considered as use of the Community 
trademark and whether the acquired distinctiveness of the Community 
trademark was of relevance. The questions referred were the following:

Is Article 15 (1) of Regulation (EC) No 40/94 to be interpreted as meaning 
that:

1. a trademark which is part of a composite mark and has become distinc-
tive only as a result of the use of the composite mark can be used in such a 
way as to preserve the rights attached to it if the composite mark alone is 
used?

2. a trademark is being used in such a way as to preserve the rights at-
tached to it if it is used only together with another mark, the public sees 
independent signs in the two marks and, in addition, both marks are 
registered together as a trademark?

The ECJ, in a rather succinct judgment, concluded that when use of a 
mark together with another mark may be sufficient to acquire distinctive-
ness (as held in Nestlé, Case C 353/03, with regard to the “Have a Break” 
element of the composite “Have a Break – Have a KIT KAT”), the same 
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must be true when genuine use is the issue. It thus answered the ques-
tions as follows:

The condition of genuine use of a trademark, within the meaning of 
Article 15 (1) of Council Regulation  (EC) No 40/94 of December 20, 
1993 on the Community trademark, may be satisfied where a registered 
trademark, which has become distinctive as a result of the use of another 
composite mark of which it constitutes one of the elements, is used only 
through that other composite mark, or where it  is used only in conjunc-
tion with another mark, and the combination of those two marks is, 
furthermore, itself registered as a trademark.

Remarks

The Colloseum judgment is a welcome addition to the growing judgment 
of the ECJ concerning issues of genuine use. The present judgment comes 
only a few months after the Rintisch judgment – also on a reference from 
the German Federal Supreme Court – where the ECJ had held that where 
a version of the mark is used which does not alter the distinctive character 
of the mark as registered the fact that the used version is also registered 
does not constitute an obstacle to accepting the variant (see at BARDEH-
LE  PAGENBERG IP Report 2012/V). That put to rest doubts that arose 
after the ECJ’s judgment in the Bainbridge case (Case C-234/06 P). The 
present case was more complex because the use was made of a combina-
tion of two marks (red “flag” and “LEVI’S”), and there was also the issue of 
acquired distinctiveness. Still, the ECJ had no difficulty in accepting that 
in such a case as well there may be genuine use of the registered mark. 

After the present judgment and the earlier Rintisch case the focus on use 
of variants will shift to the assessment of the degree of differences that 
will be accepted as not altering the distinctive character of the mark as 
registered, where a case-by-case approach will prevail, as well as to the is-
sue of broad specifications and the use of the mark for some specific goods 
or services falling within the broad wording.

Reported by Professor Dr. Alexander von Mühlendahl, J.D., LL.M.
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Malaysia Dairy Industries
Court: Court of Justice of the European Union  
Date: June 27, 2013  
Decision: Case C-320/12 

Trademark application made in bad faith – Concept of bad faith 
under European Union law – Knowledge of use of mark abroad 
(Malaysia Dairy Industries v Ankenævet for Patenter og Var-
emærker)

Since at least 1965 the Japanese company Yakult Honsha is 
marketing a milk-based drink under the mark YAKULT in 
distinctive yellow bottles. The bottle is protected as a 3D trade-
mark in many countries. Malaysia Dairy is also marketing a si-
milar product in similar get-up and has, since 1980, trademark 
registrations, including in Malaysia. In 1993 Malaysia Dairy 
and Yakult entered into an agreement concerning use and 
registration of their bottles. In 1995, Malaysia Dairy applied 
for the registration of a representation of a bottle in Denmark. 
Yakult opposed, invoking a provision in Danish trademark law, 
which adds to the relative grounds of refusal the existence of a 
mark abroad and the filing of an identical or similar application 
in Denmark with knowledge of the mark abroad. That provisi-
on (Section 15 (3) (iii) of the Danish Trademark Law) reads as 
follows:

A trademark is also excluded from registration if (...) it is identical to or 
differs only insubstantially from a trademark which at the time of the 
application, or as the case may be the time of priority claimed in support 
of the application, has been brought into use abroad and is still used there 
for goods or services of the same or similar kind as those for which the 
later mark is sought to be registered, and at the time of the application the 
applicant knew or should have known of the foreign mark.

This provision is based on an optional provision in the 1988 Trademark 
Directive which reads as follows (Article 4 [4] [g] of the Directive):

Any Member State may, in addition, provide that a trademark shall not be 
registered or, if registered, shall be liable to be declared invalid where, and 
to the extent that (...) the trademark is liable to be confused with a mark 
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which was in use abroad on the filing date of the application and which is 
still in use there, provided that at the date of the application the applicant 
was acting in bad faith.

In first instance, Yakult lost but on appeal to the Appeals Board (in Da-
nish: “Ankenævet”) Yakult prevailed. Malaysia Dairy appealed to the See 
and Maritime Court, which confirmed, and then to the Danish Højesteret 
(Supreme Court). That court referred three questions to the Court of Jus-
tice of the European Union (“ECJ”) for a preliminary ruling:

1. Is the concept of bad faith in Article 4 (4) (g) of Directive 2008/95 
(…) an expression of a legal standard which may be filled out in ac-
cordance with national law, or is it a concept of European Union law 
which must be given a uniform interpretation throughout the Euro-
pean Union?

2. If the concept of bad faith in Article 4 (4) (g) of Directive 2008/95 is a 
concept of European Union law, must the concept be understood as me-
aning that it may suffice that the applicant knew or should have known of 
the foreign mark at the time of filing the application, or is there a further 
requirement concerning the applicant’s subjective position in order for 
registration to be denied? 

3. Can a Member State choose to introduce a specific protection of foreign 
marks which, in 

relation to the requirement of bad faith, differs from Article 4 (4) (g) of 
Directive 2008/95, for example by laying down a special requirement that 
the applicant knew or should have known of the foreign mark?

As regards the first question, there could be no doubt about the answer: 
All of the terms in EU legislation are interpreted “autonomously” – they 
must be given a uniform interpretation in the EU. As regards the second 
question, previous case law, notably the ECJ judgment of June 11, 2009, 
in Case C-529/07, Chocoladefabriken Lindt & Sprüngli (cf. BARDEHLE 
 PAGENBERG IP Report 2009/III), had already concluded that know-
ledge per se does not suffice to establish bad faith, and as regards the third 
question, the ECJ continues its case law which generally does not allow 
a margin to national legislatures when specific options are included in 
Directives.
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The ECJ concluded as follows:

1. Article 4 (4) (g) of Directive 2008/95/EC of the European Parliament 
and of the Council of October 22, 2008 to approximate the laws of the 
Member States relating to trademarks must be interpreted as meaning 
that the concept of ‘bad faith’, within the meaning of that provision, is 
an autonomous concept of European Union law which must be given a 
uniform interpretation in the European Union. 

2. Article 4 (4) (g) of Directive 2008/95 must be interpreted as meaning 
that, in order to permit the conclusion that the person making the ap-
plication for registration of a trademark is acting in bad faith within the 
meaning of that provision, it is necessary to take into consideration all the 
relevant factors specific to the particular case which pertained at the time 
of filing the application for registration. The fact that the person making 
that application knows or should know that a third party is using a mark 
abroad at the time of filing his application which is liable to be confused 
with the mark whose registration has been applied for is not sufficient, in 
itself, to permit the conclusion that the person making that application is 
acting in bad faith within the meaning of that provision. 

3. Article 4 (4) (g) of Directive 2008/95 must be interpreted as meaning 
that it does not allow Member States to introduce a system of specific 
protection of foreign marks which differs from the system established by 
that provision and which is based on the fact that the person making the 
application for registration of a mark knew or should have known of a 
foreign mark.

Remarks

The ECJ has clearly accelerated the disposition of preliminary rulings – 
in the present case the questions reached the ECJ in July 2012, and the 
decision – in all 23 EU languages – was pronounced on June 27, 2013. 
The ECJ held no Hearing, and no Opinion was delivered by the Advocate 
General. This usually signifies an “easy” case. And indeed, the answers do 
not come as a surprise.

“Bad faith”, relevant not only in the context of the Directive but also as an 
“absolute” ground of invalidation in Community trademark law, is deve-
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loped on a case-by-case basis, following the following “rule” announced in 
the Lindt & Sprüngli case:

53 Having regard to all of the foregoing, the answer to the questions re-
ferred is that, in order to determine whether the applicant is acting in bad 
faith within the meaning of Article 51 (1) (b) of Regulation No 40/94, the 
national court must take into consideration all the relevant factors specific 
to the particular case which pertained at the time of filing the application 
for registration of the sign as a Community trademark, in particular:

– the fact that the applicant knows or must know that a third party is 
using, in at least one Member State, an identical or similar sign for an 
identical or similar product capable of being confused with the sign for 
which registration is sought;

– the applicant’s intention to prevent that third party from continuing to 
use such a sign; and

– the degree of legal protection enjoyed by the third party’s sign and by 
the sign for which registration is sought.

This “rule” was announced in relation to cases where there is an earlier 
use or mark, and it is therefore by no means exhaustive for other circum-
stances involving bad faith. Interestingly, the ECJ avoided going into 
the issue of the applicants “subjective position”. The Yakult judgment 
also shows that fact-specific references rarely provoke the Court to make 
general statements: When the question was whether knowledge amounts 
to “bad faith” without more, the answer was simple: No. 

Reported by Professor Dr. Alexander von Mühlendahl, J.D., LL.M.
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FISHBONE
Court: Court of Justice of the European Union  
Date: July 18, 2013  
Decision: C-621/11 P

Proof of use in opposition proceedings before OHIM – Submis-
sion of new or additional evidence before Opposition Division 
– Discretion whether or not to admit additional evidence (New 
Yorker SHK Jeans GmbH & Co. KG v. OHIM – Vallis K.-Vallis A. 
& Co. OE – “FISHBONE”)

The Court of Justice of the European Union (ECJ), in a series 
of seven judgments rendered in July, September and October 
2013, clarified the rules applicable to late submission of evi-
dence in opposition and cancellation proceedings before OHIM 
– “late” in this context refers to submission of evidence by a 
party to the proceedings outside of the time limit set by OHIM 
for the submission of such evidence. The cases are the three 
Rintisch cases of October 2013 (cf. BARDEHLE  PAGENBERG IP 
Report Special), two Centrotherm cases decided in September 
2013 (see separate Report), and the New Yorker SHK Jeans 
case, decided in July 2013, reported here. 

In the NewYorker SHK Jeans case, an opposition based on a Greek fi-
gurative mark FISHBONE BEACHWARE against the word mark FISH-
BONE, for clothing, the applicant had requested proof of use. The proof 
provided by the Opponent was considered inadequate by the applicant, 
whereupon the opponent provided additional evidence, which was taken 
into account by the Opposition Division and subsequently by the Board of 
Appeal in partially upholding the opposition. The applicant’s appeal to the 
General Court was dismissed and the appeal on points of law to the ECJ 
was also dismissed as unfounded.

According to the ECJ, OHIM’s Opposition Division was entitled to consi-
der additional use evidence filed after a first timely submission. Rule 22 
(2) CTMIR, which mandates a rejection of an opposition when no proof 
of use is provided within the time limit set by OHIM was not applicable 
because the opponent had submitted relevant evidence within the time li-
mit. The Court added that OHIM’s Opposition Division was not obliged to 
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analyse the acceptance of the late evidence specifically under the aspect of 
exercise of discretion when the relevance of the evidence and the absence 
of delay was confirmed:

(33)  As regards the exercise of that discretion by OHIM for the purposes 
of the possible taking into account of evidence submitted out of time, it 
should be noted that the Court has already held that where OHIM is called 
upon to give judgment in the context of opposition proceedings, taking 
such facts or evidence into account is particularly likely to be justified 
where OHIM considers, first, that the material produced late is, on the 
face of it, likely to be relevant to the outcome of the opposition brought 
before it and, second, that the stage of the proceedings at which that 
late submission takes place and the circumstances surrounding it do not 
preclude such matters being taken into account (OHIM v Kaul, paragraph 
44).

(34)  It is apparent, in this respect, from the findings of fact made by the 
General Court at, inter alia, paragraphs 33 and 34 of the judgment under 
appeal, that the taking into account of the evidence submitted out of time 
by Vallis K.-Vallis A., in addition to the relevant proof initially submitted 
by it, made it possible for the Opposition Division and then the Board of 
Appeal to decide on the genuine use of the earlier mark on the basis of 
all the relevant facts and evidence, and that the stage of the proceedings 
at which the submission of that additional  evidence took place and the 
circumstances surrounding it do not preclude such matters being taken 
into account.

(35)  Since it is thus not disputed that the taking into account of the 
additional evidence submitted out of time permitted OHIM to establish a 
genuine use of the earlier mark, the argument by which New Yorker Jeans 
alleges that OHIM did not determine whether that evidence was relevant 
can clearly not succeed.

(36)  In addition, it must be noted that, at paragraph 31 of the judgment 
under appeal, the General Court held that Vallis K.-Vallis A. had not 
abused the time limits set by knowingly employing delaying tactics or 
by demonstrating manifest negligence, but that that party had merely 
submitted additional documents after the relevant evidence which it had 
initially submitted had been challenged by New Yorker Jeans.
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Remarks

The ECJ judgment in the New Yorker SHK Jeans case establishes that ad-
ditional evidence of use submitted after expiry of an initial time limit set 
by OHIM in an opposition case, in reply to observations by the applicant, 
must be evaluated under the criteria established by the ECJ in the famous 
Kaul case, namely, that in the absence of a provision absolutely prohibi-
ting such evidence to be taken into account, “(…) taking facts or evidence 
submitted out of time into account is particularly likely to be justified 
where OHIM considers, first, that the material which has been produced 
late is, on the face of it, likely to be relevant to the outcome of the oppo-
sition brought before it and, second, that the stage of the proceedings at 
which that late submission takes place and the circumstances surround-
ing it do not argue against such matters being taken into account” (Kaul 
judgment, paragraph 44). It thus did not constitute an error that OHIM’s 
Opposition Division took such evidence into account and upheld the 
opposition.

The first Centrotherm case (C-609/11 P), reported separately, deals with 
proof of use in revocation proceedings, where additional evidence was 
submitted to the Board, and comes to the same result as for opposition 
cases – Rule 40 (5) CTMIR mandates a revocation only when the CTM 
proprietor does not submit any evidence of use within the time limit set 
by OHIM.

The three Rintisch judgments, also reported separately, deal with additi-
onal evidence to prove continued validity of earlier marks in opposition 
cases.

The lesson of these judgments should not be that opponents may safely 
rely on a second round as regards proof of use or additional evidence in 
general – it may well happen that OHIM rejects such subsequent evidence 
out of order because it could have been submitted in time. If the exer-
cise of discretion is properly reasoned by OHIM attempts to have later 
evidence considered may well fail. The same applies when such additional 
evidence is submitted to the Board of Appeal.

We also refer to the Remarks to the Centrotherm and Rintisch judgments.

Reported by Professor Dr. Alexander von Mühlendahl, J.D., LL.M.
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CENTROTHERM
Court: Court of Justice of the European Union  
Date: September 26, 2013  
Decision: C-609/11 P 

Proof of use in revocation proceedings before OHIM – Sub-
mission of new or additional evidence before Board of Appeal 
(centrotherm Clean Solutions GmbH & Co. KG v. OHIM – Cen-
trotherm Systemtechnik GmbH; C-610/11 P – Centrotherm 
Systemtechnik GmbH v. OHIM – centrotherm Clean Solutions 
GmbH & Co. KG – “CENTROTHERM”)

The Court of Justice of the European Union (“ECJ”), in a series 
of seven judgments rendered in July, September and Octo-
ber 2013, clarified the rules applicable to late submission of 
evidence in opposition and cancellation proceedings before 
OHIM – “late” in this context refers to submission of evidence 
by a party to the proceedings outside of the time limit set by 
OHIM for the submission of such evidence. The cases are the 
three Rintisch cases of October 2013 (cf. separate Report), two 
Centrotherm cases decided in September 2013 (this Report), 
and the New Yorker SHK Jeans case, decided in July 2013 (cf. 
separate Report). 

In the Centrotherm cases, an application by centrotherm for revocation 
of the mark CENTROTHERM, registered in 2001, was based on absence 
of genuine use. The proprietor (Centrotherm) provided some evidence 
within the time limit set by OHIM’s Cancellation Division, which found 
the proof of use insufficient. On appeal by Centrotherm, OHIM’s Board of 
Appeal in part annulled the contested decision, finding that proof of use 
had been established for some of the goods, and confirmed the revocation 
for the remaining goods. 

Each party appealed to the General Court of the European Union. The ap-
peal by Centrotherm against the partial refusal of revocation was success-
ful before the General Court (Case T-427/09). The General Court found 
that the evidence supplied by Centrotherm was not sufficient to establish 
genuine use. This decision was confirmed by the ECJ in Case C-609/11 P. 
The appeal by Centrotherm was dismissed by the General Court in a se-
parate judgment (Case T-434/09). The General Court considered that the 



36Trademark Law 2013

Board had been correct in not taking into account the additional evidence 
provided before the Board. This decision was annulled by the ECJ in Case 
C-610/11 P.

Case C-609/11 P is remarkable for the way in which it deals with alleged 
errors committed by the General Court in assessing the genuineness of 
use in view of the evidence supplied by the proprietor of the CENTRO-
THERM mark. The present case, as all of these cases are, is very fact-spe-
cific and thus not meriting much analysis, except that it shows how much 
a trademark proprietor may torpedo his own case when submitting only 
limited amounts of evidence. In the present context of “late” evidence, 
Centrotherm tried to argue that the General Court should have found er-
ror on the part of OHIM for not taking into account the evidence supplied 
to the Board. This line of argument failed because Centrotherm had not 
properly pleaded an error on the part of the Board and requested approp-
riate relief in the statement of intervention before the General Court.

In Case C-610/11 P the principal issue was whether the Board should 
have taken into account the additional evidence submitted to it after the 
Cancellation Division had decided that Centrotherm had failed to prove 
genuine use. Contrary to the General Court, the ECJ held that the Board 
should have exercised its discretion whether or not to consider the additi-
onal evidence. Just as in opposition cases, also in revocation cases where 
a party had submitted some relevant evidence of use, the submission of 
additional evidence was not absolutely excluded. Rule 40 (5) CTMIR, 
which is similarly worded as Rule 20 (2) CTMIR, applicable in opposition 
proceedings, does not preclude absolutely additional evidence.

Having concluded that the Board’s decision was based on an erroneous 
reading of the applicable rules, the ECJ then proceeded, as it is entitled 
under Article 61 of the Statute of the Court, to decide itself whether the ap-
peal against the Board decision was justified. The ECJ concluded that the 
Board had committed an error when arguing – as an alternative ground for 
dismissing the appeal – that in the exercise of its discretion it would have 
rejected the new evidence. The Court explained its result as follows:

(114)  In the present case, relevant circumstances liable to be taken into 
consideration include the fact that the revocation decision of the Cancella-
tion Division of OHIM was given after initial evidence had been submitted 
– within the time set by the Cancellation Division – of use of the mark at 
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issue, accompanied by remarks expressing reservations as to confidentia-
lity and containing an offer to furnish additional evidence.

(115)  Yet it does not seem that the Board of Appeal conducted a proper 
examination of these aspects, or of any other potentially relevant evi-
dence. Nor does it seem to have considered the potential relevance of the 
additional evidence submitted by Centrotherm Systemtechnik.

(116)  Moreover, contrary to what is suggested in paragraph 37 of the con-
tested decision, it is not necessary that the party concerned be unable to 
submit evidence within the time limit in order for additional evidence of 
use of the mark submitted after expiry of the time limit referred to in Rule 
40 (5) of Regulation No 2868/95 to be taken into account.

The case was remitted to the Board.

Remarks

The ECJ judgment in the second CENTROTHERM case establishes that 
additional evidence submitted after expiry of an initial time limit set by 
OHIM in a revocation case where non-use is claimed must be evaluated 
under the criteria established by the ECJ in the famous Kaul case, namely, 
that in the absence of a provision absolutely prohibiting such evidence to 
be taken into account, “(…) taking facts or evidence submitted out of time 
into account is particularly likely to be justified where OHIM considers, 
first, that the material which has been produced late is, on the face of it, 
likely to be relevant to the outcome of the opposition brought before it 
and, second, that the stage of the proceedings at which that late submissi-
on takes place and the circumstances surrounding it do not argue against 
such matters being taken into account” (Kaul judgment, paragraph 44). 

The ruling thus aligns the principles applicable in revocation cases with 
those applicable in opposition cases, as confirmed in the New Yorker SHK 
Jeans case, reported separately.

For proprietors of Community trademarks the lesson nevertheless should 
be that full proof of genuine use should be made on the first occasion, i.e. 
within the time limit set by OHIM, which may be extended upon proper 
timely application. Relying on the ability to present additional evidence in 
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a second round is very risky. In a revocation case it is reasonable to expect 
that the proprietor will undertake all efforts in proving genuine use when 
having lost in first instance – otherwise his mark will disappear. This is 
different from opposition cases where inability or mistakes in seeking to 
prove genuine use – even though the mark was actually genuinely used – 
are not fatal, as a later cancellation action based on the same earlier mark 
is not precluded.

The CENTROTHERM cases also had a certainly bitter ending for the CTM 
proprietor: to the extent that the Board had considered proof of use made, 
the case was still finally lost when the ECJ confirmed the General Court’s 
holding that the proof was insufficient, while in the reverse situation – 
insufficient proof according to Board and General Court – the case is now 
sent back to the Board for evaluation the additional evidence which may 
(or may not) be sufficient to maintain the mark for some of the goods.

We also refer to the Remarks in the Reports of the New Yorker SHK 
Jeans case and the three Rintisch cases.

Reported by Professor Dr. Alexander von Mühlendahl, J.D., LL.M.
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PROTI
Court: Court of Justice of the European Union 
Date: October 3, 2013  
Decision: C-120/12 P 

Court of Justice of the European Union: Submission of new 
or additional evidence before Opposition Division or Board of 
Appeal – Validity and renewal of the earlier mark (decisions 
of October 3, 2013, C-120/12 P – Rintisch v. OHIM – Bariatrix 
Europe Inc.; C-121/12 P – Rintisch v. OHIM – Valfleurs Pâtes 
alimentaires SA; C-122/12 P – Rintisch v. OHIM – Valfleurs 
Pâtes alimentaires SA – “PROTI”)

The Court of Justice of the European Union (ECJ), in a series 
of seven judgments rendered in July, September and October 
2013, clarified the rules applicable to late submission of evi-
dence in opposition and cancellation proceedings before OHIM 
– “late” in this context refers to submission of evidence by a 
party to the proceedings outside of the time limit set by OHIM 
for the submission of such evidence. The cases are the three 
Rintisch cases reported here, two Centrotherm cases decided in 
September 2013 (cf. separate Report), and the New Yorker SHK 
Jeans case, decided in July 2013 (also reported separately).

In the three Rintisch cases decided on October 2013, the opponent, 
Rintisch, failed to provide proper evidence for the continued validity 
(renewal) of the marks relied on in three separate opposition proceedings, 
within the time limit set by the Opposition Division in accordance with 
the Rules of the Implementing Regulation. Such evidence was however 
submitted later.

The Opposition Division had dismissed the oppositions and the Board 
of appeals confirmed the dismissal, considering that the late submission 
required the oppositions to be dismissed. The Board added that if it did 
have any discretion in this respect, it would have exercised it by refu-
sing the late evidence. Appeals to the General Court were dismissed as 
unfounded, the General Court holding that under the applicable rules, 
notably Rule 20 (1) CTMIR, OHIM did not have any discretion whether 
or not to accept the late evidence. The 2007 Kaul judgment (C 29/05 P) 
which had established the principles applicable to the acceptance of late 
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evidence had made an explicit exception for cases where the relevant 
legislation provided “otherwise”, i.e. precluded of itself the acceptance of 
late evidence.

The ECJ confirmed the rejection of the oppositions by OHIM, albeit on 
grounds different from those of the General Court.

The ECJ concluded that the General Court had committed an error by hol-
ding that OHIM’s Board of Appeal did not have any discretion in this case 
because the third subparagraph of Rule 50 (1) CTMIR expressly mandated 
such exercise in opposition proceedings: 

“Where the appeal is directed against a decision of an Opposition Di-
vision, the Board shall limit its examination of the appeal to facts and 
evidence presented within the time-limits set in or specified by the 
Opposition Division (…), unless the Board considers that additional or 
supplementary facts and evidence should be taken into account pursuant 
to Article 74 (2) of the Regulation.”

The Court nevertheless confirmed the decisions of the Board of Appeal, 
finding that the Board had properly justified its exercise of discretion. 
The following paragraphs, found in all three judgments, explain why the 
refusal was appropriate:

(39)  In that regard, the Court has held, inter alia, that where OHIM is 
called upon to give judgment in the context of opposition proceedings, 
taking into account facts or evidence produced late is particularly likely to 
be justified where OHIM considers, first, that the material which has been 
produced late is, on the face of it, likely to be genuinely relevant to the 
outcome of the opposition brought before it and, second, that the stage of 
the proceedings at which that late submission takes place and the circum-
stances surrounding it do not argue against such matters being taken into 
account (OHIM v Kaul, paragraph 44, and Centrotherm Systemtechnik v 
OHIM and centrotherm Clean Solutions, paragraph 113).

(40)  In this case, since Mr Rintisch based his opposition, inter alia, on three 
registered German marks, the evidence of the existence, validity and scope 
of protection of those marks which he had to submit during the opposition 
proceedings is set out precisely and exhaustively in Rule 19 (2) (a) (ii) of the 
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Implementing Regulation. Mr Rintisch was therefore deemed to be aware, 
even before filing his opposition, of the precise documents which he had to 
produce in support of it. Consequently, the Board of Appeal must, in those 
circumstances, exercise its discretion restrictively and may allow the late 
submission of such evidence only if the surrounding circumstances are likely 
to justify the appellant’s delay in the submission of proof required of him.

(41)  In stating the reasons for its decision, the Board of Appeal empha-
sised in particular that Mr Rintisch was in possession of the proof of rene-
wal of the marks at issue as from January 15, 2007 and that he did not put 
forward any reasons why he withheld that document until October 2007.

(42)  It is therefore apparent from the contested decision that the circum-
stances surrounding the late submission of the evidence of the existence, 
validity and scope of protection of the marks at issue are not capable of 
justifying the appellant’s delay in the submission of proof required of him.

(43)  The fact that Mr Rintisch produced, within the time-limit set by the 
Opposition Division, extracts from the Deutsches Patent- und Marken amt 
online register referring to the renewal of the marks at issue, in a language 
other than that of the language of the proceedings, cannot call in question 
that analysis, since it is clear from Rule 19 (4) of the Implementing Re-
gulation that OHIM must not take into account documents that have not 
been submitted, or that have not been translated into the language of the 
proceedings, within that time-limit.

(44)  It follows that the Board of Appeal was justified in refusing to take 
into account the evidence submitted by Mr Rintisch after the expiry of the 
periods specified for that purpose by the Opposition Division, and there 
was no need for it to rule on the possible relevance of that evidence or to 
determine whether the stage of the proceedings at which that late submis-
sion takes place precludes such evidence from being taken into account.

(45)  Contrary to Mr Rintisch’s claims, the Board of Appeal is not requi-
red, when exercising its discretion under Article 74 (2) of Regulation No 
40/94, to examine the three criteria referred to in paragraph 39 above 
when one of those criteria alone is sufficient to establish that it must not 
take into account the evidence submitted late at issue (see, to that effect, 
order of 4 March 2010 in Case C 193/09 P Kaul v OHIM, paragraph 38).
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Remarks

The Rintisch cases confirm the principles previously established by the 
ECJ, notably in the famous 2007 Kaul case (C-29/05 P), namely that 
evidence submitted in opposition proceedings after expiry of a time limit 
set for such submission is not necessarily categorically excluded. The Kaul 
case concerned evidence of use to established an enhanced degree of dis-
tinctiveness. The recent judgments of the ECJ concerned proof of use and 
evidence of earlier rights. 

For proof of use in opposition proceedings, the ECJ has established that 
Rule 22 (2) CTMIR, which mandates rejection of an opposition when no 
proof of use is provided within the time limit set by OHIM, applies only 
when no evidence is submitted. If some relevant evidence is provided, the 
opponent may not be entirely precluded from providing additional evi-
dence, either before the Opposition Division, or even before the Board of 
Appeal. The acceptability of such evidence must be judged under the Kaul 
standards, notably relevance and circumstances surrounding the “late” 
submission. The ECJ so held in the NewYorker SHG Jeans judgment of 
July 18, 2013, reported separately, a case involving additional evidence 
submitted to the Opposition Division, i.e. in first instance. In opposition 
proceedings, when additional proof of use is submitted to OHIM’s Boards 
of Appeal, they must evaluate the acceptability of additional or supple-
mentary evidence (also) under Rule 50 (1) CTMIR. This was expressly 
decided by the ECJ in the three Rintisch cases. For proof of use in opposi-
tion cases this does not add much because of the interpretation of Rule 20 
(2) CTMIR just explained.

For proof of use in non-use revocation actions, where Rule 40 (5) CTMIR 
parallels Rule 20 (2) CTMIR, the result is the same as for opposition 
cases. This applies even in the absence of a provision such as Rule 50 (1), 
third subparagraph, which is expressly limited to opposition proceedings. 
The first of the Centrotherm cases (C-609/11 P), reported separately, whe-
re additional proof of use was submitted to the Board, confirms this result.

The Rintisch cases concern evidence regarding the existence and conti-
nued validity of earlier marks relied on in opposition proceedings, where 
Rule 20 (1) CTMIR seems to mandate a rejection of the opposition by the 
first instance when the evidence is not sufficient. For the Board of appeal, 
Rule 50 (1) mandates that such evidence must be taken into account. It 
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may thus appear incongruent that such evidence may be admitted by the 
Board, but not by the first instance. It remains to be seen whether OHIM 
will extend the admissibility of additional evidence also for first instance 
proceedings, which would appear logical but not easy to square with the 
applicable Rules.

In all situations where in principle new evidence is not excluded the 
relevant instance – Opposition or Cancellation Division, Board of Appeal 
– must exercise their discretion under the Kaul standards – primarily 
relevance, absence of delay. Thus, as the three Rintisch cases show, it may 
turn out that even relevant evidence may be disregarded. It is very risky 
for parties to OHIM proceedings to rely on the possibility of a second 
round, both as regards proof of use, but even more so as regards evidence 
of existence of earlier rights.

We also refer to the Remarks to the New Yorker SHK Jeans case and the 
Centrotherm cases.

Reported by Professor Dr. Alexander von Mühlendahl, J.D., LL.M.
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Sanofi
Court: Court of Justice of the European Union  
Date: December 12, 2013  
Decision: Case C 443/12 

Court of Justice of the European Union on whether only one 
SPC per basic patent can be granted and how the product must 
be identified in the claims of the basic patent in order to be 
entitled to an SPC (decisions of December 12, 2013 – Case C 
443/12 –  Actavis v Sanofi et al, Case C 484/12 – Georgetown 
University v Octrooicentrum  Nederland and Case C 493/12 –  
Eli Lilly v Human Genome Sciences)

In view of the economic significance of pharmaceutical patents 
it does not come as a surprise that patent term extension, in 
Europe by means of Supplementary Protection Certificates 
(SPCs), is subject to intensive litigation in many countries. 
According to some estimates, more than 10 % of all SPCs are 
involved in litigation. The Court of Justice of the European 
Union has been asked for preliminary rulings regarding the 
interpretation of the relevant EU Regulations in at least 20 
cases. Nevertheless, basic notions of SPC protection, such as 
the relationship of the product for which an SPC is granted to 
the underlying patent, are still subject to an intensive debate 
and controversy.

1. One SPC per patent or one SPC per product per patent?

Cases C 443/12 (Actavis v Sanofi et al – hereafter: “Acatvis”) and C 
484/12 (Georgetown University v Octrooicentrum Nederland – here-
after: “Georgetown II”) were referrals by the High Court of Justice (Eng-
land and Wales) and the Dutch Rechtbank ’s-Gravenhage, respectively, 
seeking clarification on the requirement for an SPC that “the product 
has not already been the subject of a certificate” pursuant to Article 3 
(c) of Regulation (EC) No 469/2009 (“SPC Regulation”). On this point, 
the 2011 judgment in C-322/10 (“Medeva”) caused some confusion as it 
referred to and repeated a statement made in a much earlier judgment, 
namely Case C-181/95 (“Biogen”) of 1997 where the Court held that only 
one SPC may be granted for each basic patent.
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As this statement was made in a different context and appeared to be in 
reference to an almost 15 years old decision, some national patent offices 
continued the existing practice of granting more than one SPC on the 
basis of one basic patent if the SPCs related to different products, each of 
them protected by the basic patent. The English High Court, in an infrin-
gement action, and the Dutch Court, on review from the Dutch patent of-
fice, referred this question to the Court of Justice for further clarification, 
and some patent offices (including the German Patent and Trademark 
Office) stayed SPC proceedings in cases in which an SPC had already been 
granted earlier on the basis of the same patent.

The referral underlying Actavis was made in one of the well-known 
“irbesartan cases” and the medicinal product “Aprovel”, which contains 
as single active ingredient irbesartan. An SPC had been granted for this 
product (“mono SPC”). The question to be answered was whether the SPC 
to the medicinal product “CoAprovel”, comprising irbesartan and hydro-
chlorothiazide (HCT) as a diuretic, which itself was not subject to patent 
protection (“combo SPC”), was invalid or not. Different answers were 
given to this question across Europe as of 2012.

The Dutch referral related to human papillomavirus (HPV) vaccines. SPCs 
had already been granted, inter alia, to a vaccine combination of HPV 
types 16 and 18, while now an SPC to HPV type 16 alone was sought, with 
both, the combination as well as the single HPV types, being protected by 
the (same) basic patent.

The answer given by the Court of Justice of the European Union led to 
a different result for the two cases. In Actavis, the Court based its argu-
mentation on the protection conferred by the first SPC and concluded that 
“the SPC is designed simply to re-establish a sufficient period of effective 
protection of the basic patent” (Actavis, para 31). As, in the irbesar-
tan case, the mono SPC for irbesartan already conferred protection to 
both, irbesartan alone as well as to any combination product containing 
irbesartan, a later SPC for a combination of irbesartan and an additional 
ingredient, such as an SPC for irbesartan and HCT, would further prolong 
the protection for irbesartan. The Court also considered the fact that the 
combination of irbesartan and HCT is not “the core inventive advance” of 
the patent (Actavis, para 41). Moreover, the specific diuretic, HCT, was 
not protected as such by the patent in question (Actavis, para 42).
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Contrary to the Actavis case, in the Georgetown II case the protection 
conferred by a first SPC to HPV-16 and HPV-18 does not cover HPV-16 
alone. Therefore, a further SPC may be granted in the latter case.

The Court’s conclusions are summarized in the following Headnotes:

Actavis:

“[W]here, on the basis of a patent protecting an innovative active ingredi-
ent and a marketing authorisation for a medicinal product containing 
that ingredient as the single active ingredient, the holder of that patent 
has already obtained a supplementary protection certificate for that ac-
tive ingredient entitling him to oppose the use of that active ingredient, 
either alone or in combination with other active ingredients, Article 3 (c) 
of Regulation (EC) No 469/2009 […] must be interpreted as precluding 
that patent holder from obtaining – on the basis of that same patent but a 
subsequent marketing authorisation for a different medicinal product con-
taining that active ingredient in conjunction with another active ingredi-
ent which is not protected as such by the patent – a second supplementary 
protection certificate relating to that combination of active ingredients.”

Georgetown II:

“[W]here, on the basis of a basic patent and a marketing authorisation for 
a medicinal product consisting of a combination of several active ingredi-
ents, the patent holder has already obtained a supplementary protection 
certificate for that combination of active ingredients, protected by that 
patent within the meaning of Article 3 (a) of Regulation (EC) No 469/2009 
[…], Article 3 (c) of that regulation must be interpreted as not precluding 
the proprietor from also obtaining a supplementary protection certificate 
for one of those active ingredients which, individually, is also protected as 
such by that patent.”

Thus, Article 3 (c) of the SPC Regulation is to be interpreted as – in 
general – not precluding the granting of more than one SPC per basic 
patent. Nevertheless, Actavis suggests that in a case in which the inven-
tion relates to an innovative active ingredient on the one hand and to 
the combination of this ingredient with other substances on the other, 
where the other substances are not subject to patent protection and where 
the combination with those substances is probably not considered the 
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“the core inventive advance” of the invention, the grant of one or more 
additional SPCs for the combination, on the basis of the same patent, is 
precluded. If these consequences are sought to be avoided, the filing of an 
additional application, respectively of a divisional application, leading to a 
separate patent for the combination, might be advisable. This way, an SPC 
directed to the combination could be requested on the basis of a patent 
that has not already been subject to an SPC. Also, in such an additional 
application/patent, “the core inventive advance” would be the claimed 
combination product.

2. Interpretation of “identified (or specified) in the wording of 
the claims”

Case C 493/12 (Eli Lilly v Human Genome Sciences – hereafter: “Eli 
Lilly”) was also a referral by the High Court of Justice (England and 
Wales), and equally sought clarification on a question unresolved by the 
2011 Medeva et al decisions of the Court of Justice of the European Uni-
on, this time relating to Article 3 (a) of the SPC Regulation, i.e. on the SPC 
granting requirement that “the product is protected by a basic patent in 
force”. Until 2011, there was a “struggle” between two extreme opinions, 
the “disclosure theory” on one hand and the “infringement theory” on 
the other. While the “disclosure theory” stipulates that the product must 
be literally mentioned or at least structurally defined in the claims to fulfil 
the prerequisite of Article 3 (a) SPC Regulation, the “infringement theory” 
stipulates that the concerned active ingredient simply needs to be protec-
ted, i.e. covered by the scope of protection conferred by the basic patent.

In 2011, the Court of Justice apparently decided in favour of the “disclosu-
re theory” in ruling that the product to be protected by an SPC needs to be 
“identified (or specified) in the wording of the claims”. However, as (i) the 
judgments were made with respect to pharmaceuticals containing more 
than one active ingredient, (ii) there was no clear turn away from earlier 
case law, being rather in line with a broader understanding of “protected 
by a basic patent” such as in C-392/97 (“Farmitalia”), and (iii) the Court 
nonetheless seemed to require an identification of the product “in the 
wording of the claims”, these 2011 judgments, rather than solving the 
issue, actually resulted in additional confusion. 

In the case at hand, Human Genome Sciences is the proprietor of a patent 
relating to a (at the filing date) new protein. One of the claims is directed 
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to an antibody binding the newly discovered protein, another one to a 
pharmaceutical comprising such an antibody. However, neither the claims 
nor the description of the patent provide information as to the structure of 
such antibodies; the description does not even disclose a single identified 
example of such an antibody. Therefore, the functional definition of such 
antibodies in the claims gives rise to a potentially unlimited number of 
individual molecules that all fulfil the claimed function, namely in speci-
fically binding the relevant protein. Accordingly, the questions referred to 
the Court of Justice sought clarification on what is to be understood by the 
requirement that the product is “identified (or specified) in the wording of 
the claims” and more specifically, whether the functional definition of an 
antibody, such as in the case at hand, would suffice in this respect.

The Court of Justice decided that both concepts, the “disclosure theory” 
and the “infringement theory”, are too extreme in their positions. Refer-
ring, inter alia, to Article 69 of the European Patent Convention (EPC) 
pursuant to which the description is to be considered when interpreting 
the claims, the Court concluded that, on the one hand, for a product to be 
“protected” within the meaning of Article 3 (a) SPC Regulation does not 
require its structural definition (Eli Lilly, para 44). On the other hand, 
however, the Court also decided that the claims play a key role for the 
determination of whether a product is considered “protected” and that the 
rules governing infringement proceedings, i.e. the “scope of protection”, 
are not to be applied (Eli Lilly, paras 34 and 33). 

The Court of Justice emphasized that it considered itself not in the 
position to interpret Article 69 EPC, since the EU has not acceded to the 
Convention, leaving the final interpretation to the national courts of the 
EPC member states. The guidance that the Court gives is that the claims 
interpreted in the light of the description have to “relate, implicitly but 
necessarily and specifically, to the active ingredient in question” (Eli Lilly, 
para 39).

The Court summarised its holding as follows:

“Article 3 (a) of Regulation (EC) No 469/2009 […] must be interpreted 
as meaning that, in order for an active ingredient to be regarded as 
‘protected by a basic patent in force’ within the meaning of that provi-
sion, it is not necessary for the active ingredient to be identified in the 
claims of the patent by a structural formula. Where the active ingredient 
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is covered by a functional formula in the claims of a patent issued by the 
European Patents Office, Article 3 (a) of that regulation does not, in prin-
ciple, preclude the grant of a supplementary protection certificate for 
that active ingredient, on condition that it is possible to reach the conclu-
sion on the basis of those claims, interpreted inter alia in the light of the 
description of the invention, as required by Article 69 of the Convention 
on the Grant of European Patents and the Protocol on the interpretation 
of that provision, that the claims relate, implicitly but necessarily and 
specifically, to the active ingredient in question, which is a matter to be 
determined by the referring court.”

Therefore, while the Court of Justice clarified that it did not intend in its 
previous rulings to limit Article 3 (a) of the SPC Regulation to products 
that are literally or structurally “mentioned” in the claims and, thus, 
refrained from a strict interpretation of the so-called “disclosure theory”, 
the guidance as to the required functional definition still leaves space for 
discussion regarding the circumstances for a claim to relate, implicitly but 
necessarily and specifically, to the relevant active ingredient.

Conclusions

As regards “one SPC per patent”, Actavis and Georgetown II have cla-
rified that it depends on the circumstances of the case, and in particular 
whether or not the basic patent actually protects more than one active 
ingredient, whether more than one SPC may be granted on the basis of the 
same patent. Further references seeking more clarification regarding this 
issue do not appear to be necessary.

As regards the identification of the active ingredient in the patent (claim), 
the Court leaves national authorities and courts somewhat in the dark 
about the manner in which they must decide whether the “claims relate, 
implicitly but necessarily and specifically, to the active ingredient in ques-
tion”. Functional claims do not prevent the granting of an SPC, at least as 
a matter of principle. The message of the judgment for drafting patents 
seems to be that it would appear advisable or preferable, if possible, to list 
examples at least in the specification.

Reported by Dr. Axel B. Berger and Dr. Wolfgang Bublak
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Klockgrossisten i Norden
Court: General Court of the European Union  
Date: April 25, 2013  
Decision: Case T-80/10

Refined standards for testing validity of a registered Community 
design (Bell & Ross v OHIM and Klockgrossisten i Norden)

On April 25, 2013, the General Court of the European Union handed down 
a detailed 166-paragraph judgment (available in French only; quotations 
from the decision in English are translations) in an action brought by the 
proprietor of Community design No 342951-0002 (indication of product: 
“watches”), Bell & Ross BV, against the Office for Harmonisation in the 
Internal Market (“OHIM”) for annulment of Decision R 1285/2008-3 of the 
Third Board of Appeal of OHIM of December 9, 2009, by which the Board 
dismissed the appeal brought against the decision of the Invalidity Divi-
sion which had allowed the application for a declaration of invalidity being 
lodged by Klockgrossisten i Norden AB (“KIN”). The contested Community 
design, of which one of the views is reproduced hereafter,

was challenged on the basis of the earlier representation of a clock face 
shown hereafter:
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The main and third ground of appeal can be divided into three subchap-
ters, namely conclusions on the “informed user”, the “degree of freedom 
of the designer” and the “comparison of the overall impression” produced 
by the conflicting designs.

Starting with the degree-of-freedom test, the Court confirmed that the 
designer’s degree of freedom in developing his design is established, inter 
alia, by the “constraints of the features imposed by the technical function 
of the product or an element thereof, or by statutory requirements ap-
plicable to the product.” Such constraints would result in a “standardisa-
tion of certain features, which will thus be common to the designs applied 
to the product concerned”. Starting from that, it appears that aesthetic or 
commercial constraints or considerations (as distinguished from techni-
cal and statutory constraints) are irrelevant when assessing the specific 
degree of freedom of the designer.

Turning to the notion of the informed user under Article 6 (1) CDR, the 
Court confirmed that the qualifier ‘informed’ suggests that the “user knows 
the various designs which exist in the sector concerned, possesses a certain 
degree of knowledge with regard to the features which those designs 
normally include, and, as a result of his interest in the products concerned, 
shows a relatively high degree of attention when he uses them.” The Court 
continued:

[104] However, that factor does not imply that the informed user is able to 
distinguish, beyond the experience gained by using the product concerned, 
the aspects of the appearance of the product which are dictated by the prod-
uct’s technical function from those which are arbitrary.

Therefore, an informed user is a person having some awareness of the 
existing designs in the sector concerned, without knowing which aspects 
of that product are dictated by technical function.

Consequently, according to the General Court, issues of technical or legal 
constraints belong to the freedom of the designer falling under Article 6 
(2) CDR (not to the concept of the informed user according to Article 6 [1] 
CDR).

Finally, when comparing the overall impression produced by the asserted 
prior design on the one hand and the challenged Community design on 
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the other (Article 6 [1] CDR), the Court confirmed that assessing the 
individual character of a design is about “whether the overall impression 
produced by the latter differs from the overall impression produced by 
the designs previously disclosed, regardless of aesthetic and commercial 
considerations”. Discounting “commercial” considerations appears cor-
rect, while disregarding “aesthetic” considerations in analysing the overall 
impression appears doubtful in light of the informed user’s knowledge 
of the “various designs which exist in the sector concerned [and] […] the 
features which those designs normally include” and, in particular, when 
taking the decision of the General Court of November 13, 2012 in Antrax 
(T-83/11 und T-84/11) into account (there the Court found that an aes-
thetic concentration or, in the Court’s words, “saturation of prior art”, due 
to the existence of other designs showing the same features as the designs 
in question, might lead, when examining the overall impression, to a 
greater sensitivity of the informed user as regards the different internal 
proportions of the various designs).

Reported by Dr. Henning Hartwig
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OHIM and AM Denmark
Court: General Court of the European Union 
Date: April 25, 2013  
Decision: Case T-55/12 

Invalidation of registered Community design because of con-
flict with an earlier Community trademark (Su-Shan Chen v 
OHIM and AM Denmark – Cleaning Device)

The General Court of the European Union confirmed a decision 
invalidating a registered Community design because of likeli-
hood of confusion with an earlier three-dimensional Communi-
ty trademark, clarifying the principles governing such conflicts.

The contested design (RCD No. 1027718-0001), a component of a 
“cleaning device”, comprises seven representations of the design, inter 
alia the following two:

The application for a declaration of invalidity of the later design was based 
on Article 25 (1) (e) CDR, which provides that “a Community design may 
be declared invalid if a distinctive sign is used in a subsequent design, 
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and Community law or the law of the Member State governing that sign 
confers on the right holder of the sign the right to prohibit such use”. The 
Applicant claimed that the contested design had to be declared invalid 
because it infringed its earlier three-dimensional Community trademark 
(CTM No. 5185079), inter alia registered for “equipment and containers 
for cleaning” in Nice class 21, the registration showing the following 
representation:

More precisely, the Applicant claimed likelihood of confusion between its 
earlier three-dimensional Community trademark and the contested RCD, 
i.e., violation of Article 9 (1) (b) CTMR. The Invalidity Division of the 
OHIM upheld the application for a declaration of invalidity, arguing that 
there exists likelihood of confusion between the earlier 3D-trademark and 
the contested design. This decision was confirmed by the OHIM’s Third 
Board of Appeal. The General Court confirmed.

To start with, the Court found that “use” in terms of Article 25 (1) (e) CDR 
does not require a full and detailed reproduction of the earlier sign in the 
design concerned, because the public retains only an imperfect memory 
of the signs and, thus, will not necessarily notice minor changes. In the 
present case, the fact that both signs coincide in their basic shape (“com-
pact rectangular body rounded at the edges which houses a spray device 
and a cylindrical sponge”) would suffice to find “use” in terms of Article 25 
(1) (e) CDR and, simultaneously, to find a sufficient degree of similarity in 
terms of Article 9 (1) (b) CTMR, although there obviously exist differences 
between the conflicting signs.

The holder of the contested design challenged invalidity of the earlier 
Community trademark, however, without filing an invalidity request. The 
General Court dismissed this argument, confirming its longstanding case 
law that it would have been the obligation of the design holder to file a 
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request for invalidation of the earlier mark and request stay of the present 
proceedings, because the Court was bound to the Office’s decision to regis-
ter the earlier trademark and, therefore, could not find the earlier mark to 
lack distinctiveness. 

Nevertheless, the Court found that the shape of the contested design was 
sufficiently unusual and striking compared to other products in the field 
concerned and, therefore, would be perceived by the public concerned as 
an indication of origin of the cleaning products, i.e., as a trademark. Given 
that the conflicting goods were identical and the conflicting signs similar 
to a high degree, in parts even identical, the Court came to the result that 
from the perception of the general public, there is likelihood of confusion in 
terms of Article 9 (1) (b) CTMR, although the earlier mark may only enjoy a 
weak degree of distinctiveness.

Remarks

This is the first decision of the General Court actually confirming a de-
claration of invalidity of a registered design because of a conflict with an 
earlier (Community) trademark. An earlier decision of the Court, at first 
sight, appeared to deal with the very same constellation: a Community 
design that had been declared invalid for likelihood of confusion with 
an earlier Community trademark (cf. decision of May 12, 2010, Case 
T-148/08; BARDEHLE  PAGENBERG IP Report 2010/II). However, loo-
king closer at the earlier case shows that the earlier mark in fact was not, 
as the Board of Appeal had assumed, a three-dimensional mark. The 
General Court annulled the contested decision because of the confusion 
about the nature of the earlier mark. In the meantime, the Beifa case 
resulted in a second judgment of the General Court, this time confirming 
the declaration of invalidity (decision of June 27, 2013, Case T-608/11; 
see our parallel report in this issue). 

Nevertheless, the Court found that the shape of the contested design was 
sufficiently unusual and striking compared to other products in the field 
concerned and, therefore, would be perceived by the public concerned 
as an indication of origin of the cleaning products, i.e., as a trademark. 
Given that the conflicting goods were identical and the conflicting signs 
similar to a high degree, in parts even identical, the Court came to the 
result that from the perception of the general public, there is likelihood 
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of confusion in terms of Article 9 (1) (b) CTMR, although the earlier 
mark may only enjoy a weak degree of distinctiveness.

Although the case concerns a Community design, the relevant criteria 
to determine whether or not the design has to be declared invalid derive 
from trademark law. In genuine trademark conflicts, courts appear to 
have difficulties in accepting that the shape itself has an origin-indica-
ting function. As an example we may refer to the various decisions in the 
“Golden Bunny”-Saga (cf. BARDEHLE  PAGENBERG IP Report 2012/II, 
2011/I, 2008/II and 2006/VI). 

Compared to these difficulties, the present decision appears to 
strengthen the position of right holders of three-dimensional trade-
marks insofar as the decision imposes the burden of proof that the 
public concerned will not perceive the shape of the product under attack 
as an indication of origin, i.e., as a trademark, on the defendant, not 
the claimant. This contradicts German case law where the burden was 
placed on the claimant. It will be interesting to see how German courts 
will apply this decision. 
Finally, the decision reveals another at least surprising point of view: 
When filing a three-dimensional trademark application, some right 
holders tend to file the shape together with other (distinctive) elements, 
e.g., word elements, in order to avoid objections based on absence of 
distinctive character. 

The present case demonstrates the merits of this approach also as re-
gards conflicts between 3D marks and later signs, because the Court es-
sentially only compared the shapes, finding that the word element “am” 
in the earlier mark would not even be recognized by the general public.

Reported by Dr. Philipe Kutschke
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OHIM and Schwan-Stabilo
Court: General Court of the European Union 
Date: June 27, 2013  
Decision: Case T-608/11

Conflict between earlier national trademark and later regis-
tered Community design (Beifa v OHIM and Schwan-Stabilo)

In our BARDEHLE  PAGENBERG IP Report 2010/II we reported 
on the first decision of the General Court regarding the invalid-
ity of a Community design because of likelihood of confusion 
with an earlier national trademark (decision of May 12, 2010 
– Case T-148/08 – Beifa v OHIM and Schwan-Stabilo). As a 
reminder, the background of the case is as follows:

On May 27, 2005, Beifa Group Co Ltd filed an application for registration 
of a Community design. On March 23, 2006, the intervener, Schwan-Sta-
bilo Schwanhäußer GmbH & Co KG, submitted to OHIM an application 
for a declaration that the design in dispute was invalid because in conflict 
with its earlier German trademarks. The Invalidity Division of OHIM 
upheld the intervener’s application for a declaration of invalidity. OHIM’s 
Board of Appeal dismissed the appeal by decision of January 31, 2008. By 
its judgment of May 12, 2010, the General Court annulled this decision be-
cause the Board of Appeal had not clearly identified the earlier mark. On 
remand to the Board, the Board again dismissed the applicant’s appeal. 
The contested design and the earlier 3D trademark were the following:

The Court was called upon to interpret Article 25 (1) (e) CDR, which reads 
as follows: “A Community design may be declared invalid (…) if a distinc-
tive sign is used in a subsequent design, and Community law or the law of 

earlier mark later design
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the Member State governing that sign confers on the right holder of the 
sign the right to prohibit such use (…).”

The first three pleas, not relevant for this Report, related to procedural 
aspects; all were dismissed.

In its fourth plea, the Applicant claimed that it is apparent from the very 
wording of Article 25 (1) (e) CDR that, contrary to the finding of the Board 
of Appeal, provision cannot be relied upon by the proprietor of a distincti-
ve sign where the sign used in a subsequent design is not the sign in ques-
tion but only a similar sign. In its fifth plea, the Applicant alleged an error 
of law because the Board had rejected the request for proof of genuine use 
of the earlier mark. In its sixth plea, the Applicant claimed that the Board 
of Appeal failed to examine the extent to which the contested Community 
design and the earlier three-dimensional mark were similar. In its seventh 
plea, finally, the Applicant alleged incorrect application of Article 25 (1) 
(b) CDR.

As regards the fourth plea, the General Court maintained its previous 
finding that similarity of the mark and the design in trademark terms is 
sufficient (para. 82 and Judgment of May 12, 2010, Case T-148/08, para. 
50 to 59).

As regards the fifth plea, the Court held that the Applicant had the right 
to submit a request before the Invalidity Division for proof of use of the 
earlier mark. However, the Applicant raised the issue of proof of genuine 
use of that mark for the first time before the Board of Appeal. The General 
Court stated that a request for proof of genuine use made for the first time 
before the Board of Appeal is inadmissible and cannot be taken into consi-
deration and examined by the Board of Appeal.

As regards the Applicant’s sixth plea, the General Court held that the 
Board of Appeal assessed the question whether a likelihood of confusi-
on exists on the part of the public correctly as all factors relevant to the 
circumstances of the case were taken into account. In the present case, the 
differences between the contested Community design and the trademark 
were insufficient to prevent features of the trademark from being discer-
nible in the contested design. The earlier 3D trademark and the contested 
design were, therefore, correctly considered similar.



60Trademark Law 2013

As regards the Applicant’s seventh plea, the General Court held that even 
if it is assumed that this plea was well founded, the Applicant cannot, 
in any event, secure annulment of the contested decision, as the first six 
pleas relating to the first ground for invalidity had been rejected.

Remarks

The present decision is interesting because of the following reasons:

Firstly, it clarifies that “use” of a prior sign in a later design does not 
require identical reproduction – the question is one of infringement, with 
the standards being taken from trademark law, including the “imperfect 
recollection” test. 

Secondly, when considering whether a later Community design is inva-
lidated by an earlier mark, the question of whether the later design is 
“used as a trademark”, i.e., has an origin-indicating function, is irrelevant. 
Thirdly, “use in the course of trade” was no hurdle for the Court. This 
is correct, as otherwise the ground of invalidity would in most cases be 
irrelevant.

Unresolved still is what happens in invalidity proceedings if the conflic-
ting goods are not identical. The Court had not to deal with this issue in 
the present case as the design was clearly intended for the same purpo-
se as the goods for which the trademarks were protected, i.e., writing 
instruments. Moreover, what would have happened if the applicant raised 
its objection to the genuine use of the earlier trademark in time? Would 
Schwan-Stabilo have been able to prove genuine use for its trademarks 
since the shape of the 3D mark is used always in conjunction with word 
and device elements? All these issues would also arise when a trademark 
proprietor would bring an action for infringement, rather than invalidati-
on. So far, we are not aware of any case where this kind of conflict was the 
subject matter of the litigation.

Reported by Karin Costescu
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CD40 counter receptor/BMS
Court: European Patent Office  
 (Technical Board of Appeal 3.3.04)  
Date: July 12, 2012  
Decision: Case T 107/09 

Right of priority from an earlier US application when depositing 
biological material after the filing date (CD40 counter receptor/
BMS)

If the deposit of biological material is necessary for the require-
ment of suffi-ciency of disclosure to be fulfilled for an applica-
tion claiming a right of priority, the deposit of this material 
must have been made no later than the date of filing of the earli-
er application. An applicant filing a first application giving rise 
to a right of priority has, already when drafting this first ap-
plication, to take account of the substantive requirements to be 
complied with in countries or regions eligible for filing subse-
quent applications claiming the priority of the first application.

The patent proprietors appealed against the decision of the opposition 
division maintaining the patent directed to “The CD40CR receptor and 
ligands therefor” in limited form. It claims priority from a US application 
filed on February 14, 1992. The hybridoma line producing the antibody 
MR1 has been deposited with the ATCC on March 22, 1992 only after the 
filing date of the US application. The written disclosure in the US applica-
tion No. 835,799, even if supplemented by common general knowledge, 
would not enable the skilled person to carry out the invention.

The main interest for this decision relates to the reasoning of the Board of 
Appeal concerning the requirement of the deposit of biological material no 
later than the filing date of the first application even in respect of applica-
tions abroad. The Board considers it necessary to clarify the legal situation 
and to advise later applicants from the US to take care in respect of inven-
tions requiring the deposit of biological material. 

A basic principle of European patent law concerning the right of priority 
is expressed in decision G 2/98 (OJ 2001, 413, 432, point 9 of the Rea-
sons). The Enlarged Board of Appeal holding that the expression the “same 
invention” means the “same subject-matter”, established the since then fa-
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mous sentence: The subject-matter is considered as disclosed in an earlier 
application if “the skilled person can derive the subject-matter of the claim 
directly and unambiguously, using common general knowledge, from the 
previous application as a whole”.  It is also established case law that the 
earlier application must disclose the invention in such a way that a skilled 
person can carry it out.

For inventions using biological material in which a mere written descrip-
tion is not sufficient to enable the person skilled in the art to carry out the 
invention, a deposit under Rule 31 EPC (the reported decision applies Rule 
28 EPC 1973) at a recognized depositary institution is to be regarded as 
disclosure. Rule 31 EPC is only related to European patent applications. 
But in G 2/93 the Enlarged Board of Appeal held that the requirement of 
sufficiency of disclosure must be complied with at the date of filing of the 
European application or – in relation to an earlier application from which 
priority is claimed – at the date of filing of that earlier application (see  
G 1/03; OJ 2004, 413, 441, point 2.5.3 of the reasons).

This view is also contained in the “Notice of the European Patent Office 
dated July 18, 1986 concerning European patent applications and Euro-
pean patents in which reference is made to microorganisms” (OJ 1986, 269 
point 8 ) and in relation to the EPC 2000 by the up-dated “Notice” of July 
7, 2010 concerning the same subject (“Notice from the European Patent 
Office dated July 7, 2010 concerning inventions which involve the use of or 
concern biological material” (OJ 2010, 498, 499 point 1.4).

Article 87 (2) EPC does not apply to this situation. It sets out that a regular 
national filing is recognized as giving rise to a right of priority. This does 
not include the recognition that the first application fulfills the substantive 
requirements for patentability like sufficiency of disclosure.

And “Lundak” also does not help. The decision of the United States Court 
of Appeals for the Federal Circuit of September 16, 1985 “In re Lundak” 
(773F.2d 1216) permits under US patent law that, for the purpose of § 112 
Patent Act, biological material may be deposited later than the filing date 
at any time prior to the issuance of the patent. However, the US-applicant 
has to establish that the deposited material is the material specifically 
identified in the original application. The Board of Appeal, knowing this 
situation in the US, rightly concluded that the EPC law is stricter than the 
requirements of the US law. This cannot come as a surprise to US appli-
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cants since they are expressly made aware by the USPTO in its Manual on 
Patent Examining Procedure (MPEP § 2406.03) of the possible loss of the 
priority in other countries when relying on “Lundak”.

Reported by Professor Dr. Dieter Stauder
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Schaeffler et al.
Court: European Patent Office  
Date: October 2, 2012  
Decision: Case R 19/11 

Scope of the right to be heard in appeal proceedings – Enlarged 
Board of Appeal approves decision based on interpretation of 
state of the art not discussed with the parties (Litens v Schaeffler 
et al.)

The right to be heard requires that decisions may only be based 
on grounds or evidence on which the parties have had an op-
portunity to present their comments. The Enlarged Board of 
Appeal states that a Board of Appeal is not obliged to discuss 
with the parties its interpretation of the prior art which is dif-
ferent from the interpretation of all parties. 

The petition was directed against the Technical Board’s of Appeal deci-
sion dismissing the appeals and thereby confirming the rejection of the 
four oppositions by the Opposition Division. The patent had been inter 
alia attacked on the basis of a document D3 on the grounds of lack of 
novelty and lack of inventive step.

The ground for the petition was that a fundamental violation of the 
petitioner’s right to be heard had occurred in the appeal proceedings. 
According to the petitioner, the Technical Board of Appeal had adopted 
in its decision an interpretation of D3 which did neither correspond to 
the interpretation suggested by the parties nor had it been addressed by 
the Board during the written or oral proceedings. It was an unforeseen 
and unforeseeable reinterpretation of the document which had only 
become apparent upon receipt of the final decision. If the petitioner had 
been given an opportunity to comment on the Board’s interpretation, he 
would have explained why it was technically incoherent, linguistically 
wrong, in contradiction with the context in suit and sufficiently bizarre 
that there was no way that it could have been anticipated. 
The Enlarged Board of Appeal (EBA) rejects the petition as clearly 
unallowable. The EBA notes that the petitioner did not dispute that the 
content of document D3 had been thoroughly discussed, both during 
the written procedure and in the oral proceedings so that its right to 
be heard in this respect had not been violated. The EBA points to its 
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consistent case law clearly demonstrating that parties are not entitled to 
advance indications of the reasons for a decision before it is taken. This 
principle is then extrapolated by the EBA: If it applied to the reasons for 
a decision generally, it must apply equally to an interpretation of a pas-
sage in the state of the art forming only part of such reasons. Thus, there 
could be no denial of the right to be heard if a Board of Appeal, after 
hearing all parties in inter partes proceedings, subsequently reached its 
own conclusion which is then recorded in its written decision. 

The EBA continues in stating that the requirement of complete neu-
trality in inter partes proceedings would be breached if a board, after 
having dispatched a communication expressing its preliminary and 
non-binding opinion, at oral proceedings informed a party of a possible 
different interpretation of a passage in a prior art document discussed at 
length at said oral proceedings, even if that interpretation differed from 
those suggested by the parties. Hence, the petitioner's arguments were 
not successful. It was enough for the EBA to find that the new considera-
tions were not unrelated to the discussions arising in the proceedings in 
question. 

It seems that the criteria for the right to be heard developed by the EBA 
in review proceedings differ somewhat from the standards which the 
Boards of Appeal apply to the course of conduct to be expected from the 
departments of first instance. In the present context, the headnote of 
decision T 435/07 of September 10, 2012, rendered in grant proceed-
ings, is illustrative: 

“The grounds on which a decision is based must be communicated to the 
applicants in such a way that they are put in the position to defend their 
rights. It is not sufficient to raise an objection without giving the factual 
details on which this objection is based and then leave it to the appli-
cants to formulate the counterarguments. An objection against the grant 
of a patent must be raised in such a way that the applicants are able to 
understand its factual basis and to react accordingly without having to 
guess first what the examining division might have had in mind.”

In the case underlying petition R 19/11, it is difficult to imagine how the 
opponent could have properly defended his rights. The problem with 
decision R 19/11 is that the EBA applies the reasonable and even self-
explanatory principle that a party has no right to know the decision to be 
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taken including its reasons in advance to a quite different situation. The 
interpretation of the state of the art given by the Board appears in the 
Reasons of the decision but it does not belong to the legal conclusions 
drawn by the Board. Rather, it is part of the factual basis of the deci-
sion. The question how the person skilled in the art interprets a piece of 
information in the prior art at the relevant date is a question of fact, and 
the parties should have a right to comment on the relevant facts before 
the Board comes to its conclusions, in order to avoid an interpretation 
which might be wrong because not all relevant facts were on the table.

Remarks

It seems that the criteria for the right to be heard developed by the EBA 
in review proceedings differ somewhat from the standards which the 
Boards of Appeal apply to the course of conduct to be expected from the 
departments of first instance. In the present context, the headnote of 
decision T 435/07 of September 10, 2012, rendered in grant proceed-
ings, is illustrative: 

“The grounds on which a decision is based must be communicated to the 
applicants in such a way that they are put in the position to defend their 
rights. It is not sufficient to raise an objection without giving the factual 
details on which this objection is based and then leave it to the appli-
cants to formulate the counterarguments. An objection against the grant 
of a patent must be raised in such a way that the applicants are able to 
understand its factual basis and to react accordingly without having to 
guess first what the examining division might have had in mind.”

In the case underlying petition R 19/11, it is difficult to imagine how the 
opponent could have properly defended his rights. The problem with 
decision R 19/11 is that the EBA applies the reasonable and even self-
explanatory principle that a party has no right to know the decision to be 
taken including its reasons in advance to a quite different situation. The 
interpretation of the state of the art given by the Board appears in the 
Reasons of the decision but it does not belong to the legal conclusions 
drawn by the Board. Rather, it is part of the factual basis of the deci-
sion. The question how the person skilled in the art interprets a piece of 
information in the prior art at the relevant date is a question of fact, and 
the parties should have a right to comment on the relevant facts before 
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the Board comes to its conclusions, in order to avoid an interpretation 
which might be wrong because not all relevant facts were on the table.

Reported by Dr. Rudolf Teschemacher
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Hair cosmetic 
 composition/KAO
Court: European Patent Office  
 (Technical Board of Appeal 3.3.07)  
Date: December 4, 2012  
Decision: Case T 1222/11

Poisonous divisional applications – is the bogey going to disap-
pear? (Hair cosmetic composition/KAO)

For some years patent practitioners have been alarmed by the 
possibility that dividing an application might have the conse-
quence that the divisional application can become a novelty 
destroying reference for the parent application or vice versa. 
Decision T 1222/11 may have shown the reason for this appa-
rent paradox.

In epi Information 2/2011, 54, the article “Poisonous EPC Divisionals” 
was published. It addresses (see p. 61, annex 1) the situation that in a first 
application an invention is disclosed in general terms (here indicated as 
ABC) and a European application claims the priority of the first applica-
tion. The European application is divided and in the parent application 
a more limited version (ABC1) is claimed which is not disclosed in the 
priority application. However, the priority application contains a specific 
example (ABC2) falling within the limits of the claimed subject matter of 
the parent application (ABC1). The description of all three applications 
is identical. It is suggested that the limited claim (ABC1) in the parent 
application is not entitled to the priority of the first application whereas 
the more specific example in the description of the divisional application 
(ABC2) enjoys this priority. The conclusion is drawn that the divisional 
application is a conflicting application within the meaning of Article 54 (3) 
EPC and destroys the novelty of the subject-matter claimed in the parent 
application. 

Recent decisions of the EPO (T 1496/11 of September 2012, not publis-
hed, and of the English Patents Court (Nestec SA v Dualit Ltd, [2013] 
EWHC 923) have shown that there is a real danger in this concept and 
have entailed many reactions in blogs and literature. Both decisions are 
concerned with situations in which the subject-matter in the European 
application was not limited but generalized in comparison with the 
priority application. The conclusion, however, was the same. There was 
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no valid priority for the amended claim and the specific example in the 
priority application anticipated the amended claim, in T 1496/11 based 
on the concept of poisonous divisionals, in Nestec SA v Dualit Ltd as a 
consequence of the publication of the priority application which was a 
European application.   

Why is the concept of poisonous divisionals paradoxical? In 1925, the 
right to file divisional applications was introduced into the Paris Conven-
tion in order to save the applicant from the loss of originally disclosed 
subject-matter which he cannot pursue in the framework of a pending 
application for a formal reason, i.e. lack of unity. This legal purpose makes 
clear that the division of an application is in no way intended to impair 
the applicant’s right to the patent and has nothing to do with the requi-
rements for patentability. The right to file a divisional application of the 
applicant’s own volition was later added. Article 4 G of the Paris Conven-
tion stipulates for both situations that the applicant preserves as the date 
of the divisional application “the date of the initial application and the be-
nefit of the right of priority, if any”. This wording is taken up to the same 
effect in Article 76 EPC according to which “the divisional application 
shall be deemed to have been filed on the date of filing of the earlier appli-
cation and shall enjoy any right of priority”. It seems that the legislators 
of the Paris Convention and of the EPC wanted to express in this way that 
both applications have the some valid dates for their respective subject-
matter. Thus, one might assume that they have to be treated in respect of 
the relevant prior art in exactly the same way. This would coincide with 
the purpose of a divisional application being of a mere formal character 
and having no consequences for the assessment of the requirements of 
patentability.

Why does T 1496/11 come to different conclusions? The reason is that 
the assessment of the right of priority for the parent and the divisional 
application is made in different ways. For the specific example in the 
description, the priority is accepted whereas for the same example as 
an integral part of the claim to be examined, it is not accepted. Decis-
ion T 1496/11 confines itself to the statement that the claimed device 
has been generalized to include embodiments not disclosed in the 
priority document and thus does not constitute the same invention as 
that set out in the priority document. It does not even mention the pos-
sibility of a partial priority for the allegedly novelty destroying specific 
embodiment. 
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Nestec SA v Dualit, dealing with the same priority problem in the relation 
between a first European application and a second European application 
claiming the priority of the first, is more specific and, citing Novartis AG v 
Johnson Medical Ltd [2009] EWHC 1671, the Court states:

“I discern from this passage that the EPO considers it is permissible to 
afford different priority dates to different parts of a patent claim where 
those parts represent a limited number of clearly defined alternative 
subject-matters and those alternative subject-matters have been disclosed 
(and are enabled) by different priority documents. Further, this princip-
le applies even if the claim has adopted a generic term to describe and 
encompass those alternatives.”

The cited passage itself is referring to G 2/98 where the Enlarged Board of 
Appeal stated in pt. 6.7:
“The use of a generic term or formula in a claim for which multiple priori-
ties are claimed in accordance with Article 88 (2) EPC, second sentence, is 
perfectly acceptable under Articles 87 (1) and 88 (3) EPC, provided that it 
gives rise to the claiming of a limited number of clearly defined alternative 
subject-matters.”

This was interpreted by some decisions of the Boards of Appeal to mean 
that a continuum of a numerical range of values did not correspond to 
distinctive alternative embodiments. If no separable alternative embo-
diments could be identified within that continuum, the subject-matter 
of the contested claim as a whole was not entitled to the claimed priority 
date (T 1877/08, cited in Case Law of the Boards of Appeal, 7th ed. 2013, 
II.D.4.3). Following this case law, the Patents Court, finding that the 
broadened part of the claim covers a whole range of arrangements, denies 
a partial priority for the specific example. 

T 1222/11, in a long obiter dictum, expressly disagrees with T 1877/08 
and similar decisions. The Board notes that the assessment required by 
Article 88 (3) EPC, as to which elements (alternatives) of a claim are 
covered by any of the multiple priority claims can be achieved only by a 
comparison of the claimed subject-matter of that claim with the dis-
closure of the multiple priority documents. Therefore, in the context of 
assessing which alternatives of a contested claim are covered by any of 
the multiple priority documents, the words "gives rise to the claiming of 
a limited number of clearly defined alternative subject-matters" refer to 
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the ability to conceptually identify by said comparison a limited num-
ber of clearly defined alternative subject-matters to which the multiple 
rights of priority claimed can be attributed or not. This is obviously 
necessary in order to identify which parts of the claims benefit from the 
effect of the priority right defined in Article 89 EPC. 

In addition, the Board refers to the document in the Travaux prépara-
toires to the EPC cited in G 2/98 in respect of partial and multiple priori-
ties, i.e. the FICPI Memorandum (Munich Diplomatic Conference, Doc. M 
48/I, Memorandum C) which gives as an example for the concept of mul-
tiple priorities that a first priority application discloses a narrow chemical 
formula and a second priority application discloses a broader chemical 
formula within its scope including the narrower formula. The Memoran-
dum states that in an application claiming both priorities, it would suffice 
to draw up a single claim directed to a compound defined by the broad 
formula. This claim would enjoy priority from the first priority date to the 
extent that the compound comes within the scope of the narrow formula, 
and the second priority for the rest of its scope. The Board cites two other 
examples given in the Memorandum for multiple priorities, the first con-
cerning narrower and broader ranges and the second concerning specific 
and generic definitions in the mechanical field. The Board concludes that 
it is not necessary for the acknowledgement of the right of priority for 
a specific embodiment disclosed in the priority application to identify 
this embodiment in the claim of the European application as a separate 
embodiment. Thus, this embodiment cannot be novelty destroying if the 
claimed subject-matter has been generalized in the application or patent 
claiming the priority.

Remarks

The poisonous divisionals approach prevents a reasonable use of divi-
sional applications. Its origin was caused by an over-restrictive attitude 
of some Boards of Appeal towards partial and multiple priorities. The 
sentence in G 2/98 that multiple priorities are acceptable provided that 
they give rise to the claiming of a limited number of clearly defined alter-
native subject-matters has been interpreted out of context, neglecting the 
Enlarged Board’s of Appeal express statement that generic definitions are 
acceptable and without considering the purpose of partial and multip-
le priorities for which decision G 2/98 has taken recourse to the FICPI 
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Memorandum cited above. This Memorandum clearly states that multiple 
priorities should avoid the need to file parallel claims, one for the subject-
matter enjoying one priority and another one for the subject-matter 
enjoying the other priority. Precisely, remedies of this type have been 
suggested by commentators in order to avoid the trap of the poisonous 
divisionals: Drafting one claim for the specific embodiment and another 
one for the generic subject-matter disclaiming the specific embodiment. 
The possibility of avoiding the anticipation by a highly sophisticated claim 
drafting which is directed to the identical subject-matter should make 
clear that there is no substantive reason to deny protection. No legitimate 
interest has been shown why a partial priority should not be derived from 
an example in a priority application which is an embodiment within the 
limits of the claimed subject-matter in the application or patent claiming 
the priority. Within the meaning of G 2/98, the specific example is one 
clearly defined alternative subject-matter; the other alternative is the 
generic rest of the claim which has only the filing date as its valid date. It 
is to be hoped that other Boards will follow T 1222/11.

Reported by Dr. Rudolf Teschemacher



74Patent Law 2013

PERLIN
Court: European Patent Office  
 (Technical Board of Appeal 3.3.08)  
Date: February 19, 2013  
Decision: Case T 2050/07 

Automatic genotype determination in the field of bioinformatics 
(DNA Mixture Analysis/PERLIN)

At present, there are virtually no decisions of EPO boards of ap-
peal in the field of bioinformatics. On one of the rare occasions 
(cf. BARDEHLE PAGENBERG IP Report 2010/IV), Board 3.3.08 
(albeit in a different composition) decided that mathematical 
steps included in a method of determining the genotype at a 
locus within genetic material obtained from a biological sample 
were to be ignored in assessing inventiveness since they did 
not interact with technical activities so as to lead to a “tangible 
technical result”.

This finding arrived at by reasoning an absence of interaction from a lack 
of detailed disclosure was somewhat surprising, in particular since on the 
one hand no objection under Article 83 EPC was raised; on the other hand 
it seemed to lose sight of the intended focus on the solution of a technical 
problem. The decision thus appeared to rely heavily on specific deficien-
cies of the case and did not answer the question of whether such math-
ematical steps more or less necessarily performed by computer processing 
might in principle make technical contributions in biotechnology. Such 
contributions had, e.g., been acknowledged in electricity where math-
ematical steps were applied for simulating the performance of an electri-
cal circuit (see case T 1227/05-3.5.01). Nor was it clear, how a “tangible 
technical result” could reliably be achieved or how specific the disclosure 
had to be in order to establish the requisite interaction.

It appears that all of these questions have now been answered by recent 
decision T 2050/07 relating to similar subject-matter. The decision was 
taken by a composition of the Board enlarged pursuant to Article 21 (3) 
lit b EPC and including the chairman of “computer” Board 3.5.06. The 
case is also interesting in that the only prior art was an earlier European 
application falling under Article 54 (3) EPC so that the issue of whether 
“non-technical” features might establish novelty had to be addressed. The 
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Board now finds that the mathematical steps distinguishing the claimed 
method from prior art under Article 54 (3) EPC make a technical contri-
bution and thus have to be taken into account when assessing novelty. 

European patent application No. 02250686.9 by Mark W. Perlin relates to 
a method and a system for analysing a DNA sample that contains genetic 
material from at least two individuals. Such analysis plays an important 
role in forensic proceedings, in which, of course, the reliability of genotype 
determination matters.

In order to determine a probability distribution of genotype likelihood or 
weight in the sample, the claimed method in accordance with the appli-
cant’s last request provides the steps of

- amplifying the DNA sample to obtain an amplification product produc-
ing a signal comprising signal peaks from each allele, the amounts of 
which are proportional to the relative amounts of the alleles;

- detecting the signal peak amounts and quantifying the amounts by using 
a computing device to produce DNA length and concentration estimates 
from the sample;

- resolving the estimates into one or more component genotypes using 
automated resolving means. 

The resolution into the component genotypes according to the last step 
is accomplished by solving a system of coupled linear equations for the 
relevant loci, individuals and alleles. 

A method of this kind is already known from the earlier European pat-
ent application No. 01301267.9 of the same applicant (= document D6), 
published after the priority date of the application at issue and thus falling 
under Article 54 (3) EPC, i.e., forming prior art for the requirement of 
novelty only.

The claimed method is distinguished from the earlier application by 
details of the mathematical treatment of the data in the resolution step: in 
the linear matrix equation already used in D6, an error vector which mod-
els measurement error has been included (feature [i]), and the solution 
includes calculation of data variance from the linear model together with 
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the global minimal solution (feature [ii]). New features (i) and (ii) thus 
relate to mathematical steps of errors computation and evaluation.

On the basis of a different set of claims, the application had been refused 
by a three member examining division for lack of novelty over Document 
D6. The lengthy appeal proceedings as apparent from the file, inter alia 
including a transfer of the case to another board, several changes of the 
composition of the board, plural summons to oral proceedings which were 
then cancelled and finally an enlargement to a five member board, convey 
the impression that the nature of the appeal was complex and caused the 
Board some concern. In two communications attached to subsequent 
summons to oral proceedings, the Board (still composed of three mem-
bers) questioned the allowability of the claimed subject-matter on a pro-
visional, non-binding basis, mainly because the differences were regarded 
as non-technical steps of an intellectual calculation method and hence did 
not confer novelty over document D6. In this context, the Board referred 
to its then recent decision T 784/06 dealing with the treatment of similar 
non-technical features in respect of the assessment of inventive step.

However, in its final decision, reached without oral proceedings, the 
Board (now composed of five members including the Chairman of Board 
3.5.06 and co-rapporteur in case G 3/08 of the Enlarged Board of Appeal) 
overcame its reservations.

First of all, the claimed subject-matter was found to be patent-eligible for 
the mere reason that the amplification and quantifying steps were obvi-
ously performed using dedicated laboratory equipment and devices and, 
therefore, could not be considered as being devoid of technical character. 
Hence, none of the claims of the request was regarded as a non-invention 
pursuant to Article 52 (2) EPC.

With respect to the issue of novelty over document D6, the Board 
stated that it could be argued that the above distinguishing features (i) 
and (ii) were of non-technical nature as being a mathematical method 
or a method for performing mental activities and should be ignored 
when assessing novelty, in analogy to the established case law, accord-
ing to which features that do not contribute to the technical character 
of an invention and do not interact with the technical subject-matter 
of the claim for solving a technical problem, must be ignored when 
assessing inventive step. In the present case, it had therefore to be 
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examined whether or not the distinguishing features made a technical 
contribution.

Since both the distinguishing features (i) and (ii) aimed at ascertaining 
the reliability of the DNA analysis of samples containing genetic material 
from two or more individuals and thus resulted in a quantitative estimate 
of the quality of the solution the Board found that the distinguishing 
features constituted a means for improving the confidence of the genotype 
estimate of the quantitative method analysis of document D6. The Board 
therefore considered that the distinguishing features contributed to the 
technical character of the claimed invention.

With respect to its previous decision T 784/06 (given in a different compo-
sition), the Board stated that the present case was clearly different in that 
the description of the present patent application made it sufficiently clear 
how the distinguishing features (i) and (ii) should be implemented and how 
they interacted with the remaining steps in order to provide a common 
technical result, namely a genotype estimate with improved confidence 
compared to the quantitative method analysis known from the prior art.

In consequence, the Board considered that the distinguishing features had 
to be taken into account when assessing novelty and concluded that the 
method of claim 1 was new. The case was then remitted to the department 
of first instance for further prosecution, in particular with respect to an 
assessment of inventive step.

Remarks

The decision is meritorious since it clarifies several aspects left open by the 
Board's previous decision T 784/06 and puts bioinformatics back on track 
of established case law in respect of computer-implemented inventions. 
In particular, the requirement of “a tangible technical result”, postulated 
in T 784/06 and alien to the established case law, has no longer been 
maintained, and a causal link between vagueness of disclosure and lack 
of interaction has apparently been taken up again only to distinguish the 
present case from the previous decision. 

The present decision clearly follows the established view in other technical 
fields that features excluded from patentability “as such” (here: math-
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ematical steps) cannot be ignored or separated if they serve a technical 
purpose and thus contribute to the technical character of the claimed 
subject-matter.

The decision also throws light on the realms of technicality in bioinfor-
matics. It appears to have been a matter of course for the Board that an 
automated genotype determination was technical and that improving the 
confidence of the genotype estimate related to a technical problem. Any 
means contributing to the solution of that problem therefore qualified as 
technical means. 

Moreover, this seems to be the first appeal case decided where the only rel-
evant prior art was an Article 54 (3)-document and the only distinguishing 
features related to subject-matter excluded from patentability “as such”, 
thus prompting the inescapable question of whether or not novelty can 
be established by “non-technical” aspects. The issue is delicate in respect 
of a strict concept of novelty regularly applied by the boards of appeal in 
all fields of technology, and usually tends to be circumvented by directly 
addressing inventive step instead, where technical effects come to the fore. 
In one of his replies, the applicant expressed the more extreme view that 
there was no link between the assessment of novelty and the assessment of 
inventive step, and that the requirement of novelty was satisfied for an in-
vention if it did not form part of the state of the art, irrespective of whether 
any differences were technical or non-technical.

The Board was cautious in noting that in respect of novelty a treatment of 
non-technical features analogous to inventive step could be argued which 
then should lead to the result of ignoring them. However, it does not ap-
pear that the Board intended to confirm this argument in its generality but 
only for the positive case where aspects non-technical “as such” indeed 
made a technical contribution, and thus had, of course, to be taken into 
account for novelty.

Hence, the less extreme question of whether non-technical aspects may at 
least confer novelty if they necessarily become manifest as differences by 
their (conventional) technical implementation still seems to remain open.

Reported by Dr. Stefan Steinbrener



79Patent Law 2013

Obtaining embryonic 
stem cells/WÜRFEL
Court: European Patent Office  
 (Technical Board of Appeal 3.3.08)  
Date: April 9, 2013  
Decision: Case T 1836/10

European Patent Office (Technical Board of Appeal 3.3.08) on 
the patentability of methods making use of human embryos and 
effectively disclaiming such use for industrial and commercial 
purposes (Obtaining embryonic stem cells/WÜRFEL).

A method that makes use of human embryos is – in general – 
excluded from patentability even if the embryos are not dest-
royed during their use; Article 53 (a), R. 28 (c) EPC. Moreover, 
an (originally undisclosed) disclaimer meant to exclude a fu-
ture use of human embryos in line with Article 53 (a), R. 28 (c) 
EPC does not restrict the subject-matter of the claim and is thus 
not allowable under Articles 123 (2) and 84 EPC.

The patent holder lodged an appeal against the negative decision of the 
Examining Division regarding European patent application 05028411.6. 
Claim 1 of the rejected application is directed to a method for obtaining 
pluripotent embryonic stem cells in an embryo preserving manner from 
blastocysts. After an initial positive Communication from the Examining 
Division, the application was rejected since the claims contravened R. 28 
(c) EPC which stipulates that patents shall not be granted for biotechno-
logical inventions concerning the use of human embryos for industrial 
or commercial purposes. The Examining Division outlined that the claim 
comprised the use of embryos that are needed as a “starting material” 
to perform the claimed method for industrial and commercial purposes. 
Referring to decision G 2/06 (the “WARF” decision) the Examining Divi-
sion also indicated that the non-destruction of the embryo in the claimed 
method was of no importance and, moreover, the claimed method was of 
no benefit to the embryo itself. Consequently, the invention was found to 
be excluded from patentability; Article 53 (a) in combination with R. 28 
(c) EPC.

In the appeal instance, the Applicant argued that there would be an exem-
ption regarding the exclusion from patentability, namely if the invention 
aims at diagnostic or therapeutic purposes, which would both be possible 
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in the case at hand. The obtained cells could be used for means of pre-
implantation diagnosis, i.e. for diagnostic purposes and the cells could 
equally be used at a later stage for therapeutic purposes for the human 
that developed from the embryo. The Appeal Board responded that it con-
curred with the opinion of the Examining Division regarding the exclusion 
from patentability and that the purposes as outlined by the Applicant were 
not derivable as such from the claims. In turn, the Applicant filed a new 
claim-set with a disclaimer excluding the use of the obtained stem cells for 
industrial and commercial purposes.

Consequently, the question at stake was finally whether the introduction 
of such a disclaimer was permissible under Article 123 (2) EPC. In the 
case at hand, the negative feature cannot be derived from the application 
as originally filed. Based on the decisions G 1/03 and G 2/03, the Ap-
plicant argued that the disclaimer was allowable as it excluded subject-
matter which, under Articles 52 to 57 EPC, is excluded from patentability 
for non-technical reasons. The Board of Appeal rejected this argument 
based on the following approach: The disclaimer would only be allowable 
if it indeed excluded subject-matter which was otherwise claimed. In the 
case at hand, the claim without the disclaimer is directed to a method 
for obtaining embryonic stem cells, which are the “direct product” of the 
claim. However, the disclaimer excluded merely the future use of the 
obtained stem cells. Thus, the Board of Appeals found that, by means of 
the disclaimer, the patent holder, tried to exclude something that was not 
even covered by the claims and the subject-matter would therefore not be 
limited by the disclaimer. Hence, such a disclaimer was not in line with 
Article 123 (2) and 84 EPC and, therefore, found to be unallowable. In 
consequence, the appeal was rejected.

Remarks

Both the well-known EPO “WARF” decision and the equally well-known 
decision of the German Federal Supreme Court in the “Brüstle” case 
(Case no. X ZR 58/07) likely caused a general misperception regarding 
the exclusion of patentability concerning inventions relating to the use of 
human embryos for industrial or commercial purposes. As outlined by the 
present decision, the issue of exclusion from patentability is independent 
of the fact whether the embryo is actually destroyed during its use or not. 
As a result, the only exception from the exclusion of patentability pursu-
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ant to Article 53 (a) in combination with R. 28 (c) EPC is that the emb-
ryo benefits from its own use, i.e. when it is used for own diagnostic or 
therapeutic purposes (cf. Directive 98/44/EC, rec. 42). This use, however, 
needs to be claimed. A mere indication of a diagnostic and/or therapeutic 
(future) use in a method or product claim that is not further delimiting in 
terms of a technical feature is at least not allowable under Article 84 EPC. 
Thus, the allowable frame for patentable inventions relating directly or 
indirectly to human embryos is very limited. As a consequence, due care 
has to be taken to consider the current legal background when drafting 
and prosecuting applications in this technical field.

Reported by Dr. Axel B. Berger
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OHIM and Qwatchme
Court: General Court of the European Union  
Date: June 6, 2013  
Decision: Case T-68/11 

Validity of a registered Community design (Kastenholz v OHIM 
and Qwatchme)

On June 6, 2013, the General Court of the European Union, 
final instance for assessing, as a question of fact, the overall 
impression of two conflicting designs, issued a further decision 
on the validity of a Community design under the so-called “indi-
vidual character” test.

The contested Community design No. 602636-0003, represented in black 
and white as follows

was registered in Locarno Class 10-07 for “watch dials, parts of watch 
dials, hands of dials”. The design was challenged (i) on the grounds of 
allegedly constituting an unauthorized use of a work protected under 
German copyright and (ii) on the grounds of an alleged lack of novelty and 
individual character under the Community Design Regulation (“CDR”). 
In both cases the Applicant relied, inter alia, on the references pictured 
below:
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The General Court, firstly, denied claims for copyright infringement as the 
Applicant failed to provide “any information as to the scope of copyright 
protection in Germany, in particular as to whether, under German law, 
copyright protection prohibits the unauthorized reproduction of the idea 
underlying the earlier works of art, and (was) not limited to protecting the 
configuration or features of those works.”

Turning, secondly, to the asserted lack of novelty, the Court started with 
providing helpful guidance on the relation between “novelty” (Article 5 
CDR) and “individual character” (Article 6 CDR) of a Community design:

[38] (…) the wording of Article 6 goes beyond that of Article 5. Conse-
quently, the differences observed between the designs at issue in the 
context of Article 5 may, especially if they are slight, not be sufficient to 
produce on an informed user a different overall impression within the 
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meaning of Article 6. In that case, the contested design may be regarded 
as being new within the meaning of Article 5 but will not be regarded as 
having individual character within the meaning of Article 6.

[39] By contrast, to the extent that the requirement laid down in Article 6 
goes beyond that laid down in Article 5, a different overall impression on 
the informed user within the meaning of Article 6 can be based only on 
the existence of objective differences between the designs at issue. Those 
differences must therefore be sufficient to satisfy the requirement of no-
velty in Article 5 (…). Consequently, (…) the requirements of novelty and 
individual character overlap to some extent.

In the present case, the Court found various details which “(…) constitute, 
from an objective point of view and irrespective of their consequences for the 
overall impression produced on the informed user, significant differences 
between the designs at issue, which make it possible to recognize the novelty 
of the contested design.” The Court also found that the Board of Appeal could 
not “(…) be accused, in the assessment of the differences between the designs 
at issue, of failing to take account of the fact that the contested design was re-
gistered in black and white and cannot be criticized for not finding that color 
was irrelevant in circumstances such as those of this case.”

Thirdly and lastly, the General Court when applying the individual charac-
ter test re-confirmed, as an initial remark, that the “(…) Board of Appeal 
did not take account of the difference in color between the designs at issue 
for the purpose of assessing the individual character of the contested 
design.” The Court continued to find that in

[62] (…) the present case, concerning watch dials, parts of watch dials 
and hands of dials, the view must be taken that they are intended to be 
worn visibly on the wrist and that the informed user will pay particular 
attention to their appearance. Indeed, he will examine them closely and 
will therefore be able to see (…) that the earlier designs produce a larger 
combination of colors than the contested design and, unlike the latter, 
a variation in the intensity of the colors. Given the importance of the 
appearance of those products to the informed user, the differences, even if 
assumed to be slight, will not be regarded by him as being insignificant.

In addition to that, the General Court also confirmed the “(…) finding of 
the Board of Appeal that the degree of freedom of the designer is limited 
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only by the need to track and display the changing hours (…)”. Actually, 
the Court referred to the description of the contested design which reads 
“watch dials, parts of watch dials, hands of dials”. That description, 
according to the Court, is “(…) quite broad, for it does not contain any 
detail as to the type of watches or the way in which they show the time.” 
Therefore, as a result, the freedom of the designer was not limited for 
technical reasons. As a closing remark, the Court held that, as a rule,

[72] (…) the law relating to designs protects the appearance of the whole 
or a part of a product, but does not expressly protect the ideas that 
prevailed at the time of its conception. Therefore, the Applicant cannot 
seek to obtain, on the basis of the earlier designs, a protection for those 
designs’ underlying idea, that is, the idea of a watch dial that makes it 
possible to tell the time on the basis of the colors of the discs that com-
pose it. 

Overall, the Court concluded that the Board of Appeal was correct to 
hold that existing differences had a significant impact on the overall 
impression produced by the designs at issue, so that they produce a 
different overall impression from the point of view of an informed user. 
As a consequence, the Court found the contested Community design to 
have individual character.

Remarks

“Kastenholz” provides some interesting, refined guidance (apart from 
confirming established standards) for examining designs as to their 
novelty and individual character. Firstly, when comparing the over-
all impression of an earlier design disclosed in color with the overall 
impression produced by the challenged Community design represented 
in black & white, differences in color shall not be taken into account. 
Secondly, the Court confirmed that in case of watch dials the degree of 
freedom of the designer is limited only by the need to track and display 
the changing hours. In this respect, thirdly, the Court referred to the 
Locarno classification of the challenged Community design which reads 
“watch dials, parts of watch dials, hands of dials”, being “quite broad” 
and “not containing any detail as to the type of watches or the way in 
which they show the time”. It appears that although the indication of 
the product “(...) shall not affect the scope of protection of the design as 
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such” (Article 36 [6] CDR), recourse to such indication in order to find a 
broad, average or narrow degree of freedom of the designer under Artic-
le 6 (2) CDR seems nonetheless acceptable. 

Reported by Dr. Henning Hartwig
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Petition for review/NTT
Court: European Patent Office (Enlarged Board of Appeal)  
Date: June 17, 2013  
Decision: Case R 1/13 

Right to be heard to be construed narrowly (Petition for review/ 
NTT).

In its recent decision R 1/13, the Enlarged Board of Appeal 
rejected the petition for review as clearly unallowable in a case 
where a Board of Appeal had raised clarity objections for the 
first time in the course of oral proceedings, and the petitioner 
had filed new auxiliary requests with a view to reply to these 
objections. The new requests were however not admitted by the 
Board. The Enlarged Board found that there was no right of ad-
missibility for requests filed to overcome late-raised objections 
and that Article 113 (1) EPC did not overrule Article 13 (1) RPBA 
in the case of such requests. Rather, the right to be heard was 
safeguarded under these circumstances if the petitioner was af-
forded an opportunity to comment on the issue of admissibility.

In case T 808/11-3.5.03, the patent proprietor had filed an appeal against 
the decision of the Opposition Division to maintain the patent in amen-
ded form. In the course of oral proceedings before the Board, the Board 
did not allow the proprietor’s main and first auxiliary requests and, when 
considering the proprietor’s second auxiliary request, raised a clarity ob-
jection against a term that was already present in the claims of the patent 
as granted and had never been queried before. The proprietor then filed 
two new auxiliary requests including amendments meant for clarifying 
that term. Although in the course of a debate on the new requests, the 
chairman of the Board had indicated that the new requests now appeared 
to be clear, the Board, after a deliberation, announced that the new re-
quests were not admitted into the proceedings due to a prima facie lack 
of clarity, dismissed the appeal and closed the proceedings. The patent 
proprietor then filed a petition for review under Article 112a EPC, in sub-
stance based on the argument that by surprisingly not admitting the new 
requests the Board would be in contravention of Article 113 (1) EPC.

The Enlarged Board considered the following facts as established from 
the file, 
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(a) that the Board of Appeal’s objection under Article 84 EPC against 
claim 1 of the second auxiliary request was raised for the first time during 
the oral proceedings before the Board;

(b) that the new requests were filed during the oral proceedings in respon-
se to that objection; and

(c) that the chairman of the Board remarked that the claims of those new-
ly filed requests appeared to be clear.

However, the Enlarged Board could not find any suggestion in the petiti-
on of a denial of the petitioner’s opportunity to present its comments on 
the admissibility of those requests. Quite the contrary, far from showing 
a denial of an opportunity to comment, in the Enlarged Board’s view the 
petition confirmed that the opportunity occurred.

On this basis, the Enlarged Board then rejected the petitioner’s main 
arguments to the effect that the Board of Appeal did not consider the new 
requests sufficiently or was obliged to admit the new requests or exercised 
its discretion incorrectly, each argument being said to demonstrate a 
violation of Article 113 EPC.

The petitioner's first argument was based on the premise that Article 113 EPC 
enshrined the possibility of a full reaction to overcome any late raised objec-
tion and that a prima facie assessment to establish whether a new request 
was likely to overcome an objection was not adequate to satisfy the right 
to a thorough discussion under Article 113 EPC of all points at issue. In the 
Enlarged Board’s view this premise was false. The decision in question here 
was whether or not to admit the petitioner’s new requests, and the petitioner 
had and used the opportunity to comment on that issue. The petitioner’s sug-
gestion that the right to be heard carried with it, in the case of requests filed 
in response to late objections, a right to a full discussion which transcended 
the requirement of admissibility was simply incorrect. A late objection might 
lead to more latitude in the filing of requests in response but there was no 
certainty of admissibility, let alone of a more thorough discussion if admis-
sibility was achieved. The requirement of admissibility for late-filed requests 
served several purposes – inter alia to ensure the requests offered a prospect 
of success – and the requirement was not suspended for latecomers, however 
understandable the lateness of filing their requests might be. If that were not 
the case, Article 13 RPBA would have little or no purpose.
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The petitioner’s second argument, i.e., that Article 113 EPC overruled 
Article 13 (1) RPBA so that the Board had no discretion in respect of the 
admissibility of such requests, was considered by the Enlarged Board to 
be no more than a necessary corollary of the previous argument starting 
from the false premise of a “right to a thorough discussion”, which would 
mean that Article 13 RPBA had little or no purpose. It was thus rejected 
for the same reason.

The petitioner’s third argument that it was responding with new requests 
to a late objection, that the new requests were not an abuse of procedure 
and that therefore a prima facie assessment resulting in non-admissibility 
was also a fundamental violation of the right under Article 113 EPC to 
react fully to new issues, was again seen by the Enlarged Board to rely on 
the petitioner’s fallacious view that Article 113 EPC provided a right of full 
response.

The petitioner’s fourth and final argument was that on the assumption 
that the Board did have a discretion under Article 13 (1) RPBA not to ad-
mit new requests in response to late objections, the Board exercised that 
discretion in an unduly restrictive manner since pursuant to that Article 
the new requests could not be considered late and did not introduce any 
complexity as they attempted to overcome the objection. The state of 
the proceedings could not apply since the petitioner was responding to a 
new objection to terms which had been on file since the beginning of the 
appeal procedure; and procedural economy could not justify the adverse 
exercise of discretion since that would outweigh the right of the petitioner 
to defend its case. The Enlarged Board, however, found that this argument 
again erroneously supposed rights to flow from Article 113 EPC overriding 
Article 13 RPBA. Furthermore, the petitioner overlooked that Article 13 
(1) RPBA stated that the Board’s discretion should be exercised in view 
of inter alia those criteria. Therefore other considerations could be taken 
into account, a well-established one of which was whether the claims were 
likely to overcome the objection raised.

All its previous arguments having been found wholly unconvincing, the 
only remaining argument deployed by the petitioner to support a denial of 
opportunity to comment was that the petitioner was surprised by the deci-
sion not to admit its new requests because of the remark by the chairman 
of the Board that the requests appeared to be clear. The Enlarged Board 
also found this argument unconvincing for various reasons. Firstly, the 
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petitioner and its representatives must have known that the remark was 
that of one member only and any additional significance they gave it had 
nothing to do with the proceedings. To seek subsequently to elevate the 
remark into something more in order to support a petition for review was 
not merely unconvincing but implausible. Rather, it was apparent that the 
petitioner conducted its case in reliance on its own assumptions. Hence, 
only the petitioner and its representatives could be responsible if such 
assumption proved incorrect and the petition for review procedure was 
not a remedy for the consequences. Secondly, the chairman of the Board 
had not actually said that the new requests were admissible. In addition, 
Article 15 (4) RPBA could not be interpreted to mean that a remark or 
indication by the chairman had to be relied on by a party without questi-
on, let alone that it had the status of a ruling or the removal of a previous 
objection. Thirdly, the Enlarged Board observed that in accordance with 
established case law, surprise, while being an understandable subjective 
reaction of a party which expected to but did not succeed, could not affect 
an objective review of the decision – so if the petitioner knew the issues 
which might be raised and had an opportunity to comment thereon, its 
subsequent surprise was of no relevance.

The petition for review was therefore unanimously rejected as clearly 
unallowable.

Remarks

The Enlarged Board of Appeal rejected this petition by blaming the pe-
titioner in rather trenchant wording. The decision is not isolated in the 
Enlarged Board’s recent jurisprudence interpreting the right to be heard 
pursuant Article 113 EPC narrowly. As apparent from the present case, 
formal requirements laid down in secondary legal regulations, as the Ru-
les of Procedure of the Boards of Appeal, prevail, thus allowing a Board 
not to admit new requests filed in response to its own late objections 
on a provisional assessment of their merits, thereby mixing up issues of 
admissibility and merits. While it seems acceptable that the Board still 
has a discretion not to admit any requests into the appeal proceedings as 
a reaction to late objections, that discretion must be duly exercised, and 
an evident attempt to overcome those objections, as in the present case, 
should be stringently subject to full consideration to keep the balance 
of argument. Furthermore, even if the chairman’s remark is not binding 
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on the Board, it carries particular weight and may well prompt legal 
expectations.

In this context, it might be useful to recall the finding of Board 3.3.01 in 
its decision T 892/92 (OJ EPO 1994, 664): “Article 113 (1) provides that 
the decisions of the EPO may only be based on grounds or evidence on 
which the parties concerned have had an opportunity to present their 
comments. If the parties can be said to have been surprised, from an 
objective point of view, by the decision and the grounds and evidence 
on which it is based, then this opportunity cannot have been sufficiently 
granted. In other words, in the Board’s judgment, the term ‘opportunity’ 
in this article can only be given effective meaning by applying the princip-
le of good faith and the right to a fair hearing.” 

One might therefore feel that a proper case management by the Board 
should aim at identifying the crucial issues at an early stage of the appeal 
proceedings in order to concentrate the discussion on these issues. If 
in the eyes of the Board an issue nevertheless only turns out to become 
decisive at the final oral proceedings, the Board should not hesitate to give 
the affected party an opportunity for a proper reaction. When a deficiency 
seems to have been overcome on the basis of the way the oral procee-
dings are conducted, a party should be informed if and why the Board has 
come to a different conclusion. The decisive question is not whether the 
Convention overrules the Rules of Procedure of the Boards of Appeal but 
whether the Rules of Procedure are interpreted by the Enlarged Board 
of Appeal so as to avoid surprise decisions as required by the right to be 
heard.

Reported by Dr. Stefan Steinbrener
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Broccoli II
Court: European Patent Office  
 (Technical Board of Appeal 3.3.04)  
Date: July 8, 2013  
Decision: Case T 83/05

Further referral to the Enlarged Board of Appeal  (pending case 
no. G2/13) on the patentability of products obtained by “essen-
tially biological processes” ( Broccoli II/ PLANT BIOSCIENCE)

For the third time, a point of law concerning the patentability of 
products obtained by an essentially biological process has been 
referred to the Enlarged Board of Appeal (EBA). This time the 
EBA is faced with the following questions:

(1) Can the exclusion of essentially biological processes for the production 
of plants in Article 53 (b) EPC have a negative effect on the allowability of 
a product claim directed to plants or plant material such as plant parts?

(2) In particular: 

(a) Is a product-by-process claim directed to plants or plant material other 
than a plant variety allowable if its process features define an essentially 
biological process for the production of plants?

(b) Is a claim directed to plants or plant material other than a plant 
variety allowable even if the only method available at the filing date for 
generating the claimed subject-matter is an essentially biological process 
for the production of plants disclosed in the patent application?

(3) Is it of relevance in the context of questions 1 and 2 that the protection 
conferred by the product claim encompasses the generation of the claimed 
product by means of an essentially biological process for the production of 
plants excluded as such under Article 53 (b) EPC?

(4) If a claim directed to plants or plant material other than a plant variety 
is considered not allowable because the plant product claim encompasses 
the generation of the claimed product by means of a process excluded 
from patentability under Article 53 (b) EPC, is it possible to waive the 
protection for such generation by “disclaiming” the excluded process?
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In case G 2/07 (OJ EPO 2012, 130 – Broccoli/PLANT BIOSCIENCE ari-
sing from the same opposition appeal proceedings as the present referral) 
and the parallel case G 1/08 (OJ  EPO 2012, 206 – Tomatoes/STATE 
OF ISRAEL), the EBA was faced with the question which processes for 
producing plants are to be considered as essentially biological within the 
meaning of Article 53 (b) EPC and therefore excluded from patent protec-
tion. The EBA held that processes for the production of plants consisting 
of the steps of sexually crossing the whole genomes of plants and of sub-
sequently selecting plants are in principle excluded from patentability as 
being “essentially biological”, with the proviso that they are not excluded 
if they contain an additional step of a technical nature, which step by itself 
introduces a trait into the genome or modifies a trait in the genome of the 
plant produced. As a consequence in both cases, the proprietors deleted 
the process claims, apparently expecting that the product claims would be 
considered allowable following decision T 1854/07 of June 9, 2011 – Oil 
from seeds/CONSEJO SUPERIOR, holding that the exclusion for essenti-
ally biological processes does not apply to products obtained therefrom.

In the Tomato case, a further point of law was referred to the EPO and 
the case is still pending (G 2/12, see OJ EPO 2012, 468). The questions 
asked correspond to the above questions, 1, 2 (b) and 3. Following the 
opponent’s withdrawal of the appeal, the proprietor submitted that the 
proceedings before the EBA should be terminated, applying the principle 
of the prohibition of reformatio in peius as developed in G 9/92, whereas 
the EBA, in a communication, took the position that the principle of refor-
matio in peius does not apply since the patent is defended in the version 
maintained by the opposition only as an auxiliary request, whereas the 
main request is directed to different, technically broader subject-matter. 

The new referral in the Broccoli case has the consequence that the questi-
ons referred in the Tomato case have to be decided even if the proprietor 
in the Tomato case eventually withdraws his main request and requests 
maintenance of the patent in the version held allowable by the Opposition 
Division; this declaration would result in the termination of the appeal 
proceedings and the proceedings before the EBA in the Tomato case.

In the reasons for the new referring decision T 83/05, the Board explains, 
in balancing the reasons either for staying the proceedings in the present 
case until the outcome of G 2/12 or referring again questions to the EBA, 
why the latter alternative has been chosen. First, a further referral was 
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requested by all parties in order to give them the possibility of introdu-
cing their arguments before the EBA, second, proceedings in G 2/12 may 
terminate without a decision on the merits, and third, the present case 
comprises additional aspects not covered by the questions referred in the 
Tomato case. 

The latter in particular applies to question 4 which is caused by an auxilia-
ry request containing the disclaimer “wherein the claim does not encom-
pass an essentially biological process for producing the plant”. According 
to the understanding of the Board, this clause is not intended to disclaim 
all plants that are produced by an essentially biological process. Rather, 
it appears to seek to waive a part of the prerogatives of the proprietor 
with the possible effect that producing the claimed product by an essen-
tially biological process could no longer be prohibited. The Board doubts 
whether the provisions of the EPC allow a statement in a claim qualifying 
the rights which may derive from the presence of a particular technical 
feature in a claim. Nevertheless, the Board sees some justification in the 
argument that such a disclaimer/waiver could solve the conflict between 
the patentability of plants and the exclusion of essentially biological pro-
cesses for the production of plants. 

Remarks

The proceedings in the Broccoli and Tomato cases evolve into a never-
ending story. The priorities date back to 1998 and 1999, appeal proceed-
ings have been pending for eight and seven years and the end is not yet 
foreseeable. However, from the conduct of the proceedings one may gain 
the impression that the interest of the proprietors is not so much to obtain 
an enforceable title. Rather, the main interest appears to be to have ques-
tions of substantive patent law clarified.

Reported by Dr. Rudolf Teschemacher
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Court: German Federal Supreme Court  
Date: July 17, 2012  
Decision: Case X ZR 113/11 

German Federal Supreme Court on infringement by equivalent 
means with respect to “less advantageous” embodiments and 
claim construction (Palettenbehälter III/Pallet Container III)

A non-literal realization of a patent claim is only considered as 
having an “equal effect” under the “doctrine of equivalence” if 
not only the overall effect of the claimed invention in general 
is achieved by the non-literal (modified) means but also the de-
sired specific effect of the claimed feature which is substituted 
by the modified means. If – as a result of claim construction – 
the patent claim does impose certain minimum requirements 
regarding quality or quantity, the non-fulfillment of these 
requirements by the modified means prevents an “equal effect”, 
irrespective of the realization of all other technical effects of 
the patented invention by the modified means. Therefore, in 
such cases, there is also no equivalent infringement in view of a 
so-called “less advantageous” embodiment.

In the case at hand, the plaintiff is the exclusive licensee of the European 
Patent EP 0 370 307 (in the following “patent-in-suit”) with respect 
to a pallet container. The subject-matter of device claim 1 is a pallet 
container comprising a flat pallet, an interchangeable inner container 
of plastics material and an outer cage surrounding the inner container 
and formed of a grid structure with vertical and horizontal metal grid 
rods. Pallet containers of this kind are typically used for the storage and 
transport of liquids. It is the object of the claimed invention to provide 
for a more stable, lighter and easier-to-manufacture solution than pallet 
containers known in the prior art. This is to be achieved by means of a 
specific structure of the outer cage according to claim 1. The plaintiff 
filed an infringement suit on the basis of claim 1 of the patent-in-suit 
against two defendants who allegedly offered “reconditioned” pallet con-
tainers, i.e. they replaced the used inner containers of pallet containers 
initially brought on the market by the plaintiff by new inner containers. 
The complaint was rejected by the District Court and the Appeal Court, 

Pallet Container III
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however, based on a different legal reasoning. The Munich District Court 
did not find infringement relying on the doctrine of exhaustion (cf. the 
contrary findings of the German Federal Supreme Court in Palettenbe-
hälter II/Pallet Container II, cf. BARDEHLE  PAGENBERG IP Report 
2012/IV), whereas the Munich Appeal Court dismissed the appeal for 
lack of equivalent infringement as such.

In the appeal proceedings before the Munich Appeal Court, it was undis-
puted that the attacked containers do not literally realize both the fea-
ture of claim 1 regarding the position of horizontal grid rods against the 
outer wall of the inner container and the feature of claim 1 regarding the 
inner and outer tangential planes of horizontal and vertical grid rods.

With respect to infringement under the doctrine of equivalence and tak-
ing into account both the alleged general effects of the claimed invention 
and the specific description of a preferred embodiment in the specifica-
tion of the patent-in-suit, the Munich Appeal Court concluded that it is 
the specific technical function of the two aforesaid features to avoid a 
so-called “climbing” of neighboring pallet containers during transport. 
As the grid rods of the attacked containers – at least temporarily  – do 
not avoid such “climbing”, the Munich Appeal Court did not assume that 
the modified means have an “equal effect” and, thus, did not find equiva-
lent infringement. According to the Munich Appeal Court, the desired 
effect of the two aforesaid features is to also avoid only temporary forces 
on the grid rods. The German Federal Supreme Court ultimately upheld 
these findings regarding an “equal effect” with three main arguments: 

First, it accepted the Munich Appeal Court’s approach to examine, in a 
first step, the general meaning of the claim as a whole and, in a second 
step, the specific effects of the features not realized in a literal sense but 
allegedly substituted by the modified means of the attacked embodiment 
having “equal effect”.

Second, the German Federal Supreme Court confirmed that the techni-
cal effect/problem of the patent claim must be examined by assessing 
the actual contribution of the invention to the prior art – irrespective 
of the object of the invention named in the patent specification. When 
determining an individual feature’s effect, the technical effect of both the 
individual feature and the claim features must be assessed in their en-
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tirety. In this regard, passages in the specification expressly referring to 
a technical problem as well as other passages in the specification relating 
to further effects are relevant. 

Third, the German Federal Supreme Court outlined that “equal effect” 
must be achieved not only regarding the overall effect of the invention in 
general but also with respect to the desired specific effect of the feature 
which is realized and substituted by the modified means. The presence of 
a so-called “less advantageous” embodiment, i.e. where the specific effect 
of a technical feature is not achieved to its full extent, does not lead to a 
more “generous” assessment. In such cases, it must be examined whether 
this minor effect is still covered by the invention. However, if the interpre-
tation of the claim leads to certain minimum requirements of a technical 
effect as to its quality or quantity, modified means which do not fulfill 
these minimum requirements cannot be considered as “equally effective”, 
even if all other technical effects of the patented solution are realized in 
general. 

Thus, the German Federal Supreme Court upheld the Munich Appeal 
Court’s decision. The Court however left it undecided whether an equal 
effect might still be assumed if only minor disadvantages compared to the 
technical effect drawn from the interpretation of the claim exist, as this 
was not sufficiently demonstrated in the course of the proceedings.

Remarks

According to established German case law, a patent infringement under 
the doctrine of equivalence exists if three requirements are fulfilled: (1) 
the modified i.e. non-literal means have an objectively equal effect com-
pared to the means named in the patent claim, (2) the modified means 
are obvious to a person skilled in the art at the priority date and (3) the 
solution of the technical problem with modified means by the attacked 
embodiment is in such degree orientated towards the teaching claimed in 
the patent-in-suit that the person skilled in the art considers the modified 
means as being equivalent to the solution claimed in the patent-in-suit. 

While earlier case law (“Okklusionsvorrichtung”/ “Occlusion Device”, 
GRUR 2011, 701; cf. English translation in IIC 2011, 851) imposed strict 
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standards on the third aforesaid requirement, the case at hand concerns 
the first requirement. In this regard, also strict standards are applied.

The decision at hand is in line with the German Federal Supreme Court’s 
earlier decision. “Crimpwerkzeug IV” (cf. GRUR 2011, 313) on “equal ef-
fect”. With its present decision, the Court specifies that the specific techni-
cal effect of an individual feature may include certain requirements as to 
quality and quantity which may follow from an interpretation of the claim 
and the specification of the patent-in-suit as a whole. These minimum 
requirements may lead to the result that an “equal effect” cannot be es-
tablished – even in view of the presence of a so-called “less advantageous” 
embodiment.

In the future, more attention needs to be drawn to the establishment of an 
“equal effect”. The common argument that a “less advantageous” embodi-
ment exists which infringes that claimed invention will be less relevant. 
Nonetheless, there remains some room for arguing an infringing “less 
advantageous” embodiment in cases in which the modified means have 
only minor or marginal disadvantages compared to the desired technical 
effect of the claimed feature and invention.

Reported by Dr. Thomas Gniadek and Diana Bauer-Hack, LL.M.
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Bottle Carrier
Court: German Federal Supreme Court  
Date: July 24, 2012  
Decision: Case X ZR 51/11 

German Federal Supreme Court on calculating damages based 
on infringer’s profits in case of patent infringement (Flaschen-
träger/Bottle Carrier)

According to established case law, when seeking damages a 
right holder can choose whether to pursue recovery of lost 
profits or to claim compensation based on either a reasonable 
license fee (license analogy) or the infringer’s profits. Infring-
er’s profits however can only be subject to compensation to the 
extent that they are caused by the infringement.

As a rule, according to the German Federal Supreme Court, profits are 
regularly also based on further factors besides the mere infringement of 
the intellectual property right, such as a price advantage of the infringing 
product, technical features of the infringing product beyond the protected 
feature, the infringer’s customer access or company image, etc. Hence, 
only a percentage share of the infringer’s profits can be attributed to the 
infringement. In case of dispute, this share must be assessed by the court.

This issue of causality between the infringement and the profits made by 
the infringer is not new. Some years ago, the I. Senate of the German Fed-
eral Supreme Court, being competent to decide in matters of non-technical 
IP rights and unfair competition law, decided in proceedings related to the 
infringement of the copyright in a work of applied art that, even in case of 
an identical imitation, it cannot be assumed per se that the infringer’s prof-
its are entirely based on the act of infringement (decision of May 19, 2009 
– Case I ZR 98/06 – Tripp-Trapp-Stuhl/Tripp Trapp Chair). In the case at 
hand, the X. Senate (competent for disputes regarding technical IP rights) 
relied on the I. Senate’s opinion and confirmed the previous instance’s find-
ing to estimate the share of the infringer’s profits based on patent infringe-
ment at 50 %. To double-check this figure, the Court held that the specific 
amount would largely correspond to what the right holder would likely 
obtain by way of license analogy. Since both calculation methods aim at cal-
culating compensation for one and the same infringement, the Court found 
it logical and therefore desirable that they lead to similar results.
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On first sight, the Court’s decision continues the existing case law. On 
second sight, however, the decision reflects the discussion in the IP field 
whether different methods of calculating damages could actually lead to 
completely different results, i.e. differing damage awards, or whether they 
should yield at least similar results. The Federal Supreme Court shows a 
clear tendency in the latter direction, by applying and allowing the license 
analogy as a control instrument for estimating the infringer’s profits based 
on the patent infringement. However, the court does not require the lower 
courts to apply such verification in every case. 

According to the German legislator and settled case-law, independent 
from any financial loss, every infringement of an intellectual property 
right causes a damage subject to compensation, because the right holder 
in any case gets disturbed in exercising his right autonomously. While it is 
one and the same damage the right holder suffered, he can choose among 
three different methods to calculate its compensation. The question is, 
however, to which extent the results of these methods should be allowed 
to vary. Regarding the case at hand: Why should the share of profits based 
on the infringement of an IP right be set too high, if a license to use that 
right costs much less? And, vice versa: Why should a reasonable license 
fee (by way of analogy) be set low, if the profits made by the unauthorized 
use of the intellectual property right in question were very high? There is 
obviously some economic connection between these two methods of cal-
culating compensation for the same damage, at least when both the share 
of the infringer’s profits based on the infringement and the reasonable 
license by way of analogy are estimated ex post. Under these premises, a 
reasonable license would need to be distinguished from a usual license ne-
gotiated ex ante. This was, however, not clearly spelled out by the courts 
to date.

The next decisions of the Federal Supreme Court down this alley are ex-
pected to be of great interest.

Reported by Adrian Kleinheyer
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UV insensitive printing plate
Court: German Federal Supreme Court  
Date: August 14, 2012  
Decision: Case X ZR 3/10

Disclosure requirement for a valid priority claim is stricter than 
for the novelty test (UV-unempfindliche Druckplatte/UV insen-
sitive printing plate)

Under German practice the principle of a “direct and unam-
biguous” disclosure applies to the questions of novelty, priority 
and inadmissible amendment. However, to validly claim the 
priority of an earlier application a feature combination has to 
meet a stricter test: In addition to being directly and unambigu-
ously disclosed in the priority document, it must be disclosed 
also as “belonging to the invention”. This additional require-
ment of being disclosed as a possible embodiment of the inven-
tion also applies to the assessment of inadmissible amendment.

The case at hand related to a nullity complaint against the German part 
of the European patent 0 823 327. The validity of the attacked patent 
hinged on the question whether the prior art cited by the nullity plaintiff, 
an international patent application published only after the relevant date 
of the attacked patent, validly claimed the earlier priority of two British 
patent applications.

The attacked patent was directed to a method for making lithographic 
printing plates which are used, e.g., in offset printing machines. The in-
ventive printing plate has a positive photosensitive composition, portions 
of which are exposed to a light ray. Subsequently, an alkali developer is 
used to remove the exposed portions so that only the unexposed portions 
remain to form the desired printing surface. The decisive feature of claim 
1 defined that the positive photosensitive composition has no photosensi-
tivity to ultraviolet light. Accordingly, the manufacturing of the printing 
plate does not require an operation under yellow light, but can be carried 
out, e.g., under normal daylight containing ultraviolet light.

It was undisputed that the international patent application, relied upon by 
the nullity plaintiff, disclosed the feature in question. However, since this 
application was filed only after the relevant date of the attacked patent it 
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could only be used for a novelty attack if it validly claimed the priority of 
at least one of the earlier British applications. These priority applications 
did not explicitly mention a photosensitive composition that is insensitive 
to ultraviolet light.

In first instance the Federal Patent Court held that the priority claim was 
still valid as the feature in question could be directly and unambiguously 
derived from the priority documents. The Patent Court in this respect 
relied on the principles of the novelty test according to which the disclo-
sure of a document is not limited to those facts explicitly recited, but also 
encompasses that which is self-evident for the person skilled in the art 
studying the document. Nothing else should apply when assessing the 
content of an earlier patent application for the purpose of determining the 
validity of a priority claim, with the additional limitation that the skilled 
person has to derive such a self-evident property in the earlier application 
as belonging to the invention. Although the property of insensitivity to ul-
traviolet light was not explicitly mentioned in the priority documents, the 
person skilled in the art would immediately recognize that the methods 
described in the priority documents did not require special light condi-
tions. In the absence of such special measures, the Patent Court saw a 
clear hint for the skilled person that ultraviolet light, which is always pre-
sent in normal daylight, had no impact on the handling of the described 
materials. Therefore, the Patent Court found that the document relied 
upon by the nullity plaintiff validly claimed the earlier priority and hence 
was novelty-destroying for the subject-matter of claim 1 of the attacked 
patent.

The Federal Supreme Court did not follow this line of reasoning. Ac-
cording to the Supreme Court it could well be possible that the materials 
mentioned in the priority documents were insensitive to ultraviolet light, 
however, this did not lead to an implicit disclosure of said property. The 
lack of an instruction to work under special light conditions does not lead 
to the conclusion that the described materials must indeed be insensitive 
to ultraviolet light. Rather, at the filing date of the priority documents 
corresponding methods under special light conditions were quite common 
also for daylight-insensitive materials. Therefore, it was at least equally 
possible that the person skilled in the art would have expected an explicit 
indication in the priority documents, if these documents intended to 
describe a method which does not require special light conditions thanks 
to the insensitivity to ultraviolet light of the used materials. As a result, 
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it was held that the international application relied upon by the nullity 
plaintiff did not validly claim the earlier priorities and thus did not form 
prior art for the attacked patent.

Remarks

In the decision at hand the Federal Supreme Court emphasizes that the 
questions of novelty, priority and inadmissible amendment require a 
“direct and unambiguous” disclosure of the features in question. Concern-
ing priority and inadmissible amendment, however, an additional require-
ment has to be met: The feature combination must also be disclosed “as 
belonging to the invention”.
 
The present case is remarkable, since the feature in question (insensitivity 
to ultraviolet light) was objectively present in certain examples of the pri-
ority documents and would have been novelty-destroying for the attacked 
patent in accordance with the novelty test. However, the priority docu-
ments were British applications published after the relevant date of the 
attacked patent and hence did not constitute prior art. On the other hand, 
the priority claim of the international patent application did not meet 
the stricter priority test, since the objective presence of the questioned 
property in the priority documents is not enough to validly base a prior-
ity claim thereon. Rather, to establish a valid priority date said property 
would have had to be disclosed as a possible embodiment of the invention 
in the priority documents.

From a dogmatic point of view, one could justify this difference in the dis-
closure standards based on the assumption that if an applicant wants to 
take advantage of the priority date of an earlier filing, this benefit is only 
justified if the questioned features were already conceived as “belonging 
to the invention” in the earlier filing, rather than being disclosed “acciden-
tally”. However, it goes without saying that there will be almost never an 
easy answer to the question whether something is disclosed “as a possible 
embodiment of the invention” in the priority document. 

Reported by Dr. Hans Wegner and Bastian Best
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Toggle-Lever Clamping Device
Court: German Federal Supreme Court  
Date: September 25, 2012 
Decision: Case X ZR 10/10 

German Federal Supreme Court on assessment of inventive step 
(Kniehebelklemmvorrichtung/Toggle-Lever Clamping Device)

A claimed subject-matter lacks inventive step if a person skilled 
in the art would have reason to consider the relevant distin-
guishing features regardless of whether the person skilled in 
art would actually realize such a product because of specific and 
recognizable disadvantages of the considered construction.

The plaintiff filed a nullity complaint against the German part of EP 0 862 
970 B1 concerning a fluid driven toggle-lever clamping device (“contested 
patent”). A clamping device as described by the contested patent is used 
for clamping a workpiece by means of a rotatable arm. According to claim 
1 of the contested patent, a toggle link mechanism is used to redirect the 
linear motion of a piston rod into a rotational motion of the arm. In the 
clamping state of the rotatable arm, a roller provided at the end of the 
piston rod engages a detachable reaction force-receiving plate inserted 
into the body of the clamping device. This construction serves to avoid 
backlash, so that the arm may be rotated in a stable manner and, thus, to 
avoid a decrease in clamping force.

The Federal Patent Court revoked the contested patent for lack of inven-
tive step of the distinguishing features with regard to the closest prior art. 
The defendant filed an appeal with the Federal Supreme Court requesting 
that the nullity complaint against his patent was dismissed. As an auxil-
iary measure, the defendant requested that the contested patent was up-
held in a restricted form. For this auxiliary request, the defendant added 
certain features to the independent claim 1, in particular, that the toggle 
link mechanism included a pair of rollers engaging with a pair of reaction 
force-receiving plates in a pair-wise manner, the plates being inserted into 
a pair of recesses in the body of the device.

The Federal Supreme Court confirmed the Federal Patent Court’s judg-
ment that the contested patent was invalid for lack of inventiveness and 
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dismissed the defendant’s main request. With regard to the auxiliary 
request, the Federal Supreme Court found that the features added by the 
defendant were obvious to a person skilled in the art. Therefore, also the 
restricted form of the contested patent was declared invalid. 

During the oral hearing, the court-appointed expert stated that the con-
struction in accordance with the additional features (pair-wise arrange-
ment of rollers, plates and recesses) would cause a technically disad-
vantageous “double fit” and that this would also make the assembly of 
the device more complex and expensive. Therefore, in the opinion of the 
expert, a person skilled in the art might have had reason to refrain from 
such construction, although it was obvious as such, and prefer a single 
force-receiving plate for the two rollers.

However, the Federal Supreme Court held that these technical and eco-
nomic disadvantages alone did not make the distinguishing features of the 
claimed subject-matter non-obvious. According to the Court’s reasoning, 
a claimed subject-matter lacks inventive step, when a person skilled in 
the art would have reason to consider the relevant distinguishing features 
regardless of whether he would actually realize such a product because of 
specific and recognizable disadvantages of the considered construction.

Remarks 

This decision shows that the Federal Supreme Court applies a strictly 
hypothetical approach with regard to the assessment of inventive step. 
The latter is missing, if the claimed subject-matter was obvious, which 
means it could have been realized by the person skilled in the art without 
inventive skill. Here, the patent owner cannot argue successfully that the 
claimed subject-matter was not obvious – no matter whether it forms part 
of the “original” claim or was added later – because a person skilled in the 
art “would” not realize it in practice for good reasons. However, there are 
no indications that the Federal Supreme Court wanted to make a differ-
ence over the so-called “could-would-approach” applied in some cases 
by the European Patent Office in evaluating the inventive step of subject-
matter over the prior art. The latter requires that the solution under 
discussion “would”, not only “could” have been considered for solving the 
problem underlying the (alleged) invention in view of foreseeable techni-
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cal advantages. Also there, disadvantages, which to some extent always 
form the flip-side of advantages, will not turn a solution which the person 
skilled “would” consider into one which he merely “could”, but would not 
consider.

Reported by Johannes Heselberger and Michael Kobler
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Ridge Roll
Court: German Federal Supreme Court  
Date: October 18, 2012  
Decision: Case I ZR 14/12 

Infringement of a design applied to a product which constitutes 
a component part of a complex product (Firstrolle/Ridge Roll)

The claimant was the owner of a German design registration (date of fil-
ing: February 3, 2004; date of registration: March 17, 2004), showing the 
outer appearance of a ridge roll to be incorporated in a roof. The claim-
ant sued the defendant for alleged design infringement but the Karlsruhe 
Appeal Court dismissed the action, finding that, under Section 4 German 
Designs Act of March 12, 2004, (1) the asserted design was applied to a 
component part (= ridge roll) to be incorporated into a complex product 
(= roof) and (2) the features of the component part remaining visible 
during normal use of the complex product did not fulfil in themselves the 
requirements as to novelty and individual character (Section 4 German 
Designs Act corresponds to Article 3 [3] Designs Directive and Article 4 
[2] Community Designs Regulation).

The Federal Supreme Court, also domiciled in Karlsruhe, confirmed the 
lower instance, holding that Section 4 German Designs Act was applicable 
to the case at hand (and to all other national designs filed and registered 
after October 27, 2001) and former German design law (lacking such 
a provision) was not. According to the Supreme Court, given that the 
design-in-suit met these requirements, the claimant was not allowed to 
claim any legitimate expectation as to the continued application of the 
previous law, and even less so given that the German Designs Act followed 
the Designs Directive which should have been implemented already by 
October 28, 2001).

Pursuant to Section 1 (3) German Designs Act, which corresponds to 
Article 1 (c) Designs Directive, “complex product” means a product which 
is composed of multiple components which can be replaced permitting 
disassembly and reassembly of the product. Accordingly, pursuant to the 
Supreme Court, it was sufficient that (1) the product consisting of multiple 
component parts can be disassembled and reassembled (being possible 
in case of a roof even if some efforts and intervention would be neces-
sary) and that (2) the multiple component parts can be replaced. On the 
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other hand, Section 1 (3) German Designs Act would not require that the 
original component part will be re-used in case of re-assembling. Rather, 
pursuant to the text of the law, the multiple components must be suscep-
tible of being replaced only (not: re-used). As a consequence, products 
(such as a roof), which can also be composed of component parts not pro-
duced individually, the latter being replaceable (as in case of a ridge roll), 
are deemed to be complex products in the sense of Section 1 (3) German 
Designs Act.

Reported by Dr. Henning Hartwig
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Barilla
Court: German Federal Supreme Court 
Date: November 22, 2012   
Decision: Case I ZR 72/11 

Infringement of foodstuffs legislation as unfair competition – 
Parallel importation of foodstuffs – Exceptions to exhaustion of 
rights (Barilla)

The defendant (not identified in the judgment as published) 
imported genuine “Barilla” products from Italy and sold them 
in a German supermarket. He applied stickers to the outer 
packaging which partly obscured the “Barilla” trademark. 
What follows are examples of the appearance of the products as 
placed on the market in Germany:
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The claimant, proprietor of the Community trademark No. 3208758 “Ba-
rilla” pictured below

sued for injunctive and other relief, claiming infringement of food labeling 
laws and trademark infringement.

As regards the food labeling rules, which applied, inter alia, to the “best 
before” indication and the indication of ingredients, the Court found that 
by not conforming to German legislation, which has implemented EU 
labeling laws, the defendant had committed an act of unfair competition.

As regards trademark infringement, the Court held that Article 13 (2) of 
the Community Trademark Regulation applied, which allows the propri-
etor of the mark to contest the use of his mark on goods lawfully put on 
the market in another member state of the EU. Barilla had argued that 
the defendant should have complied with the rules established by the 
Court of Justice for parallel imports and repackaging, relabeling etc. of 
pharmaceutical products. The Court held that a 1:1 application of these 
rules was not called for, notably the obligation to submit a sample of the 
product to the trademark proprietor and identify the person having done 
the relabeling. However, as regards “shoddy” appearance and placing the 
sticker on top of and thus partly obscuring the “Barilla” mark, the parallel 
importer had infringed the claimant’s mark.

Remarks

The judgment is interesting because it is one of the relatively rare cases 
having reached courts of last resort involving parallel imports of goods 
other than medicines. The “Ballantines” whisky case (ECJ, November 11, 
1997, Case C-349/95 – Loendersloot) is a prominent example, although 
now some 15 years old. Of the measures required of parallel importers 
in medicine cases, as summarized most comprehensively in the ECJ 
judgment of July 11, 1996 (C-427/93 –  Bristol-Myers Squibb), including 
giving notice and supplying the trademark proprietor with a sample, the 
German Supreme Court considers the sample requirement and the indi-
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cation of the importer as excessive. That does sound reasonable, as does 
the conclusion that the importer may not “over-sticker” the trademark 
itself.

Reported by Prof. Dr. Alexander von Mühlendahl, J.D., LL.M.
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Duff Beer
Court: German Federal Supreme Court  
Date: December 5, 2012  
Decision: Case I ZR 135/11

German Federal Supreme Court: Relevant circles in case of “re-
verse product  placement” (Duff Beer)

In the case at hand, the claimants filed an action for revocation 
of the German figurative trademark No. 39901100 “Duff Beer” 
due to alleged non-use. The defendant asserted use of his trade-
mark “in a form differing in elements which do not alter the 
distinctive character of the mark in the form in which it was re-
gistered” (Section 26 [3] (a) German Trademark Act). Since the 
“Duff Beer” is well-known as a fictitious beer brand appearing 
in the US cartoon series “The Simpsons”, the German Federal 
Supreme Court had to identify the relevant circles in such case 
– either the audience of the cartoon series or the consumers of 
the real life product, i.e., beer consumers.

The label on the left is registered in the name of the defendant as German 
trademark No. 39901100 since June 8, 1999, in Nice class 32 for, inter 
alia, “beer” (“prior mark”). The label on the right was used on beer bottles 
sold by the defendant from 2004 to 2009. Does such use amount to ge-
nuine use of the prior mark? No, thought the owners of the two following 
trademarks (both registered for “beer” on April 28, 2009 and August 21, 
2009), and brought an action for revocation because of non-use.

Defendant’s 
German trademark 
No. 39901100

Bottle label of the  
beer sold by the 
defendant
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Section 26 (3) (1) German Trademark Act, corresponding to Article 10 (1) 
(a) Trademark Directive (2008/95/EC), provides that genuine use of a 
trademark includes “use of the trademark in a form differing in elements 
which do not alter the distinctive character of the mark in the form in 
which it was registered”. The Nuremberg Appeal Court found that the 
requirements of this provision are met, given that the distinctive part of 
the prior mark, the word element “Duff Beer”, is the dominant element 
of the defendant’s trademark and his label, while differences in font, style 
and colors were considered to be marginal factors. 

The Federal Supreme Court confirmed. According to established case 
law, distinctiveness of a word & device mark usually results from the 
verbal element. The figurative element, however, can be of importance 
where the phonetic element is rather descriptive. In the case at hand 
the Court found that “Duff” does not have any descriptive connotation 
within the relevant national circles of beer drinkers.

The claimants (asserting lack of use of the prior mark) argued that “Duff 
Beer” is well-known as the favorite drink of Homer Simpson, protagonist 
in the cartoon series “The Simpsons”. Accordingly, the audience of “The 
Simpsons” would pay attention not only to the name “Duff” but also to the 
graphical design of the bottle label and, thus, perceive differences between 
the label as used (similar to the cartoon “Duff” as can be seen) and the 
prior mark as being significant. Such differences would preclude the mark 
as used being taken as an acceptable variant under Section 26 (3) (1) 
German Trademark Act. 

The Court, instead, found the relevant circles of a trademark registered 
and used for beer to be beer drinkers, i.e., “a broad public of adult con-
sumers” and not only fans of “The Simpsons” even though the trademark 

Claimant’s German 
trademark No. 
302008077070

Claimant’s German 
trademark No. 
302009021478
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holder most obviously tried to attract especially fans of “The Simpsons” 
by way of such “reverse product placement”. According to the Court, the 
reasonably well-informed and reasonably observant and circumspect 
(beer-)consumer would mainly pay attention to the word element “Duff 
Beer”, and not to the rather ornamental graphic design. Consequently, the 
Court held that the bottle label shown above represents a genuine use of 
the prior mark.

Reported by Adrian Kleinheyer
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Bolero Jacket
Court: German Federal Supreme Court  
Date: December 13, 2012  
Decision: Case I ZR 23/12 

Proof of ownership of an unregistered Community design  
(Bolerojäckchen / Bolero Jacket)

Recently, Germany's Federal Supreme Court provided helpful 
guidance on the significance of proof of ownership of an unreg-
istered Community design under the Community Design Regu-
lation (“CDR”).  Interestingly, the Court refused to refer the 
case to the Court of Justice of the European Union pursuant to 
Article 267 (3) Treaty on the Functioning of the European Union 
as the law was “acte claire”.

Claimant and defendant were acting as textile trading companies selling 
clothing through their stores. The claimant’s portfolio included the bolero 
jacket pictured below (earlier design):

The claimant asserted claims for infringement of an unregistered Commu-
nity design right through the use by the defendant of the following design:
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According to the claimant, the earlier design was designed by the 
claimant's assistant in July 2006, as evidenced by the following drawing:

The German Federal Supreme Court found that the claimant failed to 
show that it was proprietor of the earlier design as it was required to prove 
under Article 14 (3) CDR. The requirements of that provision, according 
to the Court, had to be shown, under the general rules of burden of proof, 
by the party who wishes to benefit from the provision. Proof of the origin 
of the drawing was not sufficient because the earlier design actually did 
not constitute a product made in accordance with the drawing.

Deciding on the ownership of an unregistered Community design had to 
be distinguished from the identity of the person who first made the design 
available to the public within the Community (Article 11 [1] CDR), said the 
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Court. This was true since disclosing a design could be performed not only 
by the designer or his/her successor-in-title, but by any third party, such 
as by a wholesaler or retailer. 

The Court also clarified that the presumption of ownership provided for 
in Article 17 CDR could not be applied to an unregistered Community 
design right but was limited to registered Community designs. Likewise, 
Article 85 (2) Sentence 1 CDR would only establish, according to its clear 
wording, a presumption of validity of an unregistered Community design 
right, not a presumption of ownership.

Remarks

While the German Supreme Court’s decision (contrary to a short first in-
stance decision from the District Court in The Hague in 2005; for details 
see “Design Protection in Europe”, Volume 1, 188 et seq.) is most welcome 
for its detailed, clear and conclusive guidance, the case raises doubts as to 
whether protection by way of an unregistered Community design is a safe 
approach to be recommended.

As a first obstacle to be overcome by both Europeans and non-Euro-
peans, a design which has not been made public for the first time within 
the territory of the Community does not enjoy protection as an unre-
gistered Community design.  Hence, actual disclosure within Europe is 
essential according to “Bakery Press” (cf. BARDEHLE  PAGENBERG IP 
Report 2008/V).  Secondly, an unregistered Community design prevents 
only against use resulting from copying the protected design, allowing 
the accused infringer to demonstrate that the contested use results from 
an independent work of creation by a designer who may be reasonably 
thought not to be familiar with the design made available to the public 
by the holder (corresponding questions have been referred, according 
to “Garden Pavilion”, to the Court of Justice of the European Union for 
a preliminary ruling; cf. BARDEHLE  PAGENBERG IP Report 2012/V).  
Thirdly, as demonstrated in “Bolero Jacket”, the owner of an alleged 
unregistered Community design must prove (without any privilege of 
legal presumption) that the asserted rights vest in the claimant – clear 
evidence covering disclosure of the design and, in case of non-identity 
between designer and claimant, transfer of rights is required and may 
cause major problems in daily practice (here, non-identity between the 
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disclosed “drawing” and the asserted “earlier design” presented a further 
obstacle).

In light of this, seeking protection by way of registered design rights 
(Community-wise and/or national) seems to be a safer alternative, as 
none of these difficulties arise – disclosure in Europe is not relevant, the 
applicant enjoys a “grace period” of one year, protection is absolute and 
not limited to copying, and ownership is presumed.

Reported by Dr. Henning Hartwig
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Dual representation in 
 nullity proceedings
Court: German Federal Supreme Court 
Date: December 18, 2012  
Decision: Case X ZB 11/12 

Dual representation by attorneys-at-law and patent attorneys 
in nullity proceedings (Doppelvertretung im Nichtigkeitsver-
fahren/Dual representation in nullity proceedings)

Representation by an attorney-at-law in addition to a patent 
attorney in nullity proceedings is typically to be considered as 
necessary according to Section 91 (1) 1 German Code of Civil 
Procedure if infringement proceedings concerning the patent-
in-suit are pending simultaneously with the nullity proceedings 
and the same party or an economically related third party is 
involved.

In the case decided upon, the parties were in dispute about the reimburse-
ment of the costs of an attorney-at-law representing the nullity plaintiff in 
first-instance nullity proceedings. The Federal Patent Court had declared 
the patent-in-suit partly invalid and ordered the nullity defendant to bear 
part of the costs of the nullity proceedings. In the cost-fixing proceedings, 
the Registrar did not take into account the costs of the attorneys-at-law. 
Upon the nullity plaintiff’s request for reconsideration, the Federal Patent 
Court ordered that these costs also be reimbursed. The nullity defendant 
brought an appeal on points of law to the Federal Supreme Court, which 
had been allowed by the Federal Patent Court.

As first important point, the Court held that an appeal on points of law 
against decisions of the Federal Patent Court concerning a cost-fixing 
decision is admissible according to Section 84 (2) 2 German Patent Act in 
conjunction with Section 574 (1) No. 2 German Code of Civil Procedure. 
Cost-fixing decisions of the Federal Patent Court must be based on the 
general rules of the German Code of Civil Procedure, although the Ger-
man Patent Act has its own regulations. This decision thus supports the 
harmonization of the systems of remedies in cost-fixing proceedings.
The second important point addressed by this decision is that the costs of 
an attorney-at-law assisting in patent nullity proceedings are to be paid by 
the losing party in addition to the costs of the patent attorney, although 
Section 143 German Patent Act is not applicable by analogy. Section 143 (3) 
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German Patent Act, which governs the representation in patent infringe-
ment proceedings, provides that the representation by a patent attorney 
in addition to the mandatory representation by an attorney-at-law is 
generally necessary for an adequate handling of patent litigation. How-
ever, this rule does not apply by analogy in case of nullity proceedings due 
to differences in the interests involved. The obligation to bear the costs of 
proceedings is governed by Section 91 (1) German Code of Civil Proce-
dure, requiring that a measure (e.g., the additional representation by an 
attorney-at-law) whose reimbursement is requested has to be necessary 
for an adequate handling of the litigation. In this regard, the assessment 
as to whether a measure is necessary must be approached in a standard-
ized manner.

In the present case, the Court decided that the following circumstances 
allow the conclusion that such a measure is necessary: First, infringement 
proceedings concerning the patent-in-suit are pending at the same time as 
the nullity proceedings. Second, the party is directly or indirectly involved 
in both proceedings. This results in a need for adequate coordination 
of both proceedings. An adequate coordination requires at least three 
aspects: First, the factual and legal context must be assessed in an abstract 
manner.

Second, the pleas in law must take account of the arguments in both 
proceedings. Third, it isnecessary to respond quickly to indications of the 
Court, and also to take into account the possible consequences for the 
other proceedings in doing so. At least these aspects make representa-
tion by both a patent attorney and an attorney-at-law necessary for an 
adequate handling of the litigation.

Remarks

With the reported decision, the German Federal Supreme Court decided 
two disputed questions with obvious great impact in practice. One effect is 
the increase in legal certainty due to the fact that the approach is stand-
ardized, which overcomes the issue of excessive differentiation of par-
ticularities when each case is considered individually. Another important 
effect is the increased ability of co-representation by an attorney-at-law 
in addition to a patent attorney because in most situations in Germany 
nullity proceedings run in parallel with infringement proceedings. This 
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achieves equal treatment with respect to other countries, which do not 
have a dual system for patent nullity proceedings and patent infringement 
proceedings.

Reported by Ronak Kalhor-Witzel
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PROTI II
Court: German Federal Supreme Court 
Date: January 10, 2013   
Decision: Case I ZR 84/09 

Genuine use – Use of a variant (PROTI II)

In 2011, the German Federal Supreme Court had referred a se-
ries of questions to the Court of Justice of the European Union 
(“ECJ”) seeking answers to the question whether use of a vari-
ant of a registered mark was sufficient to maintain trademark 
rights in the registered version even if the used variant was 
itself also registered. The ECJ had replied barely one year later 
(judgment of October 25, 2012, Case C-553/11 – Rintisch) that 
registration of the used version was not an obstacle to attribu-
ting the use to a separately registered mark (cf.  BARDEHLE 
PAGENBERG IP Report 2012/V). 

Upon return to the German Supreme Court, the conflict between various 
“PROTI” marks of the claimant and the mark “Protifit” of the defendant, 
including the question whether used variants did not significantly alter 
the distinctiveness of the mark as registered, had to be resolved.

The Court compared the following registered marks
PROTI

PROTIPLUS
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with the following marks as used:

Variant 1

Variant 2

Variant 3

Variant 4

Variant 5
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As regards the variants 4 and 5, the Court agrees that these two amount 
to a significant alteration of the registered word mark PROTI. However 
as regards the second and the third variant, these cannot be disregarded 
because the PROTI element in the marks as sued remains a separate 
entity in the used versions (the same was true for variant 1 when used as 
a word mark). The Court remanded the case to the Cologne Appeal Court 
because that court had not made any reviewable findings as regards the 
actual use made by the accepted variants and as regards likelihood of 
confusion.

Remarks

While the ECJ judgment in the first PROTI case was received with relief 
in Germany, and perhaps elsewhere as well, the German Supreme Court’s 
second PROTI judgment adds merely one more case to the growing case 
law on the often hotly disputed issue of whether a used variant amounts 
to a significant or insignificant alteration of the registered mark. Inte-
restingly, the German Supreme Court considers this essentially a ques-
tion of law and thus decides these points itself on review of lower court 
judgments, while in other jurisdictions, and in the cases reaching the ECJ 
from the General Court, the question is considered an issue of fact and 
thus corresponding findings are not disturbed on appeals on points of law.

Reported by Professor Dr. Alexander von Mühlendahl, J.D., LL.M.
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Shelving System
Court: German Federal Supreme Court  
Date: January 24, 2013  
Decision: Case I ZR 136/11 

Need for aesthetic compatibility between original and imitation 
will defeat claim of misappropriation based on likelihood of 
confusion (Regalsystem/Shelving System)

In a recent decision, the German Federal Supreme Court 
annulled a decision of the Cologne Appeal Court which had 
confirmed claims against distribution of a copy of a shelving 
system on the grounds of unfair competition (“passing-off”) 
according to Article 4 (9) German Act against Unfair Competiti-
on.  The conflicting products are shown below (taken from the 
claimant’s webpage and the Court’s decision):

The Cologne Appeal Court had found (1) sufficient likelihood of deception 
as to origin (due to the accused device’s quasi-identity and the original’s 
reputation), (2) the defendant’s trade name printed on the device insuf-
ficient to avoid such likelihood and (3) availability of further measures 
reasonable to avoid such risk (for instance, a different shape or colour 
scheme).  Customers of the defendant (retailers basically), in return, 
would not have a legitimate interest in purchasing products which would 
be fully compatible with the original (not only in a technical but also aest-
hetic respect).

Original Accused product
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The Supreme Court supported the lower instance’s finding of sufficient 
“competitive individuality” of the original and likelihood of deception as 
to the origin of the imitation.  However, the Supreme Court did not accept 
the claimant’s argument that reasonable measures had been available to 
avoid such a deception, rendering said likelihood of deception as to the 
origin to be “avoidable”.  Rather, the defendant’s customers would have 
a legitimate interest in selecting a product which would meet, in terms of 
price and quality, their specific needs.  Such interest would not be limited 
to first acquisitions but extend likewise to extension, substitutes and 
accessories.  The defendant’s customers’ interest in a compatibility with 
the original in case of supply difficulties with the original would also be an 
argument, according to the Federal Supreme Court.

These standards, in principle, would also apply in case where customers of 
the defendant had an interest in purchasing products which would be fully 
compatible with the original also in aesthetic terms.  Against this back-
ground, the defendant was not required to use a “striking trademark” on the 
accused product to show a different origin, because final consumers of the 
retailers (not being the addressed public for finding likelihood of confusion, 
which was the retailer itself) would not appreciate such branding policy.

Remarks

Prima facie, this case law seems to be limited to the field of retailers, 
with a clear distinction between the defendant’s customers (being clearly 
professional) and these customers’ buyers (clearly not professional).  It 
remains to be seen whether other areas of economic conflicts between 
competing companies will arise where the standards of compatibility and 
preventability explained above also apply.

Reported by Dr. Henning Hartwig
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VOODOO
Court: German Federal Supreme Court  
Date: February 6, 2013  
Decision: Case I ZR 106/11

Genuine use of a Community trademark exclusively used in 
Germany – Use of a mark as part of a company name  
(VOODOO)

The present decision of the Federal Supreme Court is a further 
decision on the widely debated issue concerning the question 
whether use of a Community trademark (CTM) in one Member 
State only may be sufficient to establish ‘genuine use’ according 
to Article 15 (1) CTMR.

The Court of Justice of the European Union decided in the ONEL/OMEL 
case (cf. BARDEHLE  PAGENBERG IP Report 2013/I) that Article 15 (1) 
CTMR must be interpreted as meaning that the territorial borders of the 
Member States should be disregarded in the assessment of whether a trade-
mark has been put to “genuine use in the Community” within the meaning 
of that provision. A Community trademark is put to “genuine use” within 
the meaning of Article 15 (1) CTMR when it is used in accordance with its 
essential function and for the purpose of maintaining or creating market 
share within the European Community for the goods or services covered by 
it. It is for the referring court to assess whether the conditions are met in 
the main proceedings, taking account of all the relevant facts and circum-
stances, including the characteristics of the market concerned, the nature of 
the goods or services protected by the trademark and the territorial extent 
and the scale of the use as well as its frequency and regularity.

The plaintiff, a Swiss joint-stock company, is the holder of a license to 
CTM No. 1911742 “VOODOO”, which was registered in January 2005 
with a priority of October 2000 for sporting goods. In December 2009, 
the plaintiff granted a sublicense to the Munich-based company “Voodoo 
Flyfishing Ltd.” also for past usage of the mark “VOODOO”. The owner of 
the CTM “VOODOO” had authorized the plaintiff to claim the rights to the 
trademark “VOODOO” in its own name.

The defendant operates websites on which various goods for fishing are 
offered – inter alia baits for fish under the name “VOODOO Pellets”. 
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The plaintiff filed a lawsuit because of trademark infringement in May 
2009, whereupon the defendant raised the defence of absence of genuine 
use of the mark “VOODOO”. Furthermore, the defendant filed invalidity 
requests at the Office for Harmonization in July 2009 and March 2010 
because of non-use of “VOODOO”. Both the District Court and the Court 
of Appeal ruled in favour of the plaintiff. The Federal Supreme Court an-
nulled the decision and referred the matter back to the Court of Appeal. 

The Federal Supreme Court rejected the argument that the infringement 
action should be suspended because of the pending cancellation action. 
The Court considered Article 104 (1), (2) CTMR to be inapplicable as the 
request for invalidity of “VOODOO” was not made before the action has 
been brought to court. 

As regards the issue of “genuine use” of “VOODOO”, the Court considered 
that genuine use in Germany would be sufficient, referring to “ONEL/
OMEL”. The Court found that the evidence of “VOODOO” being used as 
a mark was not sufficient. Use of the company name “Voodoo Flyfishing 
Ltd.”, even with the sign ® after “Voodoo”, was not use of a mark but use 
of the name of the company. Furthermore, even though the sublicense 
covered past use of the mark “VOODOO”, such earlier use by the sub-
licensee was not used with the agreement of the proprietor.

Remarks

The decision is remarkable because of the ease with which the Supreme 
Court accepted that use in Germany, without claiming any use elsewhere, 
was sufficient for maintaining rights in a CTM. The decision further con-
firms established case law that use of a mark as part of a company or trade 
name generally is not perceived as use of a “mark”. The novel element in 
the present decision is that adding the ® to the name does not alter the 
perception. Furthermore, a license agreement with a potential infringer 
does not have any retroactive effect.

Reported by Karin Costescu
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Chocolate Sticks II
Court: German Federal Supreme Court  
Date: February 28, 2013  
Decision: Case I ZB 56/11 

One representation of a 3D trademark can  suffice to clearly 
reveal the subject matter of a sign (Schokoladenstäbchen II/
Chocolate Sticks II)

The trademark holder filed an international trademark regist-
ration (IR No. 869 586), claiming inter alia protection in Ger-
many, based on a national French 3D trademark, providing the 
following coloured representation of a chocolate stick: 

A third party filed an invalidation request, arguing that the trademark was 
devoid of any distinctive character and exclusively served to designate the 
kind of product (Section 8 (2) (1), (2) German Trademark Act). Further 
to that, it claimed infringement of the principle of clarity of a trade-
mark (Section 3 [1], 8 [1] German Trademark Act / Article 2 of Directive 
2008/95/EC).

Whereas the German Patent and Trademark Office (German PTO) re-
jected the invalidation request, the Federal Patent Court ordered cancel-
lation of the trademark, arguing that the trademark falls under Section 
3 (1), 8 (1) German Trademark Act (cf. BARDEHLE  PAGENBERG IP 
Report 2011/V). Upon the trademark holder’s leave to appeal, the Federal 
Supreme Court overturned the decision and remitted the case for further 
consideration to the Federal Patent Court. 

The Federal Supreme Court confirms that a trademark does not meet the 
requirement of clarity if its representation refers to various forms of ap-
pearance of a product. However, in the present case the representation of 
the trademark reveals the subject of protection (i.e., shape and structure) 
clearly enough. Contrary to the Federal Patent Court, the Federal Supre-
me Court also finds that one representation in general suffices to disclose 
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the three-dimensional character of a mark if the representation is of good 
quality. However, in such cases, the scope of protection may be limited 
to what is actually visible. According to Article 3 (1) Madrid Agreement 
(Marks), whether or not the trademark meets the requirement of clarity 
has to be evaluated on the basis of the representation as recorded in the 
register of the country of origin (here: France), and not as recorded in 
WIPO’s register for international trademark registrations or other natio-
nal registers subject to subsequent filings. 

Further to that, the Court states that the grounds of an invalidation 
request filed against the German part of an International Registration are 
limited as Article 5 (1) Madrid Agreement (Marks) provides that a request 
for invalidation can only be based on grounds laid down in Article 6 quin-
quies B Paris Convention. However, as regards capability of a sign to be 
represented graphically and clarity of the representation of a trademark 
as provided in Sections 8 (1), 3 (1) German Trademark Act, these grounds 
for invalidation of a trademark fall under Article 6 quinquies B (iii) Paris 
Convention, stating that a trademark may be subject to refusal or cancel-
lation if it is contrary to public order.

Remarks

Although in the present case it appears that the trademark owner in the 
end may successfully defend against the invalidation request based on 
Sections 3 (1), 8 (1) German Trademark Act, in case of filing an applica-
tion for a 3D mark it is nevertheless advisable to provide the trademark 
office with high quality representations from different perspectives, as 
drawings or photographs. Finally, the trademark holder in the present 
case will still have to withstand the challenge that the mark is devoid of 
distinctive character and descriptive. 

While it is generally assumed that successfully enforcing 3D trademarks is 
difficult, for varying reasons, the proprietor of the present 3D mark actu-
ally was successful in an action against an infringer. For details, we refer 
you to the decision of the Hamburg Appeals Court of October 8, 2008 
(Case 5 U 52/06 – Schokoladenstäbchen/chocolate sticks), published with 
a detailed commentary in: Hartwig, Design Protection in Europe, Volume 4.

Reported by Dr. Philipe Kutschke
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Autocomplete
Court: German Federal Supreme Court  
Date: May 14, 2013  
Decision: Case VI ZR 269/12

Google liable for autocompleting search suggestions  
(Autocomplete/Autovervollständigung)

The German Federal Supreme Court found Google liable for 
infringements of personality rights resulting from defamatory 
search suggestions by its so-called autocomplete function.

When typing his name in the search field on Google, the CEO of a German 
stock company discovered that the so-called autocomplete suggested as 
additional keywords “Scientology” and “Betrug” (“fraud”). The business-
man felt his integrity undermined by the negative connotation of these two 
words appearing in connection with his full name and sued Google (in his 
and the company’s name), claiming injunctive relief and a pecuniary com-
pensation for infringement of his right of personality. The plaintiff argued 
that he neither had any relationship to Scientology, nor was he ever accused 
of any fraudulent activities. Moreover, not a single search result actually 
showed a connection between the plaintiff and Scientology or fraud.

Having initially obtained a preliminary injunction against Google, the 
following main action was dismissed by both the Cologne District Court 
and the Cologne Appeal Court. Both authorities found that the above-
mentioned combination of words was not an expression of Google or its 
operators but merely the result of a search algorithm, based on what other 
Google users search for. Therefore, Google was not held liable for allegedly 
infringing suggestions provided by the autocomplete.

The German Federal Supreme Court now annulled the decision of the Ap-
peal Court finding that the autocomplete suggestion must be seen as a fac-
tual statement which is (at least according to the facts determined by the 
Appeal) untrue, thus infringing the plaintiff’s right of personality pursuant 
to Sections 823 (1), 1004 German Civil Code in connection with Articles 1, 
2 German Constitution. Based on the German legal concept of “mittelbare 
Störerhaftung” (“interferer liability”), Google (as well as every other search 
engine offering such a function) is legally liable for such an infringing auto-
complete once it has been notified.
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Remarks

The judgment was published most recently and attracted a lot of attention in 
the media. A similar case, where Germany’s former First Lady Bettina Wulff 
sues Google for defamatory autocomplete suggestions, is still pending. 

While the decision at hand shows the general direction, it leaves some 
important questions in detail unanswered: What if some or at least one of 
the top search results would have led to content substantiating a connec-
tion between the claimant and Scientology or fraudulent activities? Would 
the suggestion made by the autocomplete become lawful, though sources 
are not necessary telling the truth?

Further to that, when assessing an alleged infringement of the right of 
personality, one has to distinguish between factual statements and expres-
sions of opinions. The former, when false, may be prohibited as it was the 
case here and may result in money damages, while the latter are usually 
“protected speech”. How is Google (or any other search engine) to make 
such a distinction when the autocomplete leads to websites or search 
result expressing protected opinions? Also unclear is to which extent such 
claims may be made not by natural persons infringed in their right of per-
sonality, but also by legal entities or in the case of other exclusive rights.

Reported by Adrian Kleinheyer
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Hard Rock Cafe
Court: German Federal Supreme Court   
Date: August 14, 2013  
Decision: I ZR 188/11 

Coexistence of conflicting marks over a long period – 
 Acquiescence and prescription (statute of limitations) – Par-
allel application of  trademark law and unfair competition law 
(prevention of deception through  confusion about origin of 
goods or services (“Hard Rock Cafe”)

In a case of first impression, the German Supreme Court re-
assessed the parallel application of trademark law and unfair 
competition law (prevention of deception through confusion as 
to commercial origin of goods or services) and held – contrary 
to its previous case law – that in principle a parallel application 
is required under European Union law. In the course of the 
judgment the Supreme Court clarified the application of ac-
quiescence or forfeiture (“Verwirkung”) to trademark infringe-
ment and unfair competition claims, as well as the application 
of the statute of limitation or prescription (“Verjährung”). 

The claimants are (1) the proprietor of a series of German “Hard Rock 
Cafe” trademarks first applied for in 1986 and (2) the operator of the Ger-
man “Hard Rock Cafes” in Berlin, Munich and Cologne. In the meantime 
an additional “Hard Rock Cafe” opened in Hamburg. The defendants are 
(1) the operator of a “Hard Rock Cafe Heidelberg”, established in 1978, 
where merchandise articles are sold, such as T-shirts, and caps, (2) the 
manager of the first defendant, and (3) the owner of various domain 
names containing “hardrockcafe”. In 1993, the claimants obtained a pre-
liminary injunction against the defendant (1) prohibiting the use of “Hard 
Rock Cafe” for merchandising articles. When the defendants opposed the 
injunction and pointed out that they had been operating their establish-
ment in Heidelberg since 1978 and selling goods since 1985, the claimants 
withdrew their request for preliminary relief. No further contact occurred 
until 2008 when the claimant complained about the domain names. The 
present action followed with which the claimants sought injunctive and 
other relief (damages etc.) against the use of “Hard Rock Cafe” as word 
or logo for restaurants and for merchandising articles and as regards the 
challenged domain names. The action was dismissed as unfounded in first 
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and second instance because of acquiescence (“Verwirkung”). The Supre-
me Court reversed and remanded in part, and confirmed in a (smaller) part.

Trademark infringement:
The Court concluded that most of the infringement claims were not 
barred by acquiescence. In order for acquiescence to apply, infringement 
acts must be “continuing” unaltered; committing new infringement acts 
starts a new period of acquiescence. Operating the Heidelberg restaurant 
under “Hard Rock” was the only act which the claimants could not pro-
hibit. As regards logos used for the restaurant, each variation would start 
the relevant time period again. Advertising for the restaurant, including 
on the Internet, was seen as renewed acts of infringement. As regards 
the domain names used by the defendants, the contested judgment of 
the Karlsruhe Appeal Court did not clearly establish the starting time for 
acquiescence. Also, in 2002, at the time when the domain names were 
acquired, the defendants may well have been acting in bad faith. As re-
gards claims for relief against merchandising articles, these were held by 
the Supreme Court to be justified. Nevertheless, for acts prior to January 
1, 2006, claims were precluded by the applicable statute of limitations 
(three years). The Appeal Court also did not make any findings as regards 
possible rights acquired by the defendants prior to the filing of “Hard 
Rock” trademarks by the claimants. Claims under German unfair compe-
tition law: The claimant (2), the operator of German “Hard Rock Cafes”, 
relied on unfair competition claims. The relevant provisions are those in 
Section 5 and Section 3 German Act against Unfair Competition, adopted 
in transformation of the EU’s Unfair Business Practices Directive, which 
prohibit misleading advertising (deception) through creation of confusion 
as regards the origin of goods or services. The Federal Supreme Court 
expressly abandoned its earlier case law which had given precedence to 
trademark claims and precluded a parallel or concurrent application of 
unfair competition law to the same factual situation already judged under 
trademark law. The case was remanded to the court below for appropriate 
findings and conclusions.

The Court considered possible that the defendants acquired rights in their 
designation which would entitle them to continue their use, subject to 
measures to avoid deception as regards the relationship to the claimants.

The Court also considered that the claims may be barred by acquiescence. 
While acquiescence usually does not apply in cases of deception, when de-
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ception as to commercial origin is at issue it would be incoherent to apply 
acquiescence to trademark claims but not to unfair competition claims.

The Court also considered possible claims based on No. 13 of the Annex to 
Section 3 German Act against Unfair Competition (“Blacklist”), according 
to which it is a per se offense when goods or services are advertised which 
are similar to those of a competitor with the deliberate intent (“Absicht”) 
to deceive about the commercial origin of those goods or services. Such 
claims, which appear plausible in the present case because consumers 
may believe that the Heidelberg restaurant belongs to the claimants’ 
chain, are not subject to limitation in view of the time expired. The Sup-
reme Court interpreted the term “Absicht” (deliberate act) as including 
“bedingten Vorsatz” (conditional intent) on the part of a defendant who 
considers deception possible and would accept it occurring. In applying 
the prohibition, the question of who was first on the market is not rele-
vant.

The Court also considered possible claims based on mistakes on the part 
of the public about the commercial origin of the defendants’ products. 

Remarks

The judgment is of first impression because it amounts to a spectacular 
turn-around in the Court’s case law when the same acts are judged under 
(European or German) trademark law and under German unfair compe-
tition law. Previously, in a series of cases, the Court had given precedence 
to trademark law. This is now abandoned, in view of the binding rules 
found in the European Union’s Unfair Business Practices Directive which 
prohibits outright intentional deceptions as to the origin of goods or 
services and also allows anyone to pursue acts misleading the public about 
the commercial origin of goods or services, including through the use of 
trademarks or other designations. 

While previously German practice accepted, to some degree, an applica-
tion of the prohibition of “slavish” imitation (misappropriation) through 
copying of product appearance alongside trademark or design law, the 
novel aspect of the present judgment is that in future concurrent  applica-
tion of the prohibition of creating likelihood of confusion is also possible. 
The Court is also innovative in this respect by importing concepts from 
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trademark law into unfair competition law, such as the notion of ac-
quiescence, arguing – convincingly – that it would appear incongruent to 
bar the trademark proprietor after a certain time, but not competitors of 
the alleged infringer.

The significance attributed to this judgment by the Court itself is evi-
denced by the great care with which it is written, the unusual length for 
German Supreme Court judgments in the field of IP rights and unfair 
competition – 99 paragraphs, 40 pages –, and the fact the Court has de-
signated the judgment for inclusion in the “official” collection of Supreme 
Court decisions. Also, the judgment was made available within a few 
weeks of its pronouncement on August 18, 2013, whereas this normally 
takes four to six months.

The judgment’s effect will be felt for many years to come although it will 
take some time before all lower courts – and the actors in this field, inclu-
ding lawyers – will have adjusted to the new doctrines.

Reported by Professor Dr. Alexander von Mühlendahl, J.D., LL.M.
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LTE-Standard
Court: Dusseldorf District Court 
Date: March 21, 2013  
Decision: Case 4b O 104/12

Prerequisites of FRAND defense – Reference of questions on the 
interpretation of Article 102 Treaty on the Functioning of the 
European Union to the Court of Justice of the European Union 
(LTE-Standard)

With respect to the prerequisites of successfully raising the 
antitrust compulsory license defense in patent infringement 
proceedings, the established case law of the German Federal 
Supreme Court conflicts with the preliminary opinion of the 
European Commission (“Statement of Objections”) rendered 
on December 21, 2012 in antitrust investigations opened 
against Samsung. The patent infringement case at hand heard 
by the Dusseldorf District Court is based on alleged infringe-
ment of a patent declared to be essential for a mobile telecom-
munications standard. Because the decision to be rendered 
by the Dusseldorf District Court – in particular whether an 
injunction has to be granted – depends on whether the Dussel-
dorf District Court adopts the approach of the German Federal 
Supreme Court or of the European Commission, the Dusseldorf 
District Court stayed the patent infringement proceedings and 
made a referral for a preliminary ruling to the Court of Justice 
of the European Union asking the Court to answer five specific 
questions regarding the prerequisites of the antitrust compul-
sory license defense raised by Defendant (Case C-170/13).

In the case at hand, Huawei (“Plaintiff”) is the owner of the German part 
of the European Patent EP 2 090 050 B1 (“patent-in-suit”) concerning 
a method and apparatus for establishing a synchronization signal in a 
communication system. In March 2009, Plaintiff notified the application 
for the patent-in-suit to the European Telecommunication Standards 
Institute (“ETSI”) and claimed the patent-in-suit to be essential for the 
“Long Term Evolution (LTE)” standard used in mobile telecommunica-
tion industry. Further, Plaintiff committed to ETSI to grant irrevocable 
licenses for the patent-in-suit to any third party on fair, reasonable and 
non-discriminatory (“FRAND”) terms and conditions. ZTE (“Defendants”) 
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offer and distribute in Germany telecommunication network equipment, 
in particular base stations applying LTE software (“attacked embodi-
ments”). Between November 2010 and March 2011, Plaintiff and Defen-
dant to 1) exchanged opinions with respect to the alleged infringement 
of the patent-in-suit and the possibility of a license on FRAND terms. 
Plaintiff stated what it considered to be a FRAND license fee, whereas 
Defendant 1) requested a cross-license agreement regarding the respective 
patents of the parties having the effect that no license fees would have 
to be paid to Plaintiff. However, neither of the parties made a specific or 
even binding offer to conclude a license agreement. Eventually, Plaintiff 
sued Defendants for alleged infringement of the patent-in-suit – inter alia 
requesting injunctive relief.

In its order, the Dusseldorf District Court held that the patent-in-suit was 
in fact essential for the LTE-standard and that the attacked embodiments 
being standard compatible use the subject-matter of the patent-in-suit 
and are infringing. Further, it held that there is no high likelihood that the 
European Patent Office will revoke the patent-in-suit in opposition appeal 
proceedings so that there was no reason to stay the infringement procee-
dings until a decision on validity.

Therefore, the only remaining question was whether the so-called 
“FRAND”-defense (invoking an anticompetitive behavior entitling, as a 
remedy, to a compulsory license of the relevant technology on FRAND 
terms) raised by Defendant was successful. This would be the case if – in the 
circumstances of the case at hand – Plaintiff’s request for injunctive relief 
was an abuse of Plaintiff’s dominant position in the sense of Article 102 
Treaty on the Functioning of the European Union (“TFEU”). According 
to established German and European case law, the license market with 
respect to each standard-essential patent constitutes its own separate 
market. This market is dominated by the holder of the standard-essential 
patent, because due to the need to comply with the industry standard, 
there is no market access without a license to use the standard-essential 
patent. Further, a third party seeking to use the standard-essential patent 
has the right to be granted a license on FRAND terms. The same right may 
follow from the patent holder’s commitment to standard setting organi-
zations like ETSI to grant licenses on FRAND terms (cf. German Federal 
Supreme Court, decision of July 13, 2004, GRUR 2004, 966 – Standard-
Spundfass). In its “Orange-Book-Standard” decision, the German Federal 
Supreme Court established that a Defendant may invoke the right to a 
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compulsory license as an objection (“compulsory license defense”) in pa-
tent infringement proceedings against the holder of a standard-essential 
patent seeking injunctive relief (cf. German Federal Supreme Court, decis-
ion of May 6, 2009, GRUR 2009, 694 – Orange-Book-Standard).

In its order, the Dusseldorf District Court outlines that there is a contro-
versy over the prerequisites of the compulsory license defense:

According to the current practice in Germany established by the German 
Federal Supreme Court in its “Orange-Book-Standard” decision,  
a plaintiff seeking an injunction based on a standard-essential patent 
only abuses its dominant position if (1) the defendant has made a bin-
ding and unconditional offer to enter into a license agreement which the 
plaintiff may not refuse without violating its obligations under competi-
tion law, and if (2) the defendant fulfills its obligations under the future 
license agreement in advance. In particular, the defendant must not 
make a license offer under the contractual condition that the infringe-
ment court eventually finds a use of the patent-in-suit, i.e. in favour of 
infringement. If the defendant is of the opinion that the license royalty 
requested by the plaintiff is abusively high, the defendant may leave the 
amount of the applicable license fee to be determined by the plaintiff 
such that after conclusion of the license agreement a court may review 
whether the plaintiff’s determination is in fact FRAND. However, for 
the time being, the defendant must render accounts regularly and must 
deposit a respective license fee which is in any case sufficient (Orange-
Book-Standard, supra).

On the other hand, in antitrust investigations opened against Samsung, 
the European Commission issued a preliminary view (“Statement of 
Objections”) according to which seeking injunctive relief may already be 
abusive in cases “where SEPs are concerned and the potential licensee is 
willing to negotiate a license” on FRAND terms (our emphasis, cf. press 
release, December 21, 2012).

Against this background, the Dusseldorf District Court found that, in the 
case at hand, according to the criteria of the German Federal Supreme 
Court, the antitrust compulsory license defense must fail because the 
license offers discussed are insufficient for various reasons. However, 
according to the criteria stated by the European Commission, the infrin-
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gement case heard must be dismissed because Defendants were willing 
to negotiate a license – although it was unclear what the requirement 
“willing to negotiate a license” actually means.

The Dusseldorf District Court goes on to comment that it did not have a 
formal obligation to refer the case to the Court of Justice, but – in view 
of the great practical relevance of this issue – nevertheless exercised its 
discretion under Article 267 TFEU to stay the infringement proceedings at 
hand and to ask the Court of Justice the following questions:

1. Does the owner of a standard-essential patent, who declared towards a 
standards body his willingness to grant to any third party a license on fair, 
reasonable and non-discriminatory terms, abuse his dominant position in 
the market if he seeks injunctive relief before a court, despite the infrin-
ging party having declared its willingness to negotiate such license

or

is an abuse of the dominant position in the market only to be assumed 
in case the infringing party has made an acceptable unconditional offer 
to conclude a license agreement, which the patent owner cannot refuse 
without unreasonably restricting the infringing party or violating the prin-
ciple of non-discrimination, and the infringing party fulfills his contractu-
al obligations in anticipation of the license to be granted for past activities 
falling under the SEP?

2. If an abuse of a dominant position in the market is to be assumed alrea-
dy when the infringing party is willing to negotiate:

Does Article 102 TFEU stipulate any specific requirements in terms of 
quality and/or time with respect to the willingness to negotiate? In parti-
cular, can such willingness already be assumed in case the infringing party 
merely declared (orally) in a general manner that it is willing to enter into 
negotiations or is the infringing party required to be in negotiations alrea-
dy, e.g. by naming specific conditions, under which it would be willing to 
conclude a license agreement?

3. Insofar as the abuse of a dominant position in the market requires an 
acceptable unconditional offer to conclude a license agreement:



143Patent Law 2013

Does Article 102 TFEU stipulate any specific requirements in terms of 
quality and/or time with respect to such offer? Does the offer have to 
comprise any and all stipulations that can are usually included in license 
agreements in the technical field in question? In particular, can the offer 
be made under the condition that the standard-essential patent is in fact 
used and/or is held to be valid?

4. Insofar as the abuse of a dominant position in the market requires 
fulfillment of obligations by the infringing party from the license to be 
granted:

Does Article 102 TFEU stipulate any specific requirements with respect 
to these acts of fulfillment? Particularly: Is the infringing party obliged 
to render accounts about past activities falling under the SEP and/or to 
pay license fees? Given the case, is it possible to fulfill an obligation to pay 
license fees by means of providing a security?

5. Do these conditions, under which an abuse of power by the owner of a 
standard-essential patent must be assumed, also apply to other requests 
brought before court (rendering of accounts, recall, compensation for 
damages)?

Reported by Dr. Thomas Gniadek and Michael Kobler
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Smartbook
Court: German Federal Patent Court  
Date: February 16, 2012  
Decision: 30 W (pat) 32/11 

Requirements for the cancellation of a trademark due to abso-
lute grounds – absence of distinctiveness at time of registration 
(Smartbook)

The German Federal Patent Court rejected a cancellation re-
quest of a U.S. company against the German trademark 
 “smartbook” of Smartbook AG stating that a registered trade-
mark can only be declared invalid on grounds of lack of dis-
tinctiveness and descriptiveness (Section 8 [2] [1 – 3] German 
Trademark Act) if it can be established beyond any doubt that 
these grounds existed at the relevant times, i.e. both at the date 
of registration of the trademark and at the date of the decision 
about the cancellation request. If such an assessment is not 
possible, the trademark must remain registered, in particular 
in marginal or doubtful cases. 

Smartbook AG is the owner of the German trademark no 305 05 515 
“smartbook” (word mark), filed on February 01, 2005 and registered on 
May 31, 2005, covering a large list of goods in classes 07, 09 and 14, inter 
alia computer, notebooks and laptops.

Since the year 2009, Smartbook AG and a U.S. company argue about the 
mark “smartbook”. The U.S. company requested the cancellation of the 
trademark “smartbook” and the slogan “smartbook for smart people” of 
Smartbook AG.
 
The German Patent and Trademark Office (GPTO) accepted the cancel-
lation request of the trademark “smartbook” in 2011, considering that, at 
the time of registration, the mark was descriptive and devoid of distinc-
tiveness. According to the GPTO, the term “smart” had become a synonym 
for “device-related intelligence”, and “-book” was introduced by the term 
“notebook” for portable computers. Consequently, the composite term 
“smartbook” would simply refer to “a portable computer with device-
related intelligence”. Smartbook AG appealed to the Federal Patent Court 
and obtained the rejection of the cancellation request. 
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In essence, the Federal Patent Court emphasized that the finding of 
absolute grounds after a mark has been registered – in the present case 
lack of distinctiveness and descriptiveness – is subject to strict conditions. 
Furthermore, the absolute grounds of Section 8 (2) No 1–3 of the Ger-
man Trademark Act are based on the specific interests of the competitors 
– contrary to other absolute grounds, such as the exclusion of misleading 
marks or marks which are contrary to morality, which are expressions 
of the public interest. Consequently, as the present mark “smartbook” 
had been used unchallenged for around four years (i.e. the time between 
registration of the trademark “smartbook” in May 2005 and filing of the 
cancellation request in December 2009), the Federal Patent Court was of 
the opinion that such a long period is a clear indication that the relevant 
interests of the competitors were not affected. 

As regards the inherent distinctiveness of the mark “smartbook”, the 
Federal Patent Court ruled that the mark had neither a direct meaning in 
relation to the goods in question at the time of registration in May 2005, 
nor was a future descriptive use of the composite mark “smartbook” fore-
seeable. According to the generous standards established by the German 
Federal Supreme Court, even a little degree of distinctiveness of a mark is 
sufficient to overcome the absolute bar of protection. 
 
Only in case an average consumer perceives the mark in question im-
mediately and without any further thinking as an obvious descriptive 
indication in relation to the goods and services concerned, the mark lacks 
any distinctive character. The mere theoretical possibility that the mark 
in question could convey a statement of facts is not sufficient to deny the 
distinctiveness of the mark. 

The appeal to the German Federal Supreme Court has been granted and 
already filed (Case I ZB 57/12). 

Remarks

The decision is noteworthy because it underlines the difficulties in obtain-
ing cancellation of marks which, under present understanding, clearly ap-
pear to lack distinctive character or are descriptive, but where it is difficult 
if not impossible to obtain a clear picture of customer perceptions at the 
time of registration. Thus, it can be assumed that the relevant consumers 
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today would associate the term “smartbook” with an “intelligent” portable 
computer, particularly in light of the common terms smartphone, note-
book, netbook etc.. The cancellation request failed, however, because of 
the difficulty of establishing the presence of absolute grounds at the time 
of registration, and any doubts in this regard were resolved in favor of the 
trademark proprietor. As the case has been appealed to the German Fed-
eral Supreme Court, it will be interesting to see whether the approach of 
the Federal Patent Court, which is actually in line with previous Supreme 
Court case law, will be upheld. 

Registration of “smartbook”, it should be pointed out, does not mean 
that any use of “smart” or  “book” or a combination of these terms would 
automatically result in a finding of infringement. As an additional remark 
in this context it should be mentioned that the Office of Harmonization 
(OHIM) has recently accepted the Community trademark application 
“ULTRABOOK” (word mark) of the company Intel, filed on May 31, 2011 
and published on September 12, 2011, covering various computer goods in 
class 09.

Reported by Karin Costescu
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Fluorescence microscope 
system
Court: German Federal Patent Court  
Date: November 22, 2012 
Decision: Case 17 W (pat) 43/09 

German Federal Patent Court on admissibility of an opposition 
filed against a  patent based on the ground of a lack of practica-
bility (Fluoreszenzmikroskopiesystem/fluorescence  microscope 
system)

An opposition filed against a patent based on the ground of 
a lack of practicability is admissible even if the opposition is 
based on a (partially) wrong interpretation of the claim wor-
ding, as long as this wrong interpretation is not arbitrary.

In the present case, the appellant had filed an opposition against the Ger-
man patent DE 10 2006 004 232 based on the ground of a lack of practi-
cability (Section 59 German Patent Act in connection with Section 21 [1] 
[2] German Patent Act). Lack of practicability in this sense means that the 
patent is regarded not to disclose the invention in a manner sufficiently 
clear and complete for it to be carried out by the person skilled in the art.

The opposition was rejected by the German Patent and Trademark Office 
as being inadmissible for not fulfilling the formal requirements of an 
opposition (Section 59 [1] [4] German Patent Act). The German Patent 
and Trademark Office argued that the ground for opposition is based on a 
misinterpretation of the claim wording and only due to this misinterpreta-
tion the alleged lack of practicability would arise.

Against this decision, the appellant filed an appeal with the German 
Federal Patent Court. In its decision of November 22, 2012, the German 
Federal Patent Court set aside the decision of the German Patent and 
Trademark Office and highlighted that an opposition is admissible even 
if it is based on partially wrong interpretations of the claim wording, as 
long as these wrong interpretations are not arbitrary and may even be 
suggested by the claim wording. Furthermore, the Federal Patent Court 
highlighted that, in order to fulfill the formal requirements of an oppositi-
on (Section 59 [1] [4] German Patent Act), it would be sufficient to briefly 
outline the underlying facts, as long as the facts can be verified and proven 
by the German Patent and Trademark Office or the German Federal 
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Patent Court, respectively. In detail, in the present case, the patent claims 
concerned a system for the sequential observing of different fluorescent 
materials. Thereby, for one mode of operation, a filter is used which 
blocks emissions in the infrared spectrum. However, one of the materials 
to be observed is emitting light in the infrared spectrum. Hence, with 
the filter blocking emissions in the infrared spectrum, an observation of 
this material would not be possible. This would give rise to the objection 
with regard to the lack of practicability – light which is blocked cannot 
be observed. Thereby, from the claim wording, it was not unambiguously 
clear that in the second mode of operation not the material emitting in the 
infrared spectrum, but another material shall be observed. The patent hol-
der, however, was able to clarify this ambiguity based on the description, 
such that the patent was upheld in the amended version, eventually.

Remarks

In the present case, the German Federal Patent Court highlights that the 
formal requirements for an opposition to be admissible are very low and 
are already fulfilled if the underlying facts are briefly outlined, as long as 
they can be verified and proven by the German Patent and Trademark 
Office or the German Federal Patent Court, respectively. 

However, even though the requirements for the admissibility of an op-
position are set low, the German Federal Patent Court makes it unmista-
kably clear that there is still the question of whether or not the objection 
raised is also reasoned. Nevertheless, the decision seems to soften the 
boundary between the valid ground for opposition of a lack of practicabili-
ty and the not valid ground for opposition of a lack of clarity.

Therefore, “unclarity” may be a door opener for oppositions. Consequent-
ly, when claims are drafted, the claim wording has to be firmly checked 
as to not encompass features, which may be regarded to contradict each 
other, even if only unclear, in order not to open the door for an admissible 
opposition. Because once an opposition is admissible, there is always the 
risk for the patent holder that the opposition may also be successful and 
the patent is – in its entirety or at least partially – revoked.

Reported by Dr. Patrick Daum
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Fräsverfahren/Milling Method
Court: German Federal Supreme Court  
Date: May 7, 2013  
Decision: Case X ZR 69/11 

German Federal Supreme Court on the likelihood of damages 
in case of indirect infringement and the entitlement to claim 
damages and rendering of accounts after assignment of the 
patent (Fräsverfahren/Milling Method)

A likelihood of damages – being a necessary requirement for 
declaratory judgment to damages – is typically given if at least 
a single infringing action has taken place. In case of indirect 
patent infringement, not only the delivery but also the offer of 
the essential means can establish such likelihood of damages. 
Further, while only the registered owner of the patent-in-suit 
has the formal right to raise claims for patent infringement 
even after an assignment, the entitlement to such claims 
follows from the substantive legal position. Thus, it has to be 
requested that damages and accounting be performed towards 
the new patent owner already from the point in time of the 
assignment (and not only starting from the later formal regist-
ration of the new patent owner in the patent register). 

Plaintiff was the owner of the European Patent EP 1 034 865 (hereinafter 
the “patent-in-suit”) concerning a milling method. Because Defendant 
offered software suitable for performing a milling method according to the 
patent-in-suit, Plaintiff filed an infringement complaint against Defendant 
based on indirect infringement of claim 1 of the patent-in-suit. 

After Plaintiff had fully succeeded in the first instance proceedings 
(Munich District Court) including, inter alia, its motions for declaratory 
judgment concerning damages and for rendering of accounts, the second 
instance court (Munich Appeal Court) rejected such declaration for dama-
ges and accounting. The latter thereby held that a necessary likelihood of 
damages based on indirect patent infringement according to Section 10 
German Patent Act could only be established if the essential means – here 
Defendant’s software – had in fact been delivered to at least one customer. 
This could, however, not be determined in the present case. 
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Plaintiff appealed said decision of the Munich Appeal Court. Yet, in view 
of an assignment of the patent-in-suit after the second instance decision 
and the subsequent registration of the new patent owner in the patent 
register, in its appeal, Plaintiff claimed that the accounting and damage 
payments should be made to the new patent owner since his registration, 
alternatively since the assignment.

In the present decision, the German Federal Supreme Court confirmed 
that a declaratory judgment for damages indeed requires a certain like-
lihood that damages have actually occurred. However, such likelihood 
need not be high and can generally be assumed if at least a single illegal 
and culpable infringing act has been carried out. Other than the Munich 
Appeal Court, the Federal Supreme Court, however, held that this also ap-
plies to cases of indirect patent infringement even if a subsequent directly 
infringing act cannot be determined. Moreover, each of both possible acts 
of indirect patent infringement according to Section 10 German Patent 
Act – delivery or offer – can establish this likelihood of damages. Accor-
ding to the Supreme Court, an offer is also sufficient because it is rather 
likely that an offer is followed by a respective delivery so that, based on 
general experience, it can be expected that damages occurred.

Regarding the second but not less relevant issue at hand – the impact of a 
change of entitlement to a claim after assignment – the Federal Supreme 
Court noticed that the assignment of the patent-in-suit and the registrati-
on of change of ownership do not affect pending proceedings (cf. Section 
265 [2] [1] German Code of Civil Procedure); a plaintiff remains entitled 
to conduct the litigation (standing to sue). Nonetheless, the motions need 
to be adapted as far as the new patent owner is entitled to the claims.

Notably, the Federal Supreme Court held that the relevant point of time 
in this respect is the assignment and not the subsequent registration 
of the change of ownership in the patent register. Thereby, the Federal 
Supreme Court clearly distinguished between the substantive entitlement 
to claims arising from the patent ownership and the registration in the 
patent register (cf. Section 30 [3] [2] German Patent Act). While the latter 
is held to establish the standing to sue of the registered owner only, this 
does not have any further effect of legitimation regarding the substantive 
legal position. As a consequence, for the period following the assignment, 
damage claims and corresponding accounting claims, i.e. claims directed 
to a performance in favor of a specific person, need to be directed to a 
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performance to the actual (substantive) patent owner, irrespective of his/
her formal registration in the patent register. Meanwhile, the change of 
ownership does not affect the claim for injunctive relief as this general 
obligation is not directed to a specific beneficiary. 

Nonetheless, the formal registration in the patent register is still conside-
red to have a significant indicative effect for substantive entitlement of the 
registered owner. Thus, the registered owner generally does not have to 
prove his/her substantive entitlement, unless the opponent can show spe-
cific indications why the patent register shall be wrong in this respect. To 
what extent the registration of the registered patent owner indicates his/
her substantive entitlement and whether his/her registration may even 
lead to a shift of the burden of proof to his/her favor, has explicitly been 
left open by the Federal Supreme Court.

Remarks

Already in 2005, the Federal Supreme Court held that in case of indirect 
patent infringement only such damages need to be reimbursed that oc-
curred due to the use of the essential means in a directly patent infringing 
manner (GRUR 2005, 848 – Antriebsscheibenaufzug/Traction sheave 
elevator). This does, however, not mean that the sufficient likelihood of 
damages can only be assumed if in fact at least one act of direct patent 
infringement occurred. Rather, it is sufficient if the requirements of an 
indirect patent infringement are at hand (BGH GRUR 2006, 839 – De-
ckenheizung/Ceiling heating). 

In the present decision, the Supreme Court confirmed former caselaw and 
draws further conclusions from this case law. The Court established that 
already an offer of the essential means generally is a sufficient infringing 
act to claim a declaratory judgment regarding past and future damages.

In practice, the present decision means an easement for the plaintiff as he 
only has to show and prove indirect infringement of the patent-in-suit but 
need not demonstrate the likelihood of damages due to subsequent direct 
infringement. The findings of the Federal Supreme Court regarding the 
entitlement to claims and the standing to sue after a change of ownership 
of the patent-in-suit apply for cases of indirect patent infringement as well 
as for cases of direct patent infringement.
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The Court clearly stated that standing to sue and substantive entitle-
ment may fall apart. In that, the Supreme Court explicitly objected prior 
findings of German instance courts (cf. Dusseldorf Appeal Court, Case 
No 2 U 26/10, decision of June 24, 2011) according to which the formal 
registration of the new patent owner led to an irrefutable assumption of 
the entitlement to claim damages and accounting. To the contrary, the 
Federal Supreme Court clarified that the change of ownership impacts 
the right to claim damages and accounting already from the time of the 
assignment (not the time of the registration). 

However, it remains to be decided to what extent the formal registration 
also implies the substantive entitlement and, conversely, which specific 
facts or evidence need to be presented if the substantive ownership of 
the registered patent owner shall be disputed. In worst case, the present 
decision may be understood in that the full chain of assignment would 
eventually have to be presented and assessed by the court.

Reported by Nadine Heiartz and Diana Bauer-Hack, LL.M.
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ROLEX
Court: Court of Justice of the European Union  
Date: February 6, 2014 
Decision: Case C-98/13 

Trademark and copyright infringement through importation of 
infringing goods into the European Union from a third country 
and delivery to private purchaser (Blomqvist v Rolex – ROLEX)

The Court of Justice of the European Union clarifies that infrin-
ging goods sold by a non-EU entity via the Internet and shipped 
by post or otherwise into the EU are “infringing goods” subject 
to customs seizure.

Rolex was informed by Danish customs of the arrival by post from Hong 
Kong of a shipment to a private individual, Mr. Blomqvist, containing a 
watch suspected of infringing trademarks and copyrights of Rolex. Mr. 
Blomqvist did not agree to the seizure and destruction. Rolex brought a 
case against Mr. Blomqvist seeking an order that he should consent to 
the final customs seizure. When the case reached the Danish Supreme 
Court, the court referred the following questions to the Court of Justice 
of the European Union:

Is Article 4 (1) Directive 2001/29/EC (Information Society Directive) to be 
interpreted in such a way that it must be viewed as constituting “distribu-
tion to the public” in a Member State of copyright-protected goods if an 
undertaking enters into an agreement via a website in a third country for 
the sale and dispatch of the goods to a private purchaser with an address 
known to the vendor in the Member State where the goods are protected 
by copyright, receives payment for the goods and effects dispatch to the 
purchaser at the agreed address, or is it also a condition in that situation 
that the goods must have been the subject, prior to the sale, of an offer for 
sale or an advertisement targeted at, or shown on a website intended for, 
consumers in the Member State where the goods are delivered?

Is Article 5 (1) and (3) Directive 2008/95/EC (Trademarks Directive) 
to be interpreted in such a way that it must be viewed as constituting 
“[use] in the course of trade” of a trademark in a Member State if an 
undertaking enters into an agreement via a website in a third country 
for the sale and dispatch of goods bearing the trademark to a private 
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purchaser with an address known to the vendor in the Member State 
where the trademark is registered, receives payment for the goods and 
effects dispatch to the purchaser at the agreed address, or is it also a 
condition in that situation that the goods must have been the subject, 
prior to the sale, of an offer for sale or an advertisement targeted at, or 
shown on a website intended for, consumers in the State in question?

Is Article 9 (1) and (2) CTMR to be interpreted in such a way that it must 
be viewed as constituting “[use] in the course of trade” of a trademark in a 
Member State if an undertaking enters into an agreement via a website in 
a third country for the sale and dispatch of goods bearing the Community 
trademark to a private purchaser with an address known to the vendor in 
a Member State, receives payment for the goods and effects dispatch to 
the purchaser at the agreed address, or is it also a condition in that situati-
on that the goods must have been the subject, prior to the sale, of an offer 
for sale or an advertisement targeted at, or shown on a website intended 
for, consumers in the State in question?

Is Article 2 (1) lit b Regulation (EC) No 1383/2003 (Customs Regulati-
on) to be interpreted in such a way that it is a condition for the appli-
cation in a Member State of the provisions on the prevention of release 
for free circulation and the destruction of “pirated goods” that “distri-
bution to the public” must have occurred in the Member State under 
the same criteria as indicated in the answer to question 1?

Is Article 2 (1) lit a Regulation (EC) No 1383/2003 to be interpreted in 
such a way that it is a condition for the application in a Member State of 
the provisions on the prevention of release for free circulation and the 
destruction of “counterfeit goods” that “[use] in the course of trade” must 
have occurred in the Member State under the same criteria as indicated in 
the answers to questions 2 and 3?

The Court gave the following answer:

Regulation (EC) No 1383/2003 must be interpreted as meaning that 
the holder of an intellectual property right over goods sold to a person 
residing in the territory of a Member State through an online sales website 
in a non-member country enjoys the protection afforded to that holder 
by that regulation at the time when those goods enter the territory of that 
Member State merely by virtue of the acquisition of those goods. It is not 
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necessary, in addition, for the goods at issue to have been the subject, 
prior to the sale, of an offer for sale or advertising targeting consumers of 
that State.

Remarks

The importation of counterfeit or pirated goods into the European Union 
in small quantities to private purchasers of such goods has puzzled the 
authorities and the legal profession for some time. The private purchaser 
is not liable for infringement – he is not using in the course of trade or 
distributing to the public – and the foreign seller, the “importer”, is often 
not subject to being prosecuted at reasonable costs. When goods arrive at 
customs and the purchaser objects to their seizure, he cannot be sued, and 
often the goods must be released.

In the present case, Rolex used, for now successfully, an inventive ap-
proach, namely requesting not a decision that the importer, Mr. Blomq-
vist, had infringed Rolex rights but seeking a judgment ordering him to 
consent to final seizure and destruction. Nevertheless, the Danish Supre-
me Court, to whom Mr. Blomqvist had appealed – he must love his fake 
Rolex indeed very much – referred the questions reproduced above to the 
Court of Justice. The Court had no trouble finding that the goods had been 
distributed and imported into the EU “in the course of trade” – the seller 
is a commercial enterprise – and distributed in the EU. The goods are 
thus “infringing” goods within the meaning of the Customs Regulation. 
The Court, not being asked a question, did not speak at all to the question 
of how such infringing goods can be disposed of – perhaps not being suf-
ficiently aware that in the normal course of events when the recipient of 
the goods or the importer objects to the seizure, the proprietor must bring 
a civil infringement action, which is, as we have seen, not available against 
the private purchaser (see above). Thus, it is not clear at all whether the 
inventive approach by Rolex will succeed – that the goods are “infringing” 
is not really the final answer.

The proposals presented by the Commission in March 2013 for an amend-
ment of the Community Trademark Regulation and the Trademarks 
Directive seek to address the issue by an amendment of the infringement 
rights in Article 9 of the Regulation and the (new) Article 10 of the Directi-
ve. That proposal – in the Regulation – reads as follows:
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4. The proprietor of a European trademark shall also be entitled to pre-
vent the importing of goods referred to in paragraph 3 lit c where only the 
consignor of the goods acts for commercial purposes.

That provision states the obvious – the importation is done in the course 
of trade; and the provision does not provide an answer as to how to 
enforce it vis-à-vis a third-country seller. In view of the Court of Justice’s 
Rolex judgment the provision is actually no longer necessary. It remains 
to be seen how the legislature (Parliament, Council) will react to this 
decision, and whether they will – as they should – simply delete it from 
the project.

Regulation (EC) No 1383/2003 referred to in the questions and in the 
answer was replaced from January 15, 2014, by Regulation (EU) No 
608/2013 of the European Parliament and of the Council of June 12, 
2013, concerning customs enforcement of intellectual property rights and 
repealing Council Regulation (EC) No 1383/2003 (OJ 2013 L 181, p. 15). 
The answers of the Court would, however, be the same under the new 
Regulation because the definition of “counterfeit” and “pirated” goods in 
Article 2 (5) and (6) of Regulation No 608/2013, while worded somewhat 
differently, has not changed in substance: What is decisive is an infrin-
gement of a trademark or copyright in the Member State into which the 
goods are brought.

By the way: Under the old and under the new Regulation goods of a non-
commercial nature in a traveller’s luggage may not be seized by customs. 
Thus, Mr. Blomqvist could have peacefully imported a fake Rolex watch 
if he had travelled to Hong Kong himself, perhaps cheaper than fighting 
through many instances and losing in the end (counterfeiting and piracy 
are prohibited in Hong Kong as well).

Reported by Professor Dr. Alexander von Mühlendahl, J.D., LL.M.
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RED BULL
Court: Court of Justice of the European Union  
Date: February 6, 2014 
Decision: Case C-65/12 

Criteria for determining “due cause” for using a third party’s 
mark with reputation – use prior to the mark acquiring reputa-
tion (Leidseplein Beheer v Red Bull – RED BULL)

The Court of Justice of the European Union, for the first time, 
deals with a case where the defendant claims to have acted with 
“due cause” when using a mark similar to a mark with reputati-
on, relying on use prior to the mark having acquired its reputa-
tion.

Since July 11, 1983, Red Bull is proprietor of the word and figurative Be-
nelux mark RED BULL Krating-Daeng (Krating-Daeng is the name of the 
Thai drink on which RED BULL is based). Leidseplein is proprietor of the 
following Benelux registrations:

– the word and figurative mark “The Bulldog”, registered on July 14, 1983;

– the word mark “The Bulldog”, registered on December 23, 1999; and

– the word and figurative mark “The Bulldog Energy Drink”, registered on 
June 15, 2000.

Leidseplein has also been using “The Bulldog” as a trade name for hotel, 
restaurant and café services involving the sale of drinks.

Red Bull claimed trademark infringement, and Leidseplein defended its 
use, inter alia, by relying on “due cause” because of its prior use as a trade 
name. The first instance dismissed all claims, the second instance essen-
tially found in favour of Red Bull. The Hoge Raad – the Dutch Supreme 
Court – referred the following question to the ECJ:

Is Article 5 (2) Directive 89/104/EEC (Trademark Directive) to be inter-
preted as meaning that there can be due cause within the meaning of that 
provision also where the sign that is identical or similar to the trademark 
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with a reputation was already being used in good faith by the third party/
parties concerned before that trademark was filed?

The Court gave the following answer:

Article 5 (2) Directive 89/104/EEC must be interpreted as meaning that 
the proprietor of a trademark with a reputation may be obliged, pursuant 
to the concept of “due cause” within the meaning of that provision, to 
tolerate the use by a third party of a sign similar to that mark in relation to 
a product which is identical to that for which that mark was registered, if 
it is demonstrated that that sign was being used before that mark was filed 
and that the use of that sign in relation to the identical product is in good 
faith. In order to determine whether that is so, the national court must 
take account, in particular, of:

– how that sign has been accepted by, and what its reputation is with, the 
relevant public;

– the degree of proximity between the goods and services for which that 
sign was originally used and the product for which the mark with a 
reputation was registered; and

– the economic and commercial significance of the use for that product of 
the sign which is similar to that mark.

Remarks

Prior use has been the subject of an earlier case of the Court of Justice 
of the European Union in the well-known Chocoladefabriken Lindt & 
Sprüngli (Golden Bunny; Case C-529/07; cf. BARDEHLE PAGENBERG 
IP Report 2009/III) where the point was made that knowledge of a prior 
user may be an element in determining whether there was bad faith when 
seeking registration of a trademark.

In the present case, prior use (not: prior registration) again raises its 
head, and that in a jurisdiction where prior use of a mark does not have 
any legal effect, unless it is a well-known mark. What Leidseplein relied 
on actually was not use of a mark, but use as trade name for its restaurant 
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and hotel where also drinks were served. Leidseplein could not defend 
with absence of reputation, or – apparently – absence of similarity or link 
or detriment, and thus the referring court asked the question whether 
prior use could amount to due cause.

The two sides in the case took entirely contradictory positions as regards 
due cause, the one (Red Bull) arguing for a kind of objective “compulsi-
on”, the other for a more case-by-case analysis. The Court held in favour 
of the more flexible approach:

[44] Where the proprietor of the mark with a reputation has demonstra-
ted the existence of one of the forms of injury referred to in Article 5 (2) 
Directive 89/104/EEC and, in particular, has shown that unfair advantage 
has been taken of the distinctive character or the repute of that mark, the 
onus is on the third party using a sign similar to the mark with a reputati-
on to establish that he has due cause for using such a sign (cf., by analogy, 
Case C-252/07 Intel Corporation [2008] ECR I 8823, paragraph 39).

[45] It follows that the concept of “due cause” may not only include objec-
tively overriding reasons but may also relate to the subjective interests of 
a third party using a sign which is identical or similar to the mark with a 
reputation.

[46] Thus, the concept of “due cause” is intended, not to resolve a conflict 
between a mark with a reputation and a similar sign which was being 
used before that trademark was filed or to restrict the rights which the 
proprietor of that mark is recognised as having, but to strike a balance 
between the interests in question by taking account, in the specific context 
of Article 5 (2) Directive 89/104/EEC and in the light of the enhanced 
protection enjoyed by that mark, of the interests of the third party using 
that sign. In so doing, the claim by a third party that there is due cause for 
using a sign which is similar to a mark with a reputation cannot lead to 
the recognition, for the benefit of that third party, of the rights connected 
with a registered mark, but rather obliges the proprietor of the mark with 
a reputation to tolerate the use of the similar sign.

The Court then turned to the specific question of whether prior use could 
be a relevant circumstance and concluded with the answer reproduced 
above.
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We thus have another of the by now numerous cases were the Court sets 
out some general criteria but leaves it to the national court to decide the 
specific case (we refer, e.g., to the question of genuine use, the question of 
likelihood of confusion, the “link” in reputation cases, etc.). In the present 
case, it will be for the Dutch courts to decide whether the facts established 
justify applying the “due cause” exception to the protection of the by now 
certainly very famous RED BULL mark.

In the current proposals for amending the Community Trademark Regu-
lation and the Trademark Directive we find proposals for a comparable 
situation: Where a mark was acquired at a point in time when a mark with 
reputation did not yet possess that reputation and thus could not have 
successfully opposed the registration of the later mark, the result will be 
co-existence of both marks. It appears that so far this proposal has survi-
ved the scrutiny of the European Parliament, which adopted its position 
on February 25, 2014, and of the Council of Ministers, which still has to 
arrive at a common position.

Reported by Professor Dr. Alexander von Mühlendahl, J.D., LL.M.
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Gautzsch v Joseph Duna
Court: Court of Justice of the European Union  
Date: February 13, 2014 
Decision: Case C-479/12

Clarification of standards for establishing, challenging and 
enforcing Community designs (Gautzsch v Joseph Duna)

On August 16, 2012, the German Federal Supreme Court issued 
a decision, referring questions to the Court of Justice of the Eu-
ropean Union for a preliminary ruling, related to the establish-
ment, validity and enforcement of an unregistered Community 
design right, some of which are applicable to all design rights, 
including registered Community designs. The questions read as 
follows:

1. Is Article 11 (2) Community Designs Regulation (“CDR”) to be inter-
preted as meaning that, in the normal course of business, a design could 
reasonably have become known to the circles specialised in the sector 
concerned, operating within the European Union, if images of the design 
were distributed to traders?

2. Is the first sentence of Article 7 (1) CDR to be interpreted as meaning 
that a design could not reasonably have become known in the normal 
course of business to the circles specialised in the sector concerned, ope-
rating within the European Union, even though it was disclosed to third 
parties without any explicit or implicit conditions of confidentiality, if:

(a) it is made available to only one undertaking in the specialised circles, 
or

(b) it is exhibited in a showroom of an undertaking in China which lies 
outside the scope of normal market analysis?

3. (a) Is Article 19 (2) CDR to be interpreted as meaning that the holder of 
an unregistered Community design bears the burden of proving that the 
contested use results from copying the protected design?
3. (b) If Question 3 (a) is answered in the affirmative:
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Is the burden of proof reversed or is the burden of proof incumbent on 
the holder of the unregistered Community design lightened if there are 
material similarities between the design and the contested use?

4. (a) Is the right to obtain an injunction prohibiting further infringement 
of an unregistered Community design, provided for in Article 19 (2) and 
Article 89 (1) lit a CDR, extinguished over time?

4. (b) If Question 4 (a) is answered in the affirmative: Is such extinction 
governed by European Union law and, if so, by what provision?

5. (a) Is the right to bring an action seeking an injunction prohibiting 
further infringement of an unregistered Community design, provided for 
in Article 19 (2) and Article 89 (1) lit a CDR, subject to time-barring?

5. (b) If Question 5 (a) is answered in the affirmative: Is such time-barring 
governed by European Union law and, if so, by what provision?

6. Is Article 89 (1) lit d CDR to be interpreted as meaning that claims for 
destruction, disclosure of information and damages by reason of infringe-
ment of an unregistered Community design which are pursued in relation 
to the entirety of the European Union are subject to the law of the Mem-
ber States in which the acts of infringement are committed?

On February 13, 2014, the Court of Justice of the European Union (Third 
Chamber) ruled as follows:
1. On a proper construction of Article 11 (2) CDR, it is possible that an 
unregistered design may reasonably have become known in the normal 
course of business to the circles specialised in the sector concerned, 
operating within the European Union, if images of the design were distri-
buted to traders operating in that sector, which it is for the Community 
design court to assess, having regard to the circumstances of the case 
before it.

2. On a proper construction of the first sentence of Article 7 (1) CDR, it 
is possible that an unregistered design may not reasonably have become 
known in the normal course of business to the circles specialised in the 
sector concerned, operating within the European Union, even though it 
was disclosed to third parties without any explicit or implicit conditions 
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of confidentiality, if it has been made available to only one undertaking 
in that sector or has been presented only in the showrooms of an under-
taking outside the European Union, which it is for the Community design 
court to assess, having regard to the circumstances of the case before it.

3. On a proper construction of the first subparagraph of Article 19 (2) 
CDR, the holder of the protected design must bear the burden of proving 
that the contested use results from copying that design. However, if a 
Community design court finds that the fact of requiring that holder to 
prove that the contested use results from copying that design is likely to 
make it impossible or excessively difficult for such evidence to be produ-
ced, that court is required, in order to ensure observance of the principle 
of effectiveness, to use all procedures available to it under national law to 
counter that difficulty, including, where appropriate, rules of national law 
which provide for the burden of proof to be adjusted or lightened.

4. The defences of the extinction of rights over time and of an action being 
time-barred that may be raised against an action brought on the basis of 
Articles 19 (2) and 89 (1) lit a CDR are governed by national law, which 
must be applied in a manner that observes the principles of equivalence 
and effectiveness.

5. On a proper construction of Article 89 (1) lit d CDR, claims for the 
destruction of infringing products are governed by the law of the Mem-
ber State in which the acts of infringement or threatened infringement 
have been committed, including its private international law. Claims 
for compensation for damage resulting from the activities of the person 
responsible for the acts of infringement or threatened infringement and 
for disclosure, in order to determine the extent of that damage, of infor-
mation relating to those activities, are governed, pursuant to Article 88 
(2) CDR, by the national law of the Community design court hearing the 
proceedings, including its private international law.

Remarks

The Court’s answers to the questions and sub-questions above concern 
three different areas of unregistered Community design rights, namely 
questions of establishing (A 1), challenging (A 2) and enforcing such rights 
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(A 3 – 5). More precisely, A 3 – 5 relate to the issue of demonstrating 
infringement of an unregistered Community design right (A 3), possible 
defences against infringement (A 4) and the law applicable to claims for 
destruction, information and damages asserted EU-wide due to an in-
fringement of an unregistered Community design (A 5). A 2, 4 and 5 also 
have an impact on the law of registered Community designs (in addition 
to that, A 2 will influence national design law schemes in Europe as well), 
while A 4 and 5 also affect European trademark law because the applica-
ble provisions in the Community design and trademark law are more or 
less the same.

I. A 1 does not come as a big surprise given that Article 11 (2) CDR indeed, 
according to the Court of Justice, “lays down no restrictions relating to the 
nature of the activity of natural or legal persons who may be considered to 
form part of the circles specialised in the sector concerned.” Also in light 
of the fact that the wording of that provision requires “the normal course 
of business” to be taken into account when assessing whether events 
constituting disclosure could reasonably have become known to the circles 
specialised, “… traders which have not been involved in the design of the 
product in question cannot, in principle, be excluded from the group of 
persons who may be considered to form part of those circles” (likewise, 
the German Federal Supreme Court suggested taking the distribution sec-
tor into account).

More important, the Court of Justice found that whether the distribution 
of an unregistered design to traders in the sector concerned operating 
within the European Union is sufficient grounds for considering that that 
design could reasonably have become known in the normal course of busi-
ness to the circles specialised in that sector is a question of fact. Conse-
quently, the German Supreme Court will not be able to decide the case 
itself but will have to remand it to the lower instance.

II. The same, in principle, is also true for A 2. The Court of Justice found 
that “… it is possible that an unregistered design may not reasonably have 
become known in the normal course of business to the circles special-
ised in the sector concerned, operating within the European Union, even 
though it was disclosed to third parties without any explicit or implicit 
conditions of confidentiality, if it has been made available to only one 
undertaking in that sector or has been presented only in the showrooms 
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of an undertaking outside the European Union …”.  However, the question 
whether events taking place outside the European Union could reasonably 
have become known to persons forming part of those circles is a “… ques-
tion of fact; the answer to that question is dependent on the assessment, 
by the Community design court, of the particular circumstances of each 
individual case …”, according to the Court.

III. According to the Court of Justice, in view of the “… objective of 
providing uniform protection with uniform effect throughout the entire 
territory of the European Union […] and in view of the structure and 
broad logic of Article 19 (2) CDR, it should be held that […] the onus of 
proving that the contested use results from copying (a protected) design 
rests with (the) holder, whereas […] the onus of proving that the con-
tested use results from an independent work of creation rests with the 
opposing party.” However, “… if the Community design court finds that 
the fact of requiring the holder of the protected design to prove that the 
contested use results from copying that design is likely to make it impos-
sible or excessively difficult for such evidence to be produced, that court is 
required, in order to ensure observance of the principle of effectiveness, 
to use all procedures available to it under national law to counter that 
difficulty. Thus, that court may, where appropriate, apply rules of national 
law which provide for the burden of proof to be adjusted or lightened.” 
Consequently, again, national courts are authorized, and obliged, to make 
the specific findings in the individual case.

IV. The same, in principle, is also true for A 4 given that Community 
design law “… is silent on the subject of the extinction of rights over time 
(laches or acquiescence) and of an action being time-barred (statute of 
limitations), both of which are defences that may be raised against an 
action brought on the basis of Articles 19 (2) and 89 (1) lit a CDR thereof.” 
Accordingly, pursuant to Article 88 (2) CDR, these defences are “… gov-
erned by national law, which must be applied in a manner that observes 
the principles of equivalence and effectiveness …”.

V. Finally, when it comes to secondary claims other than those specifi-
cally provided for in Article 89 CDR, such as claims for destruction of 
infringing goods and for damages, the Court of Justice makes – somewhat 
surprisingly and contrary to what had been assumed by most observ-
ers – an important distinction between, on the one hand, claims for the 
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destruction of infringing products, which the Court classifies as a sanction 
within the meaning of Article 89 (1) CDR, and, on the other, claims for 
compensation for the damage resulting from acts of infringement and for 
disclosure of information relating to those activities, which, by contrast, 
the Court considers not to be “sanctions” within the meaning of that 
provision.

As a consequence, according to the Court, “… claims for the destruc-
tion of infringing products […] are governed by the law of the Member 
State in which the acts of infringement or threatened infringement have 
been committed, including its private international law (and) claims for 
compensation for damage resulting from the activities of the person re-
sponsible for the acts of infringement or threatened infringement and for 
disclosure, in order to determine the extent of that damage, of informa-
tion relating to those activities, […] are governed, pursuant to Article 88 
(2) CDR by the national law of the Community design court hearing the 
proceedings, including its private international law.”

Overall, it will be exciting to see how the fact-finding judges in the 28 
Member States will apply this rather general guidance from Europe’s 
highest authority in design law to their many individual cases.

Reported by Dr. Henning Hartwig
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KORNSPITZ
Court: Court of Justice of the European Union  
Date: March 6, 2014  
Decision: Case C-409/12 

Consumer perception determines whether a mark has become 
generic (Backaldrin Österreich The Kornspitz Company v Pfahnl 
– KORNSPITZ)

The Court of Justice of the European Union clarifies the situa-
tions when a mark becomes generic and what amounts to “acts 
or inactivity” on the part of the proprietor of the mark.

Backaldrin is proprietor of the Austrian mark KORNSPITZ, registe-
red, inter alia, for “flour and preparations made from cereals; bakery 
goods; baking agents, pastry confectionery, also prepared for baking; 
pre-formed dough […] for the manufacture of pastry confectionery”. It 
produces a bakery mix which it supplies to bakers who produce a bread 
roll oblong in shape with a point at both ends. The buyers of these mixes 
know that KORNSPITZ is Backaldrin’s mark. However, the end consu-
mers are not made aware by Backaldrin or the bakers that KORNSPITZ 
is a mark.

Pfahnl, a competitor of Backaldrin, requested the revocation of the mark 
KORNSPITZ on the ground that it had become the common name for 
the products, as provided for in Article 12 (2) lit a Directive 2008/95/
EC (Trademarks Directive) and in Section 33b Austrian Trademarks Act. 
The Austrian Patent Office granted the request. Backaldrin appealed to 
the “Oberste Patent- und Markensenat”. That tribunal, competent to 
review Patent Office decisions, considered that the revocation was in 
error as regards goods addressed to commercial customers. However, as 
regards goods addressed to end consumers, it decided to refer a series of 
questions to the European Court of Justice:

1. Has a trademark become “the common name [in the trade] for a 
product or service” within the meaning of Article 12 (2) lit a Directive 
2008/95/EC, where
(a) although traders know that the mark constitutes an indication of 
origin they do not generally disclose this to [end users], and
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(b) (inter alia) on those grounds, [end users] no longer understand the 
trademark as an indication of origin but as the common name for goods 
or services in respect of which the trademark is registered?

2. Can the conduct of a proprietor be regarded as “inactivity” for the pur-
poses of Article 12 (2) lit a Directive 2008/95 simply if the proprietor of 
the trademark remains inactive notwithstanding the fact that traders do 
not inform customers that the name is a registered trademark?

3. If, as a consequence of acts or inactivity of the proprietor, a trademark 
has become the common name for [end users], but not in the trade, is 
that trademark liable to be revoked if, and only if, end consumers have to 
use this name because there are no equivalent alternatives?

The Court gave the following answers:

1. Article 12 (2) lit a Directive 2008/95/EC must be interpreted as 
meaning that, in a case such as that at issue in the main proceedings, a 
trademark is liable to revocation in respect of a product for which it is 
registered if, in consequence of acts or inactivity of the proprietor, that 
trademark has become the common name for that product from the point 
of view solely of end users of the product.

2. Article 12 (2) lit a Directive 2008/95/EC must be interpreted as me-
aning that it may be classified as “inactivity” within the meaning of that 
provision if the proprietor of a trademark does not encourage sellers to 
make more use of that mark in marketing a product in respect of which 
the mark is registered.

3. Article 12 (2) lit a Directive 2008/95/EC must be interpreted as 
meaning that the revocation of a trademark does not presuppose that 
it must be ascertained whether there are other names for a product for 
which that trademark has become the common name in the trade.

Remarks

As regards the first question, the Court had to take a position, for the 
first time, as to the relevance if any of differences in the perception 
of a mark by end consumers and by commercial circles. In the earlier 
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BOSTONGURKA case decided in 2004 (Björnekulla Fruktindustrier, 
C-371/02), the Court had held that when judging the question whether 
a mark has become generic the opinion of all relevant sectors, including 
not only end consumers but also intermediaries and sellers, must be 
taken into account. Here, however, the Court concludes that the opinion 
of the end consumers is decisive (emphasis added):

[29]  However, as the Court pointed out in paragraph 24 of the judgment 
in Björnekulla Fruktindustrier, in general, the perception of consumers 
or end users will play a decisive role. It must be held, in line with what 
the Advocate General stated at points 58 and 59 of his Opinion, that in 
a case such as that at issue in the main proceedings, which is, subject to 
verification by the referring court, characterised by the loss of distinctive 
character of the trademark concerned from the point of view of the end 
users, that loss may result in the revocation of that trademark. The fact 
that the sellers are aware of the existence of that trademark and of the 
origin which it indicates cannot, on its own, preclude such revocation.

It is interesting to note that in this case not only the claimant Backal-
drin, but also the German and the French Governments and the Euro-
pean Commission took the view that a revocation was excluded as long 
as the commercial users knew that KORNSPITZ was a trademark. The 
Court did not really give reasons or an explanation why only the end 
users are decisive. A comparative law approach to the issue – which the 
Court usually avoids – would have shown that in the majority of Mem-
ber States in a case such as the present one the mark would not have 
been revoked – “Luxembourg locuta – causa finita”.

The second question had not previously been an issue in any Court 
of Justice case, and there is very little recent national case law on the 
nature of the “obligation” of the trademark proprietor to be or become 
active in the prevention of the degeneration of his mark to a “common 
name”. Backaldrin had apparently never required of the bakers that 
they use KORNSPITZ as a mark or point out to end consumers that 
KORNSPITZ is a mark. The Court classified this as “inactivity” within 
the meaning of the applicable provisions. This should send a message to 
all trademark proprietors whose marks are at risk of becoming gene-
ric – “inactivity” actually means what it says. They must positively act 
when such a risk appears – if they rest on their past performance, it may 
already be too late.
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As regards the third question, it appears correct that the absence or 
presence of alternative names for the respective product does not have 
any influence, as a matter of law, on the question whether a mark has 
become generic. Nevertheless, in practice it would appear easier for a 
trademark proprietor to take action against the generic use of his mark if 
alternatives are readily available.

Reported by Professor Dr. Alexander von Mühlendahl, J.D., LL.M.
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Court: Court of Justice of the European Union  
Date: May 8, 2014 
Decision: Case C-591/12 P

Rules for establishing likelihood of confusion – Earlier mark 
composed of one element and later mark incorporating earlier 
mark (Bimbo v OHIM and Panrico – DOGHNUTS v BIMBO 
DOUGHNUTS)

Panrico is proprietor of a number of Spanish trademarks 
consisting of the word “Doughnut” or variations thereof, such 
as in the present case “DOGHNUTS”. These marks, although 
reproducing the English word “doughnut”, have been protected 
for many decades in Spain and are understood as trademarks 
by the Spanish public, not as product names. Bimbo, one of the 
world’s largest bakery products company, sought registration of 
“BIMBO DOUGHNUTS” as a Community trademark (CTM) and 
expected an easy acceptance, since from Bimbo’s perspective 
“doughnuts” is a product name, just like “rolls” or the like. How-
ever, Panrico succeeded with its opposition based on its Spanish 
mark “DOGHNUTS” in all instances. The appeal against the 
General Court’s judgment of October 10, 2012, T-569/10, surpri-
singly gave rise to a hearing, an extensive opinion by Advocate 
General Mengozzi and a judgment by a five-judges chamber. The 
Court confirmed the rejection of Bimbo’s CTM application. 

In the course of its judgment, the Court confirmed its previous case law 
that all elements of conflicting trademarks must be taken into account, 
unless they are negligible, and that “DOUGHNUTS” in the later mark 
was not negligible in view of the relevant Spanish public. The Court also 
re-affirmed its judgment in the Medion case (Case C-120/04 – LIFE/
THOMSON LIFE):

24 In this connection, the Court of Justice has stated that it is possible 
that an earlier mark used by a third party in a composite sign that inclu-
des the name of the company of the third party retains an independent 
distinctive role in the composite sign. Accordingly, in order to establish 
the likelihood of confusion, it suffices that, on account of the earlier mark 

BIMBO DOUGHNUTS
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still having an independent distinctive role, the public attributes the 
origin of the goods or services covered by the composite sign to the owner 
of that mark.

25 None the less, a component of a composite sign does not retain such 
an independent distinctive role if, together with the other component or 
components of the sign, that component forms a unit having a different 
meaning as compared with the meaning of those components taken sepa-
rately.

26 In the present case, the General Court found, in paragraphs 79 and 
81 of the judgment under appeal, that, even if the element “bimbo” were 
dominant in the trademark for which registration was sought, the “dough-
nuts” element was not negligible in the overall impression produced by 
that trademark and, accordingly, the “doughnuts” element had to be taken 
into account in the comparison of the trademarks at issue.

27 In paragraph 97 of that judgment, the General Court stated that, since 
the “doughnuts” element is wholly meaningless for the relevant public, 
that element did not form, together with the other element of the sign, a 
unit having a different meaning as compared with the meaning of those 
elements taken separately. It accordingly found that the “doughnuts” ele-
ment still had an independent distinctive role in the trademark for which 
registration was sought and had therefore to be taken into account in the 
global assessment of the likelihood of confusion.

28 In paragraph 100 of the judgment under appeal, the General Court 
held that, in the light of all factors relevant to the case, the global as-
sessment confirmed the Board of Appeal’s conclusion that there was a 
likelihood of confusion.

29 Accordingly, the General Court did not conclude that there was a likeli-
hood of confusion merely from the finding that, in the trademark applied 
for, the “doughnuts” element has an independent distinctive role, but 
based its conclusion in that regard on a global assessment that included 
the different stages of the examination required under the case-law refer-
red to in paragraphs 19 to 25 above, and in the course of which it took into 
account the factors of the case. It thus correctly applied Article 8 (1) (b) 
CTMR.
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30 That conclusion is not invalidated by the other arguments put forward 
by Bimbo.

31 In so far as Bimbo criticises the General Court, first of all, for having 
used, in paragraph 97 of the judgment under appeal, the terms “dis-
tinctive character” and “wholly meaningless element”, suffice it to point 
out that, in that paragraph, the General Court merely rejected Bimbo’s 
submissions purporting to establish that, being devoid of distinctive 
character, the “doughnuts” element is not to be taken into account in the 
assessment of the likelihood of confusion.

32 The General Court thereby supplemented its assessment, set out in 
paragraph 81 of the judgment under appeal, that the “doughnuts” element 
was not negligible in the overall impression produced by the trademark 
for which registration was sought and that it had therefore to be taken 
into account in the comparison of the trademarks at issue. In so doing, the 
General Court in no way confused the terms in question.

33 Next, in so far as Bimbo argues that the General Court disregarded 
the rule that a finding that one component of a composite sign has an 
independent distinctive role constitutes an exception, that must be duly 
substantiated, to the general rule that the consumer normally perceives a 
trademark as a whole, it should be pointed out that the purpose of exami-
ning whether any of the components of a composite sign has an indepen-
dent distinctive role is to determine which of those components will be 
perceived by the target public.

34 Indeed, as the Advocate General observed in points 25 and 26 of his 
opinion, it is necessary to ascertain, in each individual case, the overall 
impression made on the target public by the sign for which registration 
is sought, by means of, inter alia, an analysis of the components of a sign 
and of their relative weight in the perception of the target public, and 
then, in the light of that overall impression and all factors relevant to the 
circumstances of the case, to assess the likelihood of confusion.

35 The determination of which components of a composite sign contribu-
te to the overall impression made on the target public by that sign is to be 
undertaken before the global assessment of the likelihood of confusion of 
the signs at issue. Such an assessment must be based on the overall im-
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pression produced by the trademarks at issue, since the average consumer 
normally perceives a mark as a whole and does not proceed to analyse 
its various details, as has been stated in paragraph 21 above. Therefore, 
this does not involve an exception that must be duly substantiated to that 
general rule.

36 Moreover, the individual assessment of each sign, as required by the 
settled case-law of the Court of Justice, must be made in the light of the 
particular circumstances of the case and cannot therefore be regarded as 
being subject to general presumptions. As the Advocate General obser-
ved in point 24 of his opinion, it is clear, in particular, from the case-law 
subsequent to Medion that the Court of Justice did not introduce, in that 
judgment, a derogation from the principles governing the assessment of 
the likelihood of confusion.

Remarks

The confirmation of a General Court’s judgment by the ECJ is a common 
occurrence which would not normally merit any specific mention or ana-
lysis. However, the DOGHNUTS/BIMBO DOUGHNUTS judgment is sig-
nificant beyond the dismissal of the appeal because it confirms that LIFE/
THOMSON LIFE belongs to the core elements of the ECJ’s judgments on 
likelihood of confusion, requiring a finding of similarity of marks when the 
later mark incorporates the earlier mark as an independent element. There 
are still quite a number of court observers and commentators which consi-
der the “independent distinctive element” analysis a – rare –  exception to 
the general rule. Nevertheless, finding similarity of marks is not the end of 
the story – similarity is only one of the elements of the likelihood of confu-
sion analysis, which requires in addition to take into account the degree of 
similarity of the goods or services, the degree of similarity of the conflic-
ting marks and, in particular, the degree of distinctiveness of the earlier 
mark. Thus, if the common element has only weak distinctive character, 
there may well be no likelihood of confusion even if the later mark consists 
of an element which is the same as the earlier mark.

Reported by Professor Dr. Alexander von Mühlendahl, J.D., LL.M.
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Court: Court of Justice of the European Union  
Date: June 5, 2014 
Decision: Case C-360/12

Jurisdiction over foreign defendant for infringement of  
Community trademark and for acts of unfair competition  
(Coty Germany v First Note Perfumes – Coty)

Coty Germany is proprietor of a 3D Community trademark 
(CTM) consisting of the shape of a perfume bottle. It markets 
“Davidoff Cool Water Woman” in these bottles. When allegedly 
infringing products were brought on the German market, Coty 
sued First Note Perfumes, a Belgian company, for infringement 
of its CTM and unfair competition, alleging that First Note had 
sold the infringing products in Belgium to a third party which 
had brought them into Germany and sold them here. Coty 
claimed that First Note was liable for participating in the third 
party’s infringement and had committed comparative adverti-
sing and misappropriation. The actions were dismissed at first 
and second instance for lack of jurisdiction over the foreign 
defendant First Note. On appeal to the German Supreme Court 
the following questions were referred to the Court of Justice:

1. Is Article 93 (5) CTMR to be interpreted as meaning that an act of 
infringement is committed in one Member State (Member State A), within 
the meaning of [that provision], in the case where, as a result of an act 
in another Member State (Member State B), there is participation in the 
infringement in the first-named Member State (Member State A)?

2. Is Article 5 (3) Brussels I Regulation to be interpreted as meaning that 
the harmful event occurred in one Member State (Member State A) if the 
tortious act which is the subject of the action or from which claims are 
derived was committed in another Member State (Member State B) and 
consists in participation in the tortious act (principal act) which took place 
in the first-named Member State (Member State A)?

Article 98 (5) CTMR as codified, the provision corresponding to Artic-
le 93 (5) CTMR in its original version, provides for jurisdiction over a 
defendant for CTM infringement in the Member State where “the act of 

Coty
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infringement has been committed or threatened”. Article 5 (3) Brussels I 
Regulation provides that “a person domiciled in a Member State may, in 
another Member State, be sued […] in matters relating to tort, delict or 
quasi-delict, in the courts for the place where the harmful event occurred 
or may  occur”.

The Court gave the following answers:

1. The concept of ‘the Member State in which the act of infringement has 
been committed’ in Article 93 (5) CTMR must be interpreted as meaning 
that, in the event of a sale and delivery of a counterfeit product in one 
Member State, followed by a resale by the purchaser in another Member 
State, that provision does not allow jurisdiction to be established to hear 
an infringement action against the original seller who did not himself act 
in the Member State where the court seised is situated.

2. Article 5 (3) Brussels I Regulation must be interpreted as meaning 
that, in the event of an allegation of unlawful comparative advertising or 
unfair imitation of a sign protected by a Community trademark, prohibi-
ted by the law against unfair competition (Gesetz gegen den unlauteren 
Wettbewerb) of the Member State in which the court seised is situated, 
that provision does not allow jurisdiction to be established, on the basis 
of the place where the event giving rise to the damage resulting from the 
infringement of that law occurred, for a court in that Member State where 
the presumed perpetrator who is sued there did not himself act there. 
By contrast, in such a case, that provision does allow jurisdiction to be 
established, on the basis of the place of occurrence of damage, to hear an 
action for damages based on that national law brought against a person 
established in another Member State and who is alleged to have commit-
ted, in that State, an act which caused or may cause damage within the 
jurisdiction of that court.

Remarks

The Coty judgment is unfortunate as regards CTM infringements, and con-
firms the Court’s case law as regards Article 5 (3) Brussels I Regulation.

Concerning Article 5 (3) Brussels I Regulation, the case law of the Court 
of Justice, since the leading case Bier, Case 21/76, has consistently held 
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that an action seeking redress for unlawful acts may be brought both in 
the Member State where the defendant has acted, and in the Member 
State where the damage occurred. This rule also applies in cases of multi-
state infringements of intellectual property rights. The first question, 
regarding Article 98 (5) CTMR, sought clarification whether the same 
principle should apply in CTM infringement cases, where the wording of 
the provision differs somewhat from the wording of Article 5 (3) Brussels 
I Regulation. The answer of the Court – which followed the opinion of 
Advocate General Jääskinen – is clear: Jurisdiction is available only befo-
re the courts of the Member State where the defendant acted, not where 
the damage actually occurred. Thus, the Belgian defendant in the case 
before the German courts cannot be sued in Germany for infringement of 
Coty’s trademark rights, even if the Belgian defendant participated in the 
infringements committed by the German party (which was not before the 
Court).

This result is unfortunate because it makes the prosecution of infringe-
ments of Community trademarks more difficult by limiting the fora where 
a case based on Article 98 (5) CTMR may be brought. Also, the decision 
makes the enforcement of CTMs more difficult than the prosecution of 
infringements of national trademarks: The Court has previously judged, 
applying Article 5 (3) Brussels I Regulation, that infringements of national 
trademarks may be pursued both in the Member State where the mark is 
protected (Austria) and in the country where the infringer acted (Germa-
ny) (cf. Case C-523/10, Wintersteiger).

The only argument in the judgment, beyond the fact the words are diffe-
rent, relates to the scope of jurisdiction:

35 It should also be noted that the existence of jurisdiction under Article 
93 (5) [CTMR] based on the place where the alleged infringement pro-
duces its effects would conflict with the wording of Article 94 (2) CTMR, 
which limits the jurisdiction of Community trademark courts under Ar-
ticle 93 (5) [CTMR] to acts committed or threatened in the Member State 
where the court seised is situated.

That argument can, of course, be made also for the opposite interpretation, 
namely that where jurisdiction would be based on the effect rather than the 
action, the scope of jurisdiction would be similarly limited to the country 
where the damage occurred, rather than where the defendant acted.
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Another consequence of the Coty judgment is that in many situations the 
Member State where the defendant acted will be the Member State where 
the defendant is domiciled, and thus the bases of jurisdiction would in fact 
no longer be distinct. Finally, the Court disregards the situation of third-
country defendants which are not subject to jurisdiction in the third coun-
try, where they acted, and apparently also not in the Member State where 
the damage occurred. This means that, de facto, third country defendants 
must always be sued in a CTM court with EU-wide jurisdiction.

The unfortunate situation now can be corrected only through new legisla-
tion – it seems indeed unlikely that the Court will reverse itself in the near 
future.

As regards the second question, relating to Article 5 (3) Brussels I Regula-
tion, the answer is in line with the Court’s previous case law. In the future, 
German cases may increasingly be based on unfair competition claims 
rather than trademark infringement, so as to avoid a dismissal of the 
action for lack of jurisdiction. This is not exactly what the legislator had in 
mind when creating EU-wide intellectual property rights.

Reported by Professor Dr. Alexander von Mühlendahl, J.D., LL.M.
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Court: Court of Justice of the European Union  
Date: June 19, 2014 
Decision: Cases C-217 and 218/13

Criteria for determining whether a mark may be registered on 
the basis of acquired distinctiveness – Fixed percentages exclu-
ded – Burden of proof (Oberbank & Banco Santander v  
Deutscher Sparkassen- und Giroverband –  Sparkassen-Red)

The Deutscher Sparkassen- und Giroverband (German Savings 
and Current Accounts Association = DSGV), the association of 
German S & L institutions owned by German communities, is 
proprietor of a German single-colour trademark (a collective 
mark) of a shade of red, usually referred to as “Sparkassen-
Rot”. The mark was registered in Germany in 2007 with proof 
of acquired distinctiveness. When the mark was applied for in 
2002, it was rejected. However, DSGV was able to show acqui-
red distinctiveness, albeit with proof submitted in 2006. An in-
fringement action brought against the Spanish Banco Santan-
der and its German subsidiary, and claims asserted against 
Austrian Oberbank AG, both of which also used red in their 
commercial presence in Germany, were countered by invalidi-
ty actions. Invalidity actions based on absolute grounds must 
be brought before the German Patent and Trademark Office 
(GPTO) in Germany. These invalidity actions were rejected by 
the GPTO which ruled that the colour trademark was properly 
registered. The Federal Patent Court, the court competent for 
reviewing patent office decisions, considered that the degree 
of customer recognition proved by DSGV, above 65% subse-
quent to the time of filing, and also still at the time the case 
was to be decided, was not sufficient, and considered instead 
that at least 70% would be required. As the Court thought that 
the issue of the necessary degree of distinctiveness acquired 
through use was still an open question, it referred the fol-
lowing questions to the Court of Justice:

1. Does Article 3 (1) and (3) Trademarks Directive 2008/95 preclude an 
interpretation of national law according to which, for an abstract colour 

Sparkassen-Red
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mark (in this case: red HKS 13) which is claimed for services in the finan-
cial affairs sector, a consumer survey must indicate an adjusted degree of 
association of at least 70% in order to form a basis for the assumption that 
the trademark has acquired a distinctive character following the use which 
has been made of it?

2. Is Sentence 1 of Article 3 (3) Trademarks Directive 2008/95 to be inter-
preted to the effect that the time at which the application for the trademark 
was filed – and not the time at which it was registered – is relevant in the 
case where the trademark proprietor claims, in his defence against an 
application for a declaration invalidating the trademark, that the trademark 
acquired a distinctive character, following the use made of it, in any event 
more than three years after the application, but prior to registration?

3. In the event that, under the abovementioned conditions, the time at 
which the application was filed is also relevant:

Is the trademark to be declared invalid if it is not clarified, and can 
no longer be clarified, whether it had acquired a distinctive character, 
following the use made of it, at the time when the application was filed? 
Or does the declaration of invalidity require the applicant seeking that 
declaration to prove that the trademark had not acquired a distinctive 
character, following the use made of it, at the time when the application 
was filed?

The Court – judging without an opinion by the Advocate General – gave 
the following answers:

1. Article 3 (1) and (3) Trademarks Directive must be interpreted as 
precluding an interpretation of national law according to which, in the 
context of proceedings raising the question whether a contourless colour 
mark has acquired a distinctive character through use, it is necessary in 
every case that a consumer survey indicates a degree of recognition of at 
least 70%.

2. Where a Member State has not exercised the power laid down in Sen-
tence 2 of Article 3 (3) Trademarks Directive, Sentence 1 of Article 3 (3) 
of that directive must be interpreted as meaning that, in the context of 
invalidity proceedings in respect of a mark which is intrinsically devoid of 
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distinctive character, in order to assess whether that mark has acquired 
a distinctive character through use, it is necessary to examine whether 
such character was acquired before the date of filing of the application for 
registration of that mark. It is irrelevant in that regard that the proprietor 
of the mark at issue maintains that the mark has, in any event, acquired a 
distinctive character through use after the date of filing of the application 
for registration, but before the date of registration of that mark.

3. Where a Member State does not exercise the power laid down in Sen-
tence 2 of Article 3 (3) Trademarks Directive, Sentence 1 of Article 3 (3) 
of that directive must be interpreted to the effect that it does not preclu-
de, in the context of invalidity proceedings, the mark at issue from being 
declared invalid where it is intrinsically devoid of distinctive character 
and the proprietor of that mark has failed to show that it has acquired a 
distinctive character following the use which has been made of it before 
the date of filing of the application for registration.

Remarks

Proof of acquired distinctiveness was the central issue in the Chiemsee 
cases decided by the Court in 1999 (Joined Cases C-108 and 109/97). 
The Court there established the well-known “all circumstances” rule as 
regards the evidence to be taken into account in order to show that a 
sign was recognised by the relevant public, or at least a significant por-
tion of that public, as a trademark. Thus, it is not at all surprising that 
the Court rejects the German court’s notion that a public opinion survey 
must show that at least 70% of the public recognises the sign as a mark. 

In the course of its analysis of the question the ECJ rejects the notion, 
apparently also underlying the referring court’s reference, that for colour 
marks a higher degree of recognition is required than for other marks. The 
ECJ also confirms that public opinion surveys, widely used in Germany, 
may be called upon if necessary:

43 It should also be stated that Union law does not preclude the compe-
tent authority, where it has particular difficulty in assessing the distinc-
tive character acquired though use of the mark in respect of which re-
gistration or a declaration of invalidity is sought, from having recourse, 
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under the conditions laid down by its own national law, to an opinion 
poll as guidance for its judgment. If the competent authority finds it 
necessary to resort to such a survey, it must determine the percentage of 
consumers that would be sufficiently significant.

The most interesting part of that passage is that the national authority 
“must determine the percentage of consumers that would be sufficiently 
significant”.

The Court goes on to explain the relevance of such surveys:

48 It follows from the foregoing that it is not possible to state in general 
terms, for example by referring to predetermined percentages relating 
to the degree of recognition attained by the mark within the relevant 
section of the public, when a mark has acquired a distinctive character 
through use and that, even with regard to contourless colour marks, 
such as the mark at issue in the main proceedings, and even if a con-
sumer survey may be one of the factors to be taken into account when 
assessing whether such a mark has acquired a distinctive character 
through use, the results of a consumer survey cannot be the only decis-
ive criterion to support the conclusion that a distinctive character has 
been acquired through use.

The lessons to be drawn from this judgment seem to be the following:

–  The all-circumstances rule must be applied; 
–  Colour marks must be treated no different from other non-distinctive 

marks; thus, no higher degree of consumer recognition may be de-
manded;

–  Recourse to an opinion survey may be had if – and only if – the autho-
rity has “particular difficulties” in assessing distinctive character;

–  The authority must determine the required percentage;
–  A refusal or recognition of acquired distinctiveness may not be based 

on the results of a consumer survey alone.

The surprising part is that the ECJ allows national authorities to “deter-
mine the percentages” – this seems to conflict with the all circumstances 
rule. In any event, this being the latest pronouncement of the ECJ on the 
issue, national authorities, such as the German courts and the GPTO, 
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may feel encouraged to go forward with their percentage limits. The Ger-
man Federal Supreme Court in its judgment of October 17, 2013, I ZB 
65/12 – “test” recently considered at least 50% as necessary, and added 
that the percentage must be higher when the mark is “clearly descripti-
ve” (“glatt beschreibend”). 

However, the German court’s almost exclusive reliance on survey 
results is not in line with the ECJ’s approach to consumer surveys. The 
minimum-percentage rule of the German Supreme Court also seems 
to be no longer valid, since the ECJ explicitly rejects the notion that a 
fixed percentage may be applied (paragraph 48 cited above). Also the 
requirement of even higher percentages for certain kinds of marks is not 
permitted. Rather, authorities must always apply the “all circumstances” 
rule and may, or perhaps must, accept acquired distinctiveness even if 
the percentages established for consumer surveys are not reached.

No surprises as regards the second answer: The filing date is decisive.

As regards the answer to the third question, the straightforward ap-
proach of the ECJ to the issue of burden of proof and the placing of that 
burden on the trademark proprietor is surprising, given the fact that a 
mark with acquired distinctiveness was accepted upon proof of distinc-
tiveness submitted by the applicant to the respective trademark authori-
ty. Why should the proprietor be put to the proof again, merely because 
a third party is challenging the validity? This would appear not to be the 
“final word”, even though the principle “Roma locuta, causa finita” may 
be invoked.

Reported by Professor Dr. Alexander von Mühlendahl, J.D., LL.M.
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Karen Millen v Dunnes
Court: Court of Justice of the European Union  
Date: June 20, 2014 
Decision: Case C-345/13

Establishing individual character for unregistered Community 
designs (Karen Millen v Dunnes)

On June 24, 2013, the Court of Justice of the European Uni-
on received a request for a preliminary ruling from the Irish 
Supreme Court, concerning the interpretation of Articles 6 and 
85 (2) Community Designs Regulation (CDR). The request was 
made in proceedings between Karen Millen Fashions Ltd., on 
the one hand, and Dunnes Stores and Dunnes Stores (Limerick) 
Ltd., on the other, concerning asserted rights in an unregiste-
red Community design. The following two questions were refer-
red to the Court of Justice for a preliminary ruling:

1. In consideration of the individual character of a design which is claimed 
to be entitled to be protected as an unregistered Community design for the 
purposes of the CDR, is the overall impression it produces on the informed 
user, within the meaning of Article 6 CDR, to be considered by reference to 
whether it differs from the overall impression produced on such a user by 

(a) any individual design which has previously been made available to the 
public, or 

(b) any combination of known design features from more than one such 
earlier design?

2. Is a Community design court obliged to treat an unregistered Commu-
nity design as valid for the purposes of Article 85 (2) CDR where the right 
holder merely indicates what constitutes the individual character of the 
design or is the right holder obliged to prove that the design has individu-
al character in accordance with Article 6 CDR?

I.
Turning to the first question, the Court of Justice started with finding that 
there is nothing in the wording of Article 6 CDR supporting the view that 
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the overall impression referred to therein may be taken from a combi-
nation of features drawn from a number of earlier designs. Rather, the 
reference to the overall impression produced on the informed user by “any 
design”, under Article 6 CDR, indicated that any “[…] assessment as to 
whether a design has individual character must be conducted in relation 
to one or more specific, individualised, defined and identified designs 
from among all the designs which have been made available to the public 
previously”.

As regards Recitals 14 and 19 CDR, where the expressions “the existing 
design corpus” and “in comparison with other designs” appear, the Court 
held that the preamble to a Community act had “[…] no binding legal 
force and cannot be relied on either as a ground for derogating from the 
actual provisions of the act in question or for interpreting those provisions 
in a manner clearly contrary to their wording”. Moreover, as regards the 
reference to “combinations of known design features” in Article 25 (1) 
Sentence 2 TRIPS Agreement, the Court found that that provision is “[…] 
worded in optional terms and that, consequently, the parties to that agree-
ment are not required to provide for the novel character or originality of a 
design to be assessed in comparison with such combinations”.

Consequently, according to the Court of Justice, Article 6 CDR “[…] must 
be interpreted as meaning that, in order for a design to be considered to 
have individual character, the overall impression which that design pro-
duces on the informed user must be different from that produced on such 
a user not by a combination of features taken in isolation and drawn from 
a number of earlier designs, but by one or more earlier designs, taken 
individually”.

II.
As regards the second question, the Court started with stressing that, in 
order for an unregistered Community design to be treated as valid pur-
suant to Article 85 (2) CDR, the right holder of that design is required to 
prove that the conditions laid down in Article 11 CDR have been met and 
to indicate what constitutes the individual character of that design.

Given that Article 85 (2) CDR establishes a presumption of validity of un-
registered Community designs, the implementation of such presumption, 
according to the Court, is, by its very nature, incompatible with requi-
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ring the holder of a design to prove that it has individual character, i.e. 
“conditions laid down in Article 11” does not extend to Articles 3 to 9 CDR, 
including Article 6 CDR.

Turning to the second condition laid down in Article 85 (2) CDR, the 
Court of Justice ruled that requiring the holder of an unregistered Com-
munity design to indicate what constitutes the individual character of that 
design is “[…] unambiguous and cannot be interpreted as entailing an 
obligation to prove that the design concerned has individual character”. 
Rather, and “[…] although, given the lack of registration formalities for 
this category of design, it is necessary for the holder of the design at issue 
to specify what he wants to have protected under that regulation, it is suf-
ficient for him to identify the features of his design which give it indivi dual 
character”.

Consequently, according to the Court of Justice, Article 85 (2) CDR “[…] 
must be interpreted as meaning that, in order for a Community design 
court to treat an unregistered Community design as valid, the right holder 
of that design is not required to prove that it has individual character 
within the meaning of Article 6 CDR, but need only indicate what consti-
tutes the individual character of that design, that is to say, indicates what, 
in his view, are the element or elements of the design concerned which 
give it its individual character”.

Remarks

The decision in Karen Millen v Dunnes covers at least four aspects which 
appear worth being discussed in more detail:

Firstly, the Court confirms that the preamble to any Community act and, 
in particular, the Recitals of the Community Designs Regulation have no 
binding legal force and cannot be relied on for interpretation purposes 
in a manner clearly contrary to the wording of the text. This should be 
also valid in other situations, such as, for instance, when Recital 14 CDR 
requires that the “[…] assessment as to whether a design has individual 
character should be based on whether the overall impression produced on 
an informed user viewing the design clearly differs from that produced 
on him by the existing design corpus” (emphasis added) while Article 6 
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(1) CDR provides that a “[…] design shall be considered to have indivi-
dual character if the overall impression it produces on the informed user 
differs from the overall impression produced on such a user by any design 
[…]”.

Secondly, according to the Court, Article 25 (1) Sentence 2 TRIPS Agree-
ment (“combinations of known design features”) is worded in optional 
terms and, consequently, the parties to the TRIPS Agreement are not 
required to provide for the novel character or originality of a design to be 
assessed in comparison with such combinations. In view of the wording 
of the Designs Directive as regards determining the individual character, 
which is identical with the wording of the CDR, the same interpretation 
would also apply to national designs. 

Thirdly, the Court of Justice spent some paragraphs addressing and 
clarifying former guidance provided in PepsiCo v Grupo Promer (BAR-
DEHLE PAGENBERG IP Report 2011/V) and Neuman (BARDEHLE 
PAGENBERG IP Report 2012 Special/IV). The discussion is basically 
about whether it is correct to hold, in the Court’s words, “[…] that, when 
possible, the informed user will make a direct comparison between the 
designs at issue […] because that type of comparison actually relates to the 
impression produced on that user by earlier individualised and defined 
designs, as opposed to an amalgam of specific features or parts of earlier 
designs”. The Court continued to confirm that “[…] it cannot be ruled out 
that a direct comparison might be impracticable or uncommon in the 
sector concerned, in particular because of specific circumstances or the 
characteristics of the items which the earlier mark and the design at issue 
represent. […] It should be remembered, however, that although the Court 
acknowledged the possibility of an indirect comparison of the designs at 
issue, it went on to hold merely that the General Court had not erred in 
basing its reasoning on an imperfect recollection of the overall impression 
produced by those designs”. The Court does not explicitly disavow the 
“indirect comparison” approach but obviously sees a need to explain its 
previous judgments. However, these explanations do not provide a clearer 
picture: For instance, when might a direct comparison be “impracticable 
or uncommon in the sector concerned” and, in particular, what is meant 
and/or required when considering the “[…] specific circumstances or the 
characteristics of the items which the earlier mark and the design at issue 
represent […]”?
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Fourthly, the Court’s guidance, under the second condition set out in 
Article 85 (2) CDR, according to which it is sufficient for the holder of an 
unregistered Community design to “identify the features” or to indicate 
the “element or elements of the design concerned” which give it its indi-
vidual character is clearly helpful but lacks clarification, in the absence 
of any corresponding question of the referring Irish Supreme Court, as 
to how such identification must be exercised. For instance, does the right 
holder need to provide a complete language, including and weighing 
major and minor features of appearance, so as to identify completely and 
properly the overall impression of the design or does it suffice to submit 
a plain drawing or other picture indicating in simple terms the contours 
or elements of the design? Is the requirement to identify the features or 
elements establishing individual character a question of fact or a questi-
on of law? Should the right holder consider prior art when producing any 
kind of “claim”?

For now, it will be for the national courts to fill in these general indica-
tions of the Court. Hopefully further referrals to the Court of Justice will 
address these and other issues that may appear secondary but in fact may 
actually often be outcome-decisive.

Reported by Dr. Henning Hartwig



192Trademark Law 2014

Court: Court of Justice of the European Union  
Date: July 10, 2014 
Decision: Case C-420/13

Registrability of a mark for retail services relating not to goods, 
but to services (Netto Marken-Discount v Deutsches Patent- und 
Markenamt – Netto)

Netto Marken-Discount AG & Co. KG requested registration in 
Germany of the following mark

 
for goods and services in class 18, 25, 35, 36. As regards class 
35, the specification was as follows:

Services in the retail and wholesale trade, particularly the bringing to-
gether, for the benefit of others, of a variety of services enabling customers 
conveniently to purchase those services, particularly services provided by 
retail stores, wholesale outlets, through mail order catalogues or by means 
of electronic media, for example websites or television shopping pro-
grammes, in relation to the following services: in Class 35: Advertising; 
business management; business administration; office functions; in Class 
36: Issue of vouchers or tokens of value; in Class 39: Travel arrangement; 
in Class 41: Entertainment; in Class 45: Personal and social services inten-
ded to meet the needs of individuals.

The German Patent and Trademark Office rejected the application as 
regards class 35 because of an allegedly lacking proper demarcation bet-
ween the services requested and other services. The Federal Patent Court, 
to whom Netto appealed, considered that basic issues of service mark 
protection were raised by the appeal and referred the following questions 
to the Court of Justice:

Netto
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(1) Is Article 2 Trademark Directive to be interpreted as meaning that a 
service within the meaning of this provision also encompasses retail trade 
in services?

(2) If the answer to the first question is in the affirmative: Is Article 2 Trade-
mark Directive to be interpreted as meaning that the content of the services 
offered by the retailer must be specified in as much detail as the goods that a 
retailer markets?

(a) Does it suffice for the purposes of specification of the services if

(i) just the field of services in general or general heading, 

(ii) just the class(es) or 

(iii) each specific individual service is indicated?

(b) Do these indications then take part in determining the date of filing or is 
it possible, where general headings or classes are stated, to make substitu-
tions or additions?

(3) If the answer to the first question is in the affirmative: Is Article 2 Trade-
mark Directive to be interpreted as meaning that the scope of trade mark 
protection afforded to retail services extends even to services provided by the 
retailer itself?

As regards the first question, the Court has no difficulty in finding that the 
service of bringing together third-party services for clients may constitu-
te itself a service within the general terms of class 35. The Court applies 
the principles developed with regard to “retail services” for goods in Case 
C-418/02 (the so-called PRAKTIKER case) where it held:
The concept of ‘services’ referred to by First Council Directive 89/104/
EEC of December 21, 1988 to approximate the laws of the Member States 
relating to trademarks, in particular in Article 2, covers services provided in 
connection with retail trade in goods.

As regards the second question, it is no surprise that the Court did not go 
into details but limited its findings to the requirement of sufficient clarity 
and precision, as established in Case C-307/10 (the so-called IP TRANS-
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LATOR case), leaving it to the competent authority to make the required 
determinations. The Court indicated that the list supplied by Netto when 
referring to class headings may not comply with that requirement.

As regards the third question, the Court recognises that this is an entirely 
hypothetical question as the only issue before the referring court is the 
question of registrability, and the “scope of protection” is not in issue.

The Court recognises the relevance of the underlying issue, namely whether 
a service mark for bringing together services may also be granted when 
these services are the applicant’s own services. The Court appears to take 
the view, although this is not entirely clear, that assembling the applicant’s 
own services may not a service within the meaning of class 35. The Court 
concludes however that the mere possibility that the services could be the 
applicant’s own services does not suffice for the rejection:

[39] However, even though the assortment of services offered by Netto 
Marken Discount could include services provided by itself, that in no way 
casts doubt on the fact that the supply described in its application for 
registration, by means of the words ‘the bringing together, for the benefit of 
others, of a variety of services enabling customers conveniently to purchase 
those services’, is capable of being categorised, for the reasons set out in 
paragraphs 34 to 37 of this judgment, as a service. At the risk of depriving 
the applicant in the main proceedings of the possibility of having that sign 
registered as a trademark with respect to that bringing together service, its 
application for registration with respect to Class 35 of the Nice Classifica-
tion cannot be rejected on the sole ground that the assortment of services 
which it intends to provide to the consumer could also include services 
offered by itself.

The Court gives the following answers to the first and second question:

1. Services rendered by an economic operator which consist in bringing 
together services so that the consumer can conveniently compare and 
purchase them may come within the concept of ‘services’ referred to in 
Article 2 Trademark Directive.

2. The Trademark Directive must be interpreted as imposing a require-
ment that an application for registration of a trademark with respect to a 
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service which consists in bringing together services must be formulated 
with sufficient clarity and precision so as to allow the competent authori-
ties and other economic operators to know which services the applicant 
intends to bring together.

Remarks

The availability of service mark protection for enterprises bringing together 
a number of different services, in parallel to the availability of service mark 
protection for retail (or wholesale) services relating to goods, appears as a 
logical extension of the Court’s PRAKTIKER decision, where the Court had 
accepted the latter category of service mark, provided that the goods with 
regard to which the service was rendered are properly identified. The Court 
did not consider it necessary to decide or discuss the question of whether 
services brought together as described amounted to “retail” services. Inde-
ed, it seems questionable whether the concept of wholesale and retail can 
be applied to the rendering of services.

As regards services relating to the applicant’s own services, the scepticism 
in the present case contrasts with the ease with which the Court accepted 
that “retail services” with regard to goods may also be provided in relation 
to the applicant’s own goods, as decided on the same day (July 10, 2014), 
in the Apple Store case, C-420/12.

The decision in the Apple Store case, Case C-421/13, subject of a reference 
by the Federal Patent Court of the same day as the present reference, is 
the subject of a separate Report.

Reported by Professor Dr. Alexander von Mühlendahl, J.D., LL.M.
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Court: Court of Justice of the European Union  
Date: July 10, 2014 
Decision: Case C-421/13

Registrability of a 3D store design for retail services (Apple Inc. 
v Deutsches Patent- und Markenamt – Apple Store)

Apple Inc. requested extension of an international registration 
pursuant to the Madrid Protocol, based on a U.S. registration, 
inter alia to Germany. The mark is represented as follows:

 

Protection was requested for retail services in class 35 as follows: “retail 
store services featuring computers, computer software, computer peri-
pherals, mobile phones, consumer electronics and related accessories and 
demonstrations of products relating thereto”. The German Patent and 
Trademark Office (“DPMA”) rejected the requested extension on grounds 
of lack of distinctiveness. The Federal Patent Court, to whom Apple 
appealed, considered the requirement of distinctiveness to be met, but 
had doubts as to the registrability of the sign and doubted also whether 
Apple could obtain registration of the mark for retail services rendered in 
relation to its own goods. The Court referred the following questions to 
the Court of Justice:

(1) Is Article 2 Trademark Directive to be interpreted as meaning that the 
possibility of protection for the ‘packaging of goods’ also extends to the 
presentation of the establishment in which a service is provided?

(2) Are Articles 2 and 3 (1) Trademark Directive to be interpreted as 
meaning that a sign representing the presentation of the establishment in 
which a service is provided is capable of being registered as a trademark?

Apple Store
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(3) Is Article 2 Trademark Directive to be interpreted as meaning that the 
requirement for graphic representability is satisfied by a representation by 
a design alone or with such additions as a description of the layout or indi-
cations of the absolute dimensions in metres or of relative dimensions with 
indications as to proportions?

(4) Is Article 2 Trademark Directive to be interpreted as meaning that 
the scale of the protection afforded by a trademark for retail services also 
extends to the goods produced by the retailer itself?’

The Court analysed the first three questions together. It considered that 
the mark, being a two-dimensional design, complied with the requirement 
of graphic representability in Article 2 Trademark Directive, without any 
need to indicate dimensions or proportions, and without it being necessa-
ry to examine whether the mark can be taken as equivalent to the “pa-
ckaging” of goods:

[19] (…) Consequently, such a representation satisfies the first and second 
conditions referred to at paragraph 17 of this judgment, without it being 
necessary either, on the one hand, to attribute any relevance to the fact 
that the design does not contain any indication as to the size and propor-
tions of the retail store that it depicts, or, on the other hand, to examine 
whether such a design could equally, as a ‘presentation of the estab-
lishment in which a service is provided’, be treated in the same way as 
‘packaging’ within the meaning of Article 2 Trademark Directive.

Remarks

The registrability of visual representations of the store layout, whether of 
so-called “flagship” stores, or of other establishments, such as restaurants 
etc., has led to long discussions particularly in Germany where there were 
differing opinions also within the German Patent and Trademark Office 
and the Federal Patent Court. The discussion revolved around two sepa-
rate issues. First, there is the issue of registrability of such layouts as com-
plex “signs”, which were often considered to lack in “unity” (and thus assi-
milated to colour composition marks). As regards such combinations, the 
Court had held in 2004, in Case C-49/02, Heidelberger Bauchemie, that 
colours or combinations of colours which are the subject of an application 
for registration as a trademark, claimed in the abstract, without contours, 
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(…) may constitute a trademark for the purposes of Article 2 of the First 
Council Directive (89/104/EEC) of December 21, 1988 to approximate 
the laws of the Member States relating to trademarks where:

– it has been established that, in the context in which they are used, 
those colours or combinations of colours in fact represent a sign, and

– the application for registration includes a systematic arrangement 
associating the colours concerned in a predetermined and uniform way.

As regards registrability, the doubts of the Federal Patent Court appear 
understandable but inappropriate in the setting of the case: Apple was 
the owner of a U.S. 3D mark for the same services which served as a ba-
sis for the Madrid registration and thus the claim for protection in Ger-
many. Under Article 6 quinquies of the Paris Convention, the German 
Patent and Trademark Office and the German Patent Court did not have 
the authority to challenge the mark because of its “form” – it must be 
accepted “as is” (tel quel). The Paris Convention issue did not appear to 
have been considered by the Court of Justice. The Court however found 
an easy solution: The mark is a “figurative” mark, even though claimed 
as a 3D mark, and devices such as the representation in the present case 
are registrable, without any need for more specificity, by description or 
otherwise. Naturally, the requirement of distinctiveness must be met, 
but here we know from the referring court that it appeared that this was 
not considered to be an obstacle.

The second issue was whether registration as a mark for retail services 
in class 35 may be obtained also for the proprietor’s own goods. Why 
the second question was ever raised in the present case is difficult to 
understand because an applicant will not claim protection for retail 
services limited to goods made by himself. Apple in the present case had 
a description of goods which fitted its own products, but did not limit 
the specification to its own goods. The reference of the Federal Patent 
Court sought to deal with that “non-issue” in its fourth question, but 
the wording was so opaque, focusing on “scope of protection” rather 
than “subject matter”, that the Court had no difficulty in dismissing the 
question as inadmissible. It made however an effort to address the issue 
of “own goods” anyway, and concluded that there was no obstacle to ob-
taining a service mark registration for retail services rendered in relation 
to the applicant’s own goods.
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The debates concerning retail service marks are not concluded with this 
judgment, which addresses actually only a marginal point. The current de-
bate centers on the question of what actually is meant with “retail services” 
and how they can be distinguished from other services (e.g., transportati-
on of goods, insurance, etc.) and with the question whether and to which 
degree retail services relating to particular goods are similar to the goods 
when examining conflicts between marks. Case law is developing.

As regards the notion of “retail services”, the Court in this context makes 
another one of its sibylline statements, namely that these services must 
not be an “(…) integral part of the offer for sale”. The reason for this is 
clearer than the meaning of “integral part”: The sale of goods is not itself 
a service. Protection for the “sale of goods” may be obtained only by 
registering he mark for the goods in the goods classes. The issue may be-
come relevant only once the registered mark must be used in order to be 
maintained, and the question then arises whether the mark was actually 
used for “retail services”.

As regards use issues, with the statements of the Court on the “own goods” 
question it appears settled that if after five years the trademark proprietor 
uses his retail services mark only for his own goods, this will be sufficient 
provide the use is genuine.

The Court decided another retail services issue the same day, in Case 
C-420/13, Netto Marken-Discount, a reference also made by the Federal 
Patent Court, on the same day as the present reference, which is the sub-
ject of a separate Report.

Reported by Professor Dr. Alexander von Mühlendahl, J.D., LL.M.
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Court: Court of Justice of the European Union  
Date: July 17, 2014 
Decision: Case C-141/13 P

Opposition against Community trademark application based 
on a national German mark – Proof of genuine use – Amount 
of use and territorial scope of use – Review by Court of Justice 
(Reber v OHIM and Wedl & Hofmann – Walzertraum)

Reber Holding brought an opposition against Wedl & Hofmann’s Com-
munity trademark application

for coffee and sugar in class 30, based on its German trademark “Wal-
zertraum” registered inter alia for chocolate goods in class 30. When the 
applicant requested proof of use, Reber Holding provided evidence of 
use of the mark for hand-made pralines produced and sold in its shop in 
Bad Reichenhall, a small city in the Bavarian Alps, with sales of 40 to 60 
kg per year, and Internet advertising. The Opposition Division consi-
dered this proof of genuine use and rejected the application because of 
likelihood of confusion. OHIM’s Fourth Board of Appeal reversed, Case 
R 623/2008-4, concluding that the evidence of use was not sufficient to 
show genuine use. Reber Holding appealed, and the General Court dis-
missed the appeal (Case T-355/09). Upon Reber Holding’s further appeal, 
the Court of Justice dismissed the appeal.

Remarks

The decision is not noteworthy because of its outcome – the Court of 
Justice almost always (in more than 90 % of all appeals on points of law) 
confirms General Court judgments, may they appear contestable or not. 

Walzertraum
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The principal reason for this is that the Court of Justice considers most 
of the decisions based on factual findings which it must accept, unless the 
evidence has been distorted. We are not aware of a single trademark case 
where the “distortion of evidence” succeeded. It is also not noteworthy 
for the manner in which it was decided, namely by a three-judge panel 
(the Seventh Chamber, made up of Judge da Cruz Vilaça, President of 
the Chamber, and Judges Arestis, Rapporteur, and Bonichot), without 
an Advocate General. (Nowadays, a large proportion of these appeals is 
decided by reasoned Order when found manifestly inadmissible or mani-
festly unfounded). Not noteworthy either is the fact that the judgment is 
available only in the language of the proceedings, German, and French, 
the language used by the Court. This has become the norm in many cases 
– although the unavailability in other languages, notably English, does not 
facilitate the spreading of the knowledge of the Court’s judgments.

Noteworthy is the judgment for the legal conclusions it makes on some 
important issues of genuine use.

First, the Court states that “commercial use” is not in itself sufficient to be 
genuine (our translations):

[32] Contrary to the Appellant’s opinion the examination of genuine use 
of an earlier mark cannot be limited to mere finding of a use of the mark 
in the course of trade, because the use must in addition be genuine within 
the meaning of the wording in Article 53 (2) Trademark Regulation. Fur-
thermore the evaluation of “genuine use” of a mark depends from the cha-
racteristics of the respective goods or services on the respective market. 
Therefore, not any proven commercial use can be classified as genuine use 
of the mark in question. 

Many had understood the Court’s leading cases – Ansul and La Mer – as 
actually standing for the principle that “genuine” means actual use in 
a commercial sense, regardless of the volume and scope of use, at least 
for a national mark, while size of the market and territorial scope might 
become relevant for Community trademarks. It is troubling for the owners 
of earlier marks, which are actually used even though at a small scale, that 
they may not be enforceable vis-à-vis later Community trademarks.

Second, as regards the argument made by Reber Holding that the genu-
ineness of its use should be measured in regard of the goods for which it 
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had actually used the mark (hand-made pralines), and not for the broader 
category of goods for which the mark is registered (chocolate goods), the 
Court rejects this, as follows:

[42] In the present case it is established that the national word mark 
Walzertraum is registered for “pastries, confectioneries, chocolates, sugar 
goods” and not for “pralines”. The Court thus correctly started from the 
position that the goods of the earlier mark of the appellant are “chocola-
tes”.

[44] In the evaluation the examination carried out by the Fourth Board 
of Appeal of OHIM the court thus correctly considered the German 
market for chocolates, which means that the alleged error of an infrin-
gement of the obligation to state reasons must be seen as unfounded.

This is also a disturbing approach because it is (or perhaps we should say: 
was) generally assumed both for national and for Community trademarks 
that what is relevant are the goods (or services) for which the mark is 
actually used, not what the registration says. When the use is not made 
for all the goods for which the earlier mark is registered, only the actu-
ally used goods are taken into account. In fact, Article 42 (2) CTMR, also 
applicable to national marks, provides so explicitly:

If the earlier (…) trademark has been used in relation to part only of the 
goods or services for which it is registered it shall, for the purposes of the 
examination of the opposition, be deemed to be registered in respect only 
of that part of the goods or services.

The Court in our opinion disregarded this explicit mandate. Further 
appeals are not available. But perhaps this decision will in the end remain 
unnoticed, if only for the availability in German and French only.

Reported by Professor Dr. Alexander von Mühlendahl, J.D., LL.M.
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Hauck v Stokke et al
Court: Court of Justice of the European Union  
Date: September 18, 2014 
Decision: C-205/13

Criteria in the “Tripp Trapp” chair case for determining when 
to register three-dimensional product shapes as a trademark 
(Hauck v Stokke et al) 

The famous “Tripp Trapp” children’s chair in the Court 
of Justice of the European Union – does the chair consist 
exclusively of a shape which results from the nature of the 
good itself or which gives substantial value to the good? The 
answers of the Court create new uncertainties.

On September 18, 2014, the Court of Justice of the European Union is-
sued its long-awaited decision on how to interpret two specific absolu-
te grounds for refusal or invalidation of a 3-D mark, in a case involving 
Stokke’s adjustable “Tripp Trapp” children’s chair. More precisely, the 
case is about how to construct the exclusions from trademark protec-
tion for the shapes of goods provided by Article 3 (1) lit e Trademarks 
Directive, namely the exclusion of signs “consisting exclusively of the 
shape which results from the nature of the goods themselves” and 
“consisting exclusively of the shape which gives substantial value to the 
goods”.

The underlying request for a preliminary ruling under Article 267 
Treaty on the Functioning of the European Union was submitted by 
the Dutch Supreme Court in infringement proceedings between Stokke 
A/S and others (“Stokke”) against Hauck GmbH & Co. KG. Stokke sued 
Hauck, inter alia, for infringing the 3-D mark shown below, registered 
since 1999 as Benelux trademark No 639972 for “chairs, namely chairs 
for children” (“stoelen, met name kinder-stoelen”):
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The Hague Appeal Court had found that the attractive appearance of 
the “Tripp Trapp” chair gave that product substantial value and that its 
shape was determined by the very nature of the product — a safe, com-
fortable, reliable children’s chair. The Dutch Supreme court, where the 
case was pending on appeal, decided to stay the proceedings and refer 
three related questions to the Court of Justice for a preliminary ruling.

Remarks

Under European trademark law, a sign does not qualify for trademark 
protection when “consisting exclusively of the shape which results from 
the nature of the goods themselves”. The same applies in case of a sign 
“consisting exclusively of the shape which gives substantial value to the 
goods”. According to the Court of Justice’s third answer, both grounds 
for refusal may not be applied in combination, i.e., the test is not about 
whether the shape consist of elements in part resulting from the nature 
of the goods and, as regards other elements, giving substantial value 
to these goods. While the reference sought clarification as regards the 
interpretation of the provisions, the answers provide little clarity and 
will leave trademark proprietors and professionals struggling in seeking 
to understand or, in a case of conflict, to prove, as a matter of fact, when 
each of these two independent grounds for refusal apply.
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Starting with the second question, the Court, in essence, held that a sign 
which consists exclusively of the shape of a product “with several charac-
teristics each of which may give that product substantial value” does not 
qualify for protection. However, it remains obscure how to determine 
the qualifier “substantial” in relation to each of the specific characte-
ristics. Actually, the referring Dutch Supreme Court invited the Court 
of Justice to choose between a higher standard (“main or predominant 
value in comparison with other values”) and a lower standard (“other va-
lues, in addition to that value, to be considered substantial”). Having op-
ted in favour of the first alternative, the Court’s answer, overall, appears 
too general. Moreover, it is unclear how to demonstrate substantiality of 
several characteristics. While this seems to be, according to the second 
sentence of the second answer, a matter of fact, it remains unclear whe-
ther, for instance, a consumer survey would be acceptable to show that 
the shape of the “Tripp Trapp” chair, in the target public’s perception, 
consists of “several characteristics each of which may give that product 
substantial value”. Once again, it seems that the Court of Justice, being 
Europe’s final instance on points of law, leaving questions of facts to 
national authorities or, in Community trademark registration cases, to 
OHIM and the General Court, pronounces rules of law which are difficult 
to interpret and even more difficult to apply in practice, resulting in even 
less legal certainty.

The same, in principle, is true for the first answer, according to which, 
in essence, trademark protection is not available where a sign consists 
exclusively of the shape of a product “with one or more essential cha-
racteristics which are inherent to the generic function or functions of 
that product and which consumers may be looking for in the products 
of competitors.” Again, this legal concept with its cumulation of criteria 
is hard to be translated into daily administrative or judicial practice. 
What is or are the generic function of a product (or even more than only 
one!) and how are they to be proven? And, again, would a survey be a 
reasonable means of evidence showing that consumers “may be looking” 
for such particular characteristics inherent to the generic function of a 
product?

Luxembourg locuta, causa finita – but, once again, such kind of case law 
seems to offer stones instead of bread …
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Question 1

By its first question, the referring court asked, in essence, whether the 
first indent of Article 3 (1) lit e Trademarks Directive, which provides for 
the exclusion of shapes resulting from the nature of the goods themsel-
ves, is to be interpreted as meaning that the ground for refusal set out in 
that provision may apply only to a sign which consists exclusively of the 
shape which is indispensable to the function of the product in question or 
whether it may also apply to a sign which consists exclusively of a shape 
with one or more characteristics which are essential to the function of 
that product and which consumers may be looking for in the products of 
competitors.

The Court of Justice, as a starting point, recalled that the rationale of 
the grounds for refusal of registration laid down in Article 3 (1) lit e 
Trademarks Directive is to prevent trademark monopolies on technical 
solutions or functional characteristics of a product which a user is likely 
to seek in the products of competitors. Furthermore, according to the 
Court, the ground for refusal of registration set out in the first indent 
of Article 3 (1) lit e Trademarks Directive (“nature”) pursues the same 
objective as the grounds set out in the second (“technical result”) and 
third (“value”) indents of that provision. Accordingly, the first indent 
must be interpreted in a way that is consistent with the aims of the other 
two indents. 

The Court emphasised that the ground for refusal “shape resulting from 
the nature of the goods themselves”, on the one hand, does not apply 
where the trademark “(…) relates to a shape of goods in which another 
element, such as a decorative or imaginative element, which is not inhe-
rent to the generic function of the goods, plays an important or essential 
role (…).” On the other hand, such ground for refusal is not limited to 
“natural” products (which have no substitute) and “regulated” products 
(the shape of which is prescribed by legal standards). Rather, “(…) shapes 
with essential characteristics which are inherent to the generic function or 
functions of such goods must, in principle, also be denied registration.”

Consequently, the answer to the first question, according to the Court of 
Justice, was:
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The first indent of Article 3 (1) lit e Trademarks Directive must 
be interpreted as meaning that the ground for refusal of re-
gistration set out in that provision may apply to a sign which 
consists exclusively of the shape of a product with one or more 
essential characteristics which are inherent to the generic func-
tion or functions of that product and which consumers may be 
looking for in the products of competitors.

Question 2

By its second question, the referring court asked, in essence, whether the 
third indent of Article 3 (1) lit e Trademarks Directive, which provides 
for the exclusion of shapes giving substantial value to the goods, is to be 
interpreted as meaning that the ground for refusal of registration set out 
in that provision may apply to a sign which consists exclusively of the 
shape of a product with several characteristics each of which may give that 
product substantial value and if it is necessary to take the target public’s 
perception of the shape of that product into account during that assess-
ment.

The Court of Justice started answering this question with finding that the 
possibility of applying that provision should “(…) not be automatically 
ruled out when, in addition to its aesthetic function, the product concer-
ned also performs other essential functions.” More specifically, the Court 
held that “(…) the concept of a ‘shape which gives substantial value to the 
goods’ cannot be limited purely to the shape of products having only arti-
stic or ornamental value, as there is otherwise a risk that products which 
have essential functional characteristics as well as a significant aesthetic 
element will not be covered.”

As regards the impact of the target public, the Court held that the “(…) 
presumed perception of the sign by the average consumer is not a de-
cisive element when applying the ground for refusal set out in the third 
indent of the latter provision, but may, at most, be a relevant criterion 
of assessment for the competent authority in identifying the essential 
characteristics of that sign.”

Consequently, the answer to the second question, according to the Court 
of Justice, was:
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The third indent of Article 3 (1) lit e Trademarks Directive 
must be interpreted as meaning that the ground for refusal 
of registration set out in that provision may apply to a sign 
which consists exclusively of the shape of a product with 
several characteristics each of which may give that product 
substantial value. The target public’s perception of the shape 
of that product is only one of the assessment criteria which 
may be used to determine whether that ground for refusal is 
applicable.

Question 3

By its third question, the referring court asked, in essence, whether 
Article 3 (1) lit e Trademarks Directive is to be interpreted as meaning 
that the grounds for refusal of registration set out in the first and third 
indents of that provision may be applied in combination. The Court of 
Justice considered that a combination of the various grounds for refu-
sing registration was incompatible with the purpose of the provision 
which required that all the elements of one of the grounds are fulfilled 
before refusing the registration of a mark:

Article 3 (1) lit e Trademarks Directive must be interpreted 
as meaning that the grounds for refusal of registration set 
out in the first and third indents of that provision may not be 
applied in combination.

Remarks

Under European trademark law, a sign does not qualify for trademark 
protection when “consisting exclusively of the shape which results 
from the nature of the goods themselves”. The same applies in case of a 
sign “consisting exclusively of the shape which gives substantial value 
to the goods”. According to the Court of Justice’s third answer, both 
grounds for refusal may not be applied in combination, i.e., the test is 
not about whether the shape consist of elements in part resulting from 
the nature of the goods and, as regards other elements, giving subs-
tantial value to these goods. While the reference sought clarification 
as regards the interpretation of the provisions, the answers provide 
little clarity and will leave trademark proprietors and professionals 
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struggling in seeking to understand or, in a case of conflict, to prove, as 
a matter of fact, when each of these two independent grounds for refusal 
apply.

Starting with the second question, the Court, in essence, held that a 
sign which consists exclusively of the shape of a product “with several 
characteristics each of which may give that product substantial value” 
does not qualify for protection. However, it remains obscure how to 
determine the qualifier “substantial” in relation to each of the specific 
characteristics. Actually, the referring Dutch Supreme Court invited 
the Court of Justice to choose between a higher standard (“main or 
predominant value in comparison with other values”) and a lower stan-
dard (“other values, in addition to that value, to be considered subs-
tantial”). Having opted in favour of the first alternative, the Court’s 
answer, overall, appears too general. Moreover, it is unclear how to 
demonstrate substantiality of several characteristics. While this seems 
to be, according to the second sentence of the second answer, a matter 
of fact, it remains unclear whether, for instance, a consumer survey 
would be acceptable to show that the shape of the “Tripp Trapp” chair, 
in the target public’s perception, consists of “several characteristics 
each of which may give that product substantial value”. Once again, it 
seems that the Court of Justice, being Europe’s final instance on points 
of law, leaving questions of facts to national authorities or, in Com-
munity trademark registration cases, to OHIM and the General Court, 
pronounces rules of law which are difficult to interpret and even more 
difficult to apply in practice, resulting in even less legal certainty.

The same, in principle, is true for the first answer, according to which, 
in essence, trademark protection is not available where a sign consists 
exclusively of the shape of a product “with one or more essential cha-
racteristics which are inherent to the generic function or functions of 
that product and which consumers may be looking for in the products 
of competitors.” Again, this legal concept with its cumulation of crite-
ria is hard to be translated into daily administrative or judicial practi-
ce. What is or are the generic function of a product (or even more than 
only one!) and how are they to be proven? And, again, would a survey 
be a reasonable means of evidence showing that consumers “may be 
looking” for such particular characteristics inherent to the generic 
function of a product?
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Luxembourg locuta, causa finita – but, once again, such kind of case 
law seems to offer stones instead of bread …

Reported by Dr. Henning Hartwig
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Court: Court of Justice of the European Union  
Date: November 18, 2014 
Decision: Cases C-146/13 and C-147/13

Advocate General Opinion concludes that Spain’s actions 
against the Regulations establishing the Unitary Patent should 
be dismissed (Spain v Parliament and Council/Spain v Council) 

On November 18, 2014, Advocate General Yves Bot delivered 
his Opinion in the two cases in which Spain had challenged the 
Regulation establishing the Unitary Patent, and the Regulation 
establishing the applicable language regime (Regulation (EU) 
No 1257/2012 of the European Parliament and of the Council 
of December 17, 2012 implementing enhanced cooperation in 
the area of the creation of Unitary Patent protection, OJ 2012 
L 361, p. 1, Council Regulation (EU) No 1260/2012 of Decem-
ber 17, 2012 implementing enhanced cooperation in the area 
of the creation of Unitary Patent protection with regard to the 
applicable translation arrangements, OJ 2012 L 361, p. 89. The 
“package” further includes the Agreement on a Unified Patent 
Court signed on February 29, 2013, OJ 2013 C 175, p. 1). He con-
cludes that both actions should be dismissed as unfounded. 

According to the Advocate General, the sole purpose of the regulation 
on the unitary patent protection is to incorporate recognition of unitary 
effect through a European patent already granted under the EPC. To that 
end the EU legislature limited itself to stating the nature, conditions for 
grant and effects of unitary protection, covering only the phase subse-
quent to the grant of the European patent without affecting the proce-
dure regulated by the EPC. The protection conferred is regulated by the 
uniform implementation provisions of the regulation. 

As to Spain’s claim that the content of the Agreement on the UPC affects 
the Union’s powers and confers on a third party the power to determine 
unilaterally the application of the regulation, the Advocate General takes 
the view that the Court does not have jurisdiction to review the content of 
that Agreement in an action for annulment of the regulation. He obser-
ves that the Agreement does not fall within any of the categories of acts 
the lawfulness of which is subject to judicial review by the Court. It is 

Spain v Council
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an intergovernmental agreement negotiated and signed only by certain 
Member States on the basis of international law. As regards the entry 
into force of the regulation, which depends on the entry into force of the 
Agreement, the Advocate General considers that this is a reasonable solu-
tion in view of the link established between the Unitary Patent Regulati-
on and the establishment of the jurisdiction to adjudge conflicts relating 
to that patent.

As regards the regulation on the language arrangements, the Advocate 
General recalls that EU law has no principle of equality of languages. He 
acknowledges that persons who do not know one of the official languages 
of the EPO will be discriminated against and that the EU legislature has 
thus put in place a difference of treatment. In view of the absence of a 
rule requiring equality of all EU languages that discrimination is, how-
ever not contrary to primary EU law. Rather, the regulation pursues a 
legitimate objective and is appropriate and proportionate to the guaran-
tees and aspects which attenuate its discriminatory effect.

The Opinion is available from the Court’s website in almost all languages 
of the EU, interestingly however, at the time of the writing of this Report 
(November 19, 2014), not in English. A judgment of the Court of Justice 
should be expected within the next six months. Predictions about the out-
come remain speculative, although the Opinions of the Advocate General 
point in the direction of a possible dismissal of Spain’s actions.

Reported by Professor Dr. Alexander von Mühlendahl, J.D., LL.M.
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Armchairs
Court: General Court of the European Union  
Date: February 4, 2014 
Decision: Cases T-339/12 and T-357/12

Further guidance on how to test validity of a registered Com-
munity design (Armchairs)

In its latest decisions on design law the General Court had to 
decide in two parallel cases on the validity of two designs of 
armchairs over the same prior art:

The Board of Appeal had confirmed individual character of design B but 
denied individual character of design A. Both actions brought before 
the General Court were based on infringement of Article 6 CDR, i.e. the 
question of whether the allegedly invalid design displayed individual 
character.

In its decisions the General Court in a first step confirmed the concept 
of the informed user as being neither the well-informed and reasonably 
observant and circumspect average consumer who normally perceives 

Design A Design B Prior Design
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a design as a whole and does not proceed to analyse its various details, 
nor an expert or specialist capable of observing in detail the minimal dif-
ferences that may exist between the designs at issue. Thus, the qualifier 
“informed” means that, without being a designer or a technical expert, 
the user knows the various designs which exist in the sector concerned, 
possesses a certain degree of knowledge with regard to the features 
which those designs normally include, and, as a result of his interest 
in the products concerned, shows a relatively high degree of attention 
when he uses them (this definition is based on PepsiCo v Grupo Promer; 
cf. BARDEHLE PAGENBERG IP Report 2011/V). In the present case 
the informed user is a person who “habitually purchases” armchairs 
and puts them to their intended use and who has acquired information 
on the subject, inter alia, by browsing through catalogues of armchairs, 
going to relevant shops, downloading information from the Internet, or 
who is a reseller of those products.

In a second step the Court turned to the degree of freedom of the 
designer as being constrained by features imposed by the technical 
function of the product or an element thereof or by statutory 
requirements applicable to the product. Those constraints result in 
a standardisation of certain features, which will thus be common to 
the designs applied to the product concerned (cf. Kwang v Honda; 
BARDEHLE PAGENBERG IP Report 2011/IV). In the present case, the 
Court found that the freedom of the designer of armchairs is almost 
unlimited since armchairs can take any combination of colors, patterns, 
shapes and materials and that the only limitation for the designer is the 
fact that armchairs have to be functional, i.e. they must include at least 
a seat, a backrest and two armrests, and legs. In this context, the Court 
emphasized that a general design trend cannot be regarded as a factor 
that restricts the designer’s freedom.

Turning to the comparison of the overall impression the Court found 
that the only relevant difference between design A and the prior design 
consisted in the fact that the contested design included three cushions, 
which were not present in the earlier design. But, because they are not 
fixed but removable elements, the informed user will perceive the cush-
ions as less important and be more sensitive to the overall structure of 
armchairs. With respect to differences regarding the number of plates of 
the seat of the armchair (in case of design A and B beneath the cushions) 
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the Court confirmed its case law that a part of a product represented in a 
design that is outside the user’s field of vision will have no great impact 
on how the design in question is perceived by that user (cf. Bell & Ross 
v KIN; BARDEHLE PAGENBERG IP Report 2013/II). Since the further 
differences between design A and the prior design were only marginal 
the Court upheld the decision of the Board of Appeal.

As regards the comparison of the overall impression of design B and the 
prior design the Court confirmed the differences identified by the Board 
of Appeal. Further to the differences of visual appearance, the Court 
found that the informed user will perceive a higher seat and an inclined 
backrest and seat as affecting how he will be seated and that those dif-
ferences will give rise to a different level of comfort. As a consequence 
the General Court upheld – also in this case – the decision of the Board 
of Appeal.

Remarks

The confirmation by the Court of its case law regarding the informed 
user and the freedom of the designer – central concepts of European 
design law – is comforting, increasing legal certainty. Additionally, the 
present cases gave the opportunity to rule on how the informed user 
perceives the designs in question. The Court found that (i) the informed 
user will perceive removable elements as less important, (ii) parts of a 
product represented in a design that are outside the user’s field of vision 
will have no great impact on how the design in question is perceived, 
and (iii) the informed user will also perceive differences that will give 
rise to a different level of comfort of the armchairs in question.

While the decision may well be correct in the result, these findings still 
leave room for some questions. As regards the first finding, the presence 
or absence of cushions must have some impact on how the chairs are 
perceived, and this should be true regardless of whether the cushions are 
fixed or not. The “field of vision” notion seems to go against the need to 
analyse the respective designs in all their aspects. Also the third finding 
– elements increasing the comfort of use – seems surprising since the 
CDR protects the appearance of the whole or a part of a product, and the 
effect or purpose of a particular element of a design – “comfort” in the 
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present case – would seem to go beyond the normal manner of analysing 
two designs. We shall await further judgments of the Court with interest.

Reported by Anna Mattes
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Cezar
Court: General Court of the European Union  
Date: October 3, 2014 
Decision: Case T-39/13

Declaration of invalidity of a Community design cannot be 
based on an earlier design which, as a component part of a 
complex product, is not visible during normal use of that pro-
duct (Cezar Przedsiębiorstwo Produkcyjne Dariusz Bogdan 
Niewiński v OHIM and Poli-Eco Tworzywa Sztuczne)

This case concerns registered Community design No. 70438-
0002 (“contested design”) intended to be applied to “skirting 
boards” (Class 25-02 of the Locarno Classification) and repre-
sented as follows:

  
On September 11, 2007, an application for a declaration of invalidity with 
regard to the contested design was filed on the grounds of Article 25 (1) lit 
b Community Designs Regulation (“CDR”), i.e., asserting lack of novelty 
(Article 5 CDR) and lack of individual character (Article 6 CDR). The 
applicant argued that the contested design was not new, because identi-
cal designs had been placed on the market already in 1999. In support of 
its application, the applicant produced, inter alia, selected pages from a 
catalogue. By decision of May 31, 2010, the Invalidity Division of OHIM 
upheld the application for a declaration of invalidity, on the ground that 
the contested design was not new. It based its assessment on one of the 
representations from that catalogue reproduced below (“earlier design”):
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On November 8, 2012, the Third Board of Appeal of OHIM dismissed 
the appeal against the decision of the Invalidity Division. It held, in 
essence, that the contested design was invalid owing to its lack of no-
velty and individual character. More specifically, the Board of Appeal 
found that the contested design was part of a complex product and that 
the only part of that design visible during normal use (see Article 4 [2] 
[a] CDR) was the flat surface of its base part (interestingly, it seems 
to suffice, according to the Court, if “part of the design” remains visib-
le, in spite of the more explicit language in Article 4 (2) [a] CDR, that 
the “component part once it has been incorporated into the complex 
product” must remain visible). Since the flat surface of the contested 
design was the same as the flat surface of the earlier design, the Board of 
Appeal concluded that the two designs were identical and that, conse-
quently, the contested design was not new. Likewise, the overall impres-
sion produced by each of the designs at issue on an informed user was 
identical according to the Board of Appeal. The General Court of the Eu-
ropean Union annulled the decision of the Board of Appeal, upholding 
the design holder’s plea that the Board of Appeal was wrong to conclude 
that the contested design had no novelty or individual character.

In support of this conclusion, the Court, firstly, found that the contested 
design must be categorized as a “component part of a complex product”. 
According to the Court’s findings, the contested design constituted a 
component part of a complex product “where it is intended to cover a 
recess in a skirting board and, incidentally, a recess in a wall or floor”. 
In this respect, the Court held that “although potential uses of a design 
should not be ruled out, it should none the less be pointed out that a 
purely hypothetical use of the contested design cannot be taken into 
account (…)”.

Secondly, when determining the “visible features of the component part 
during normal use”, the Court started under the presumption that the 
“(…) only use of the contested design which can be taken into account 
for the purposes of the present analysis is its use as an insert to cover a 
recess. (…) Consequently, the visibility of the contested design’s features 
must be assessed solely in the context of its use as an insert to cover a 
recess in a skirting board or wall.” As a consequence, the Court agreed 
with the Board of Appeal’s conclusion that “(…) the only visible feature 
of the contested design during normal use would be its front surface 
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(…)”. In this context, the Court clarified that normal use does not include 
the regular disassembly and inspection of the insert.

Thirdly, and lastly, in assessing the overall impression of the earlier de-
sign, the Court clarified that Community design law “(…) does not requi-
re the graphic representation of a design in respect of which registration 
has been sought or that of a design which has already been made availa-
ble to the public to include a perspective view (…).” Following from that 
proposition, the Court addressed the issue of whether the earlier design 
is visible during normal use and found, on the grounds of the submitted 
catalogue, that the earlier design was not visible during normal use of 
the complex product of which it is a part. The Court continued to hold 
(at [51] – [52]):

“Since a design constituting a component part of a complex product 
which is not visible during normal use of that complex product cannot 
be protected under Article 4 (2) [a] CDR, it must be held, by analogy, 
that the novelty and individual character of a Community design cannot 
be assessed by comparing that design with an earlier design which, as a 
component part of a complex product, is not visible during normal use 
of that product. Therefore, the criterion of visibility (…) applies to the 
earlier design. OHIM also acknowledged at the hearing that the same 
criteria had to be applied to both the designs at issue.”

As a consequence, the General Court concluded that an application for a 
declaration of invalidity cannot be based on an earlier design which, as a 
component part of a complex product, is not visible during normal use of 
that product.

Remarks

This case is noteworthy – apart from the underlying facts, constellation 
and outcome. It is more in a fundamental sense that the Court’s decision 
is truly remarkable because the Court – rather generally – confirmed, 
applied and even extended what we have called the concept of reciprocity 
in European design law.

The key sentence is the one reproduced in para. 51 and 52 of the judg-
ment, quoted above, and it is remarkable that OHIM as the defendant 
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party agreed. Irrespective of the specifics of this case (and any other), the 
Court basically found that it is not allowed to treat the contested design 
and the prior reference differently, i.e., if a design constituting a compo-
nent part of a complex product which is not visible during normal use of 
that complex product cannot be protected, an earlier design which, as a 
component part of a complex product, is also not visible during normal 
use of that product cannot serve for a proper comparison of the respective 
overall impression under Article 6 (1) CDR.

More decisions must be awaited to see whether other courts will follow 
that path.

Reported by Dr. Henning Hartwig
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Court: European Patent Office 
Date: July 18, 2013 
Decision: Case T 1539/09 

No patentability of a programming language

The Board of Appeal ruled that the definition and provision 
of a programming language per se does not contribute to the 
solution of a technical problem even if the choice of how it is 
expressed serves to reduce the mental effort of a program-
mer.

Pursuant to established case law of the EPO Boards of Appeal, not 
every computer program is patentable. The distinction between paten-
table computer programs and computer programs “as such” required 
by Article 52 EPC has been tied by jurisprudence to the existence of 
a “further” technical effect. Having regard to the activity of a pro-
grammer, the Enlarged Board of Appeal found in its opinion G 3/08 
(“Programs for computers”) that “(…) would appear that the fact that 
fundamentally the formulation of every computer program requires 
technical considerations in the sense that the programmer has to con-
struct a procedure that a machine can carry out, is not enough to gua-
rantee that the program has a technical character (or that it constitutes 
‘technical means’ as that expression is used in e.g. T 258/03, Hitachi). 
By analogy one would say that this is only guaranteed if writing the 
program requires ‘further technical considerations’”. The question 
of whether or not the provision of an intuitive programming scheme 
involved such “further technical considerations” had to be answered by 
Board 3.5.06 in a more recent case. 

The underlying European application 04014708.4 (in German) was 
refused by the Examining Division for lack of inventive step. It related 
to a graphical programming language and environment that should 
enable a user to produce program code without requiring major lear-
ning effort or special expertise. According to the invention, different 
program modules were available which could be linked pursuant to 
pre-determined rules. The modules were represented by graphical 
symbols that a user could arrange and connect by lines on a visualiza-

Programming Language
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tion surface so as to form a structure diagram. Each module of the dia-
gram corresponded to a section of the program code, and the diagram 
corresponded to a complete program. By manipulating graphical sym-
bols on a computer screen a user could thus define text-based program 
code without directly having to enter any text. The individual modules 
could, however, be edited in a window by clicking on them.

In the Board's opinion, the effect of reducing the mental effort a user 
has to invest in programming is not technical; this is all the more so as 
it is to be equally achieved for all programs, no matter what purpose 
the programs are meant to serve. The activity of programming – in the 
sense of formulating program code – implies that a programmer must 
choose those formulations from the repertoire of a programming lan-
guage that will lead to the desired result when the program is executed. 

Hence, in the Board’s view, the activity of programming as such is basi-
cally a mental process, comparable to the verbalization of a thought or 
the formulation of a mathematical fact in a calculus, and thus lacking 
any “further technical considerations”. This finding should at least 
apply if (and in so far as) the activity of programming does not serve to 
causally produce a technical effect within the framework of a concrete 
application or environment, which is the case here.

For this reason, the Board holds that the definition and provision of a 
programming language or such means per se does not contribute to the 
solution of a technical problem.

The independent claims related to a computer-implemented method 
and to a computer system, respectively, and involved visualization 
surfaces visualizing symbols and their connections by lines in order 
to depict the program structure and its flow. The claimed subject 
matter was thus considered by the Board to be an invention within 
the meaning of Article 52 EPC. However, since visualization surfaces 
for displaying symbols of the program modules are elementary in 
any programming environment, and since automatic linking of those 
modules by lines in accordance with established program rules falls 
within the general approach of relieving the user from having to enter 
text manually, the claimed subject matter was not seen to involve an 
inventive step.
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Remarks

The decision supplements the findings of the Enlarged Board of Ap-
peal in G 3/08 regarding the activities of a programmer. These findings 
apply with equal force to the definition and provision of a programming 
language and/or a programming environment excluding patentability 
“(…) if the activity of programming does not serve to causally produce a 
technical effect within the framework of a concrete application or envi-
ronment” (translated from German by the author). Hence, similarly to 
specific programming code in any language, in order to make a technical 
contribution the programming language or environment must involve 
“further technical considerations”, either in respect of a concrete technical 
application or in respect of its specific computer implementation. A mere 
general provision of innovative programming schemes and their use for 
reducing the mental burden of a programmer in a conventional computer 
environment will not suffice to allow for patentability.

Reported by Dr. Stefan Steinbrener
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Silica dispersion/AKZO NOBEL
Court: European Patent Office  
Date: October 14, 2013 
Decision: Case T 2532/11

Admissibility of the appeal – a new obligation to explain that 
the decision under appeal is erroneous? (Silica dispersion/
AKZO NOBEL)

So far it has been the consistent case law of the Boards of 
Appeal of the EPO that the appellant may pursue two different 
strategies in appeal proceedings: either he/she may convince 
the Board of Appeal that the decision under appeal is wrong 
or he/she may take away the legal or factual basis of the deci-
sion under appeal by making new submissions. In particular, 
the appealing applicant or proprietor may file amended sets 
of claims in order to overcome the objections on which the 
decision under appeal is based. Decision T 2532/11 intends to 
put an end to this practice.

The Opposition Division had revoked the patent. The claimed subject-
matter of two requests was found to lack novelty, the other requests 
were not admitted for formal reasons. The proprietor appealed. The 
statement of grounds of appeal contained one main and five auxiliary 
requests and a detailed reasoning why the limited claims were novel 
and inventive over the relevant prior art. In addition, the appellant sub-
mitted further evidence supporting his/her case in respect of inventive 
step. The respondent requested that the new requests not be admitted 
into the proceedings and questioned the admissibility of the appeal. 

The Board of Appeal holds that the appeal is inadmissible. In its rea-
soning, the Board cites verbatim the relevant provisions of Article 108 
EPC, Rules 99 (2) and 101 (1) EPC, as well as Article 12 (4) of the Rules 
of Procedure of the Boards of Appeal, all of which it does not need for 
its conclusion. Instead, the Board turns to the often cited decisions of 
the Enlarged Board of Appeal, G 9/91 and G 10/91, according to which 
the purpose of the appeal procedure is mainly to give the losing party 
the possibility of challenging the decision under appeal on its merits. 
According to Board 3.3.05, it is clear therefrom “that the appeal procee-
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dings aim at contesting a decision” (emphasis in the original). In 
addition, the Board cites G 1/99 stating that “it is the appellant who 
in the notice of appeal determines the extent to which amend-
ment or cancellation of the decision under appeal is reques-
ted” (emphasis in the original). The Board infers from this that the 
appeal proceedings are confined to the subject-matter of first instance 
proceedings and that the statement of grounds of appeal should at least 
discuss this subject-matter. 

Applying these principles to the case at hand, Board 3.3.05 understands 
the statement of grounds of appeal to mean that the essential findings 
of the Opposition Division are not contested and thus concludes that 
this statement does not address the main grounds for revocation.

Finally, the Board raises the question “whether newly filed requests can 
be seen as implicit grounds of appeal, or in other words, whether there 
is a link between the decision and the grounds”. In this respect, the 
Board takes the position that “the procedural principle of free disposi-
tion does not extend to such a point that it should allow appellants to 
build a new case, disconnected from the case as it stood during the first 
instance proceedings, so as to render the decision under appeal purpo-
seless. The EPC’s provisions do not give the appellants the po-
wer to set aside the decision under appeal of its own volition, 
which would obviously be the case if it had the opportunity to modify 
its requests beyond the subject-matter of the first instance proceedings” 
(emphasis in the original).

Whereas the Board does not deny the appellant’s right to file amended 
claims, it requires the appellant “to provide arguments in order to exp-
lain what are the issues in the decision it considers to be erroneous and 
provide arguments and evidence to support its view”. 

Remarks

For a number of reasons, the decision cannot convince. 

First, it has no basis whatsoever in the relevant legal provisions which 
simply require the appellant to indicate the reasons for setting aside the 
decision impugned. In an opposition case, this requirement is fulfilled in 
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accordance with Article 101 (3) (a) EPC if the patent as amended and the 
invention to which it relates meet the requirements of the EPC.
 
Second, none of the citations of the decisions of the Enlarged Board of 
Appeal deals with the requirements of an admissible appeal. The citation 
from G 9/91 and G 10/91 is concerned with the extent of examination 
of grounds of opposition in appeal proceedings and the citation from G 
1/99 is concerned with the question to which extent the non-appealing 
party may file a request going beyond the subject-matter defined by the 
appellant’s request. Thus, both citations deal with the scope of exami-
nation in appeal proceedings initiated by an admissible appeal. Neither 
the citations as such nor their context justify the conclusion that a Board 
of Appeal can only examine subject-matter already examined in the first 
instance proceedings. 

Third, the Board omits to deal in detail with the consistent and actu-
ally relevant case law (Case Law of the Boards of Appeal, 7th ed. 2013, 
IV.E.2.6.5.b). Whereas decision T 934/02 is mentioned, its rationale is 
not discussed. In that decision, the Board saw “no reason why the appel-
lant (patent proprietor) in its appeal should be obliged to deal with the 
reasoning in the Opposition Division’s decision when such reasoning no 
longer applies in view of the amended claims. An appeal may be subs-
tantiated by filing amended claims which deprive the contested decision 
of its basis. It is therefore not necessary, and would also be pointless, for 
the purposes of adequately substantiating an appeal, to file grounds in 
support of a version of a claim that the appellant (patent proprietor) no 
longer defends in the appeal proceedings”. There is no reason why a party 
having lost in first instance proceedings should be forced to insist on its 
position if it comes to the conclusion that it is no longer in its interest to 
do this, be it that the decision of the first instance appears convincing, be 
it that a more restricted protection turns out to meet the party’s economic 
interests. Any mock attacks against the decision under appeal, just for the 
purpose of making the appeal admissible, would amount to a superfluous 
burden in the appeal proceedings. This approach has remained uncontes-
ted in numerous decisions until T 2532/11. 

Decision T 2532/11 is an extreme example of a tendency in the case law 
of the Boards of Appeal putting more and more emphasis on procedural 
aspects at the cost of the substantive examination of appeal cases. This 
deserves to be studied in more detail. In any case, the Boards have to com-
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ply with the Convention and have to respect certain limits when changing 
the character of appeal proceedings. In accordance with Article 111 (1), 
Sentence 2, EPC, the Boards may exercise any power of the department 
which was responsible for the decision under appeal. Alternatively, the 
Boards may refer the case back to the departments of first instance. This 
provision can only be understood on the background that new facts, 
evidence and requests may be submitted in appeal proceedings, with 
the proviso that late submissions may be disregarded. This does not and 
cannot mean, as suggested by Board 3.3.05, to “give the appellant the 
power to set aside the decision under appeal of its own volition” 
(emphasis in the original). Rather the admissible and allowable appeal 
results in the EPO’s obligation to set the impugned decision aside. 

This is expressly addressed for ex parte appeal proceedings in Article 109 
(1) EPC obliging the department of first instance to rectify its decision if 
amendments are submitted meeting the objections on which the decision 
under appeal is based. T 2532/11, making no relevant distinction between 
appeals in grant and in opposition proceedings, does not address this. The 
discretionary decision whether new submissions in appeal proceedings can 
be disregarded requires considering all relevant circumstances and balan-
cing the interests involved. Thus, it is a matter of substantive examination 
which is not to be anticipated in the examination as to admissibility. The 
Board’s observation that the provisions of Article 114 EPC are of limited 
application in opposition proceedings may appear ironic to those experi-
encing the practice of some Boards of Appeals to raise of their own motion 
objections never raised by the Opposition Division or the opponents. The 
Enlarged Board of Appeal has approved such conduct even during oral 
proceedings and without allowing the proprietor a full opportunity to react 
(cf. Wegner and Hess, epi Information 1/2014, 32). Such contradictory 
tendencies imply the danger that a fair balance is lost between the possibi-
lities of the opponent to attack the patent and the proprietor to defend it.

It is to be hoped that other Boards of Appeal will put the legal principles 
right and confirm the hitherto uncontested practice that an appellant can 
rely on new requests submitting relevant arguments that these requests 
overcome the objections on which the decision under appeal is based wit-
hout being obliged to contest the correctness of the impugned decision.

Reported by Dr. Rudolf Teschemacher
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Electrical Signals
Court: European Patent Office 
Date: February 11, 2014 
Decision: Case T 533/09 

Patentability of an electrical signal, i.e., a train of electrical 
defibrillation pulses separated by pauses

The Technical Board of Appeal 3.4.01 has held that under the 
EPC the notion of invention was not linked to “tangible” (in 
the sense of “material”) subject-matter. Electrical signals, the 
intensity of which could be measured at any time, in fact fell 
within the definition of “physical entity”.

With the advent of modern analog and digital technology, the question 
arises whether or not electrical signal forms may be patented. This ques-
tion has not been answered consistently in different patent systems. Whe-
reas the US Court of Appeals for the Federal Circuit found in its (albeit not 
unanimous) opinion “In re Petrus A.C.M. Nuijten” of September 20, 2007 
that a specifically encoded signal was not directed to statutory subject 
matter and denied a subsequent petition for rehearing en banc, Technical 
Board of Appeal 3.5.01 of the EPO held in its early decision T 163/85 (Co-
lour television signal/BBC) of 14 March 1989 that a color television signal 
characterized by technical features of the system in which it occurred did 
not fall within the exclusions of Article 52 (2) (d) EPC and thus was to be 
regarded as an invention within the meaning of Article 52 (1) EPC.

In a recent French case concerning European patent application 
01934083.5, Technical Board of Appeal 3.4.01 had to reconsider the issue 
of signal patentability. The claimed subject-matter related to a train of de-
fibrillation pulses separated by pauses, which resulted from dissecting the 
electrical discharge signal of a capacitor used for defibrillating the heart of 
a patient. In order to avoid physiological disadvantages of regular pulse/
pause cycles cut out from an exponential discharge form, the invention 
provided a specific modulation of the pulse train, basically by adjusting 
the widths of pulses and pauses, so that an electrical parameter crucial for 
defibrillation followed a predetermined, physiologically more preferable 
function, e.g., by means of such modulation the average energy of each 
elementary pulse/pause cycle could nearly be kept constant over the who-
le exponential discharge curve.
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The application had been refused by the Examining Division for lack 
of novelty of the then claimed subject-matter. In a separate nota bene 
section of its decision, the Division had added that the claimed subject-
matter was also not susceptible of industrial application (Article 57 EPC) 
because “a train of elementary pulses as defined in claims 1 to 16 consti-
tutes a physical phenomenon which is not sufficiently tangible for being 
considered as a product (or a process)” (translated from French by the 
author).

After having confirmed that the requirements of clarity, novelty and 
inventive step were met by the amended independent claims submitted 
at appeal proceedings, the Board eventually addressed the objection of 
lacking industrial applicability. In the first place, the Board observed that 
the term “tangible” was ambiguous in that it could more broadly relate to 
some measurable physical magnitude or in a more restricted way to some 
material body as had apparently been assumed by the Examining Divisi-
on.

The requirement of a “tangible” (in the sense of “material”) character for 
inventions was, however, foreign to the EPC: The travaux préparatoires 
clearly showed that the legislators intended to retain a fairly broad defini-
tion of “invention”, thereby deliberately abstaining from the formulation 
of any requirements concerning the category an invention must belong to. 
Therefore, it could also not be assumed that any binding specification of 
possible categories might have been introduced by Rule 43 (2) EPC which 
only listed product, process, apparatus or use claims (albeit in a different 
context).

In this respect, the concept of invention pursuant to the EPC had to be 
distinguished from that of other patent systems, in particular the US 
system, where patent-eligible subject-matter was limited to “any new and 
useful process, machine, manufacture, or composition of matter, or any 
new and useful improvement thereof” (35 U.S.C. § 101).

Even if account were taken of decision G 2/88 (“Friction reducing addi-
tive/MOBIL OIL III”) of the Enlarged Board of Appeal defining basically 
two different types of claims, i.e., “a claim to a physical entity (e.g., 
product, apparatus) and a claim to a physical activity (e.g., method, 
process, use)”, the claimed pulse train was of concrete nature insofar 
as it resulted from the modulation of an electrical signal (discharge of a 
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capacitor used for defibrillation) and was susceptible to measurement 
at any time. Such a signal in fact fell within the definition of “physical 
entity” given by G 2/88.

Hence, the Board held that the nature of the claimed subject-matter was 
no obstacle to its patentability. Furthermore, the unequivocal possibility 
of realizing and using such a signal for defibrillation purposes warranted 
industrially applicability so that the requirements of Article 57 EPC were 
also met.

Remarks

The decision clearly distinguishes the notion of invention pursuant to 
the EPC from that of other patent systems, notably the US patent sys-
tem. Both systems are based on a contradistinctive approach since the 
EPC refrains from defining patent-eligible subject-matter, does howe-
ver define subject-matter which is not patent-eligible. On the contrary, 
U.S.C. 35 101 prescribes an exhaustive list of statutory subject-matter 
(“process, machine, manufacture and composition of matter”), whereas 
not patentable exceptions derive from case law of the US Supreme Court 
(“laws of nature, physical phenomena and abstract ideas”). Holding that 
those four categories defined the explicit scope and reach of statutory 
subject-matter, and that a transitory, propagating signal as claimed by 
Nuijten was not a process, machine, manufacture, or composition of 
matter, the majority of the CAFC panel had affirmed the rejection of 
the signal claims in the above-cited opinion. In a dissenting opinion, 
Circuit Judge Linn argued that the signal claim was directed to a “new 
and useful manufacture” construed in a broader sense as appropriate 
for modern technology. This argument was however not accepted by the 
majority of the panel tying manufacture to “tangible articles or commo-
dities”.

Under the EPC, the broadest definition of possible claim categories was 
given in G 2/88 referring to “physical entities” or “physical activities”. In 
T 533/09, the Board has interpreted “physical entity” to specifically inclu-
de subject-matter that is concrete in that it results from the modulation 
of an electrical signal and is measureable at any time. In particular, such 
subject-matter cannot be considered to be of an abstract nature more or 
less characterizing the non-inventions listed in Article 52 (2) EPC.
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Without citing T 163/85 (which may be considered regrettable), Board 
3.4.01 arrives at, and thus confirms, the finding already given in the older 
decision, namely that the “T.V. signal as claimed would also not fall under 
this more general interpretation of the exclusions of Article 52 (2) and 
(3) EPC, because it is a physical reality which can directly be detected by 
technological means and, therefore, cannot be considered as an abstract 
entity, despite its transient character (…)”.

Since T 163/85 had already been followed by different Boards of Ap-
peal in broader contexts (see, e.g., T 1194/97 (“Data structure product/
PHILIPS”) or T 1177/97 (“Translating natural languages/SYSTRAN”), it 
appears save to assume on the basis of the recent confirmation by Board 
3.4.01 that signals are not generally excluded from patentability under 
the EPC. In particular, a transitory, propagating character is not an exclu-
sion criterion. If a signal reflects the properties of a technical system in 
which it occurs by being particularly structured or formatted, and thus is 
adapted to, and can be detected by, technical means, it should in principle 
be patentable.

Reported by Dr. Stefan Steinbrener
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Partiality objection 
Court: European Patent Office  
Date: April 25, 2014 
Decision: Case R 19/12

Possible conflict of functions (Suspicion of  partiality  objection 
to Chairman allowed)

The Boards of Appeal of the European Patent Office (EPO) are 
administratively organized as Directorate General 3 (DG3) 
within the Office. As a tradition since 1985, the Vice-President 
responsible for the Boards of Appeal (VP DG3) has always been 
appointed as Chairman of the Enlarged Board of Appeal of the 
EPO (EBA). In case R 19/12, the EBA saw a conflict of interests 
between the tasks as member of the management and as a 
presiding judge in review cases and allowed an objection to its 
Chairman on the ground of suspicion of partiality.

In a review case, the petitioner took the double function as Chairman of the 
EBA and as VP DG3 as the basis for an objection on the ground of suspicion 
of partiality. The petitioner argued that the object of its petition was a pro-
cedural defect in the conduct of appeal proceedings by the Board of Appeal 
which had issued the decision under review. This defect again had its cause 
in a procedural defect in the preceding proceedings before the Opposition 
Division. The petitioner expressly stated that he did not doubt the legal 
qualification and personal integrity of the Chairman. However, it was sub-
mitted that the Chairman as a former member of the upper management in 
the administration of the EPO (principal director and acting Vice-President 
DG5 – Legal/International Affairs) had shared the responsibility for orga-
nizing the proceedings including the opposition proceedings at issue. In 
addition, being the present VP DG3, he was still embedded in the adminis-
tration of the EPO, since he was a member of the Management Committee 
of the President (MAC) and had, at least in 2012, been Chairman of the 
General Advisory Committee (GAC) of the Office. According to the principle 
of separation of powers which applied to the EPO, the administration could 
not assume the task of legal review of its own decisions. 

For the proceedings concerning the partiality objection, the Chairman of 
the EBA was replaced by his deputy. In this composition, the EBA allowed 
the objection and replaced the Chairman. At the outset, the EBA observes 
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that the provisions on exclusion and objection are modelled after natio-
nal codes of procedure which are in some states based on constitutional 
principles, whereas in other states Article 6 of the European Convention 
on Human Rights (ECHR) is the superior legal basis which again relies on 
principles common to all Contracting States of the EPO. Thus, it was ap-
propriate to consider national case law as well as case law of the European 
Court of Human Rights in the present context. 

The EBA states that the change from a position in the administration to a 
court is – as such – not a sufficient ground for a suspicion of partiality. A 
judge can be expected to disengage himself from his earlier profession and 
to exercise his new duties in accordance with his obligations as a judge. 
However, referring to case law of the European Court of Human Rights 
and the German Bundesverfassungsgericht, the EBA notes that hierarchi-
cal and other links between a judge and other actors in the proceedings as 
well as the internal organization of the court are relevant when assessing 
objective impartiality. The provisions on exclusion and objection serve 
the purpose of maintaining a certain distance between the judge from the 
object of the proceedings and the parties. In particular, such a distance is 
required in the relation between a court and the administration rendering 
the decisions to be reviewed by the court. 

According to the EBA, the VP DG3 remains, after his appointment as 
Chairman of the EBA, part of the hierarchical structure of the EPO and is 
subject to instructions of the President. Whereas the VP DG3 is not subject 
to instructions in his role as Chairman of the EBA, there is no precise 
separation between his different functions. In respect of review cases, the 
EBA notes that a conflict may arise between the Vice-President’s obligation 
to follow instructions regarding the efficiency goals to be reached by the 
Boards of Appeal and his obligation to contribute to the development of 
the case law making review proceedings an effective tool for protecting the 
rights of the parties to the proceedings. Such conflict may be quite con-
crete if the right to be heard is at stake: the stricter the requirements for a 
successful review are the more are the Boards in a position to streamline 
proceedings without having to face the possibility to have their decision set 
aside in later review proceedings. 

The EBA adds that this conflict is not a consequence of the provisions of 
the Convention. The EPC stipulates neither that the VP DG3 is at the same 
time Chairman of the Enlarged Board of Appeal nor that the VP DG3 is a 
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member of the Management Committee or of other bodies with administ-
rative functions. The membership in these bodies has not been restricted 
to serve the interests of the Boards of Appeal as a judicial self-governance. 

The EBA concludes that, if the present structural weaknesses caused by 
the integration of the Boards into the Office have to be accepted de lege 
lata, it is all the more necessary to separate the head of DG3 from the 
management of the Office in order to avoid the possible impression that 
the judiciary contributes to realizing the interests and aims of the Office. 
On this basis, the Board accepts that the Chairman of the EBA might come 
into a conflict of interests. On a strictly objective basis, the petitioner’s 
suspicion that the Chairman might be influenced in his tasks as judge by 
his taking part in basic management decisions is not a mere subjective 
impression or general suspicion. Rather, a reasonably objective and infor-
med person might have good reason to assume that the Chairman might 
not be in a position to fulfil his tasks as a judge without any influence from 
targets given in other bodies, as the MAC or the GAC.

Remarks

Whereas the decision, taken in a three member composition, affects only a 
single review case, its effects may be far-reaching. Corresponding requests 
may be made in other review cases and even in cases in which points of 
law have been referred to the EBA.

At first glance, it might appear that the problem may be resolved by 
discharging the VP DG3 from his tasks which are the main reasons for 
allowing the request, i.e. the membership of the VP DG3 in the two com-
mittees MAC and GAC. However, this would be a superficial analysis. The 
problem is more fundamental. 

In the words of Sir Robin Jacob in ex parte Lenzing the members of the 
Boards of Appeal are “judges in all but name”. This word may express the 
fact that the Boards fulfil their function as judiciary within the European 
patent system. Nevertheless, the lack of separation of the Boards of Ap-
peal from the European Patent Office has been the reason for discussion 
and concern for many years (for references cf.  Teschemacher, Festschrift 
50 Jahre Bundespatentgericht, Cologne 2011, 911). This applies in particu-
lar to the VP DG 3 who has been a member of the Management Commit-
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tee composed by the President, the Vice-Presidents and other members of 
the upper management. Before his appointment he was a member of the 
same Committee as acting Vice-President of DG5. Whereas other mem-
bers of the Boards of Appeal leave their previous functions as examiners 
or lawyers in the administration of the EPO when they are appointed 
members of the Boards of Appeal, the same did not apply in a comparable 
strict way to the present VP DG3. 

According to Article 10 (3) EPC, the VP DG3 assists the President; in this 
role he is subject to the instructions of the President pursuant to Article 10 
(2) (f) EPC. However, the role of an assistant is hardly reconcilable with 
the role of the head of the judiciary which has to provide an independent 
review of the decisions of the Office headed by the President. It is difficult 
to imagine how this assistance could in practice be restricted to matters 
only concerning the Boards of Appeal. 

In principle, members of the Boards of Appeal are treated as any other 
employees of the EPO. This does not always properly take into account the 
special role of the Boards of Appeal. An extreme example of this “equal 
treatment” is addressed in the decision, Reasons pt. 15, dealing with the 
Investigation Guidelines issued by the President of the EPO, after having 
passed the GAC, and claiming the right that an investigation unit which is 
part of the administration may take evidence regarding alleged violations 
of the Service Regulations, even without informing the employee concer-
ned, as the case may be. The taking of evidence may include searching the 
employee’s written documents and electronic devices. Transferred to a 
national level and as far as members of the Boards of Appeal are con-
cerned, this could be compared to the power of a government to search 
the offices in a court at which a lawsuit against the State is pending. The 
Service Regulations provide for a Disciplinary Committee appointed by 
the Administrative Council for disciplinary proceedings against members 
of the Boards of Appeal in order to safeguard their independence from 
the Office. Safeguarding such independence appears not to be a matter of 
concern for the EPO when investigations possibly resulting in disciplinary 
proceedings are at stake. 

The EBA refers to the Draft Basic Proposal for a Revision of the EPC 
implementing the organisational independence of the Boards of Appeal 
within the European Patent Organisation which the Administrative 
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Council discussed in 2004 and considered to be an appropriate basis for 
a Diplomatic Conference. This draft aimed at separating the Boards of 
Appeal from the EPO but has not resulted in any further follow-up action, 
neither from the Administrative Council nor from the Office. It proposes 
to take the powers and functions concerning the members of the Boards 
of Appeal away from the President of the EPO and to transfer them to 
the President or to the Presidium of the Court. This would exclude any 
measures against Board members initiated by the Office. Furthermore, 
the draft provides for an amendment of Article 11 (3) EPC, abolishing the 
influence of the President of the EPO on appointment and re-appointment 
of the members of the Boards of Appeal.

The remark that the present structural weaknesses caused by the integ-
ration of the Boards into the Office have to be accepted de lege lata may 
be an argument for the EBA, it is hardly a valid argument in proceedings 
outside the EPO. The structural problems addressed may and presumably 
will also be raised in pending national proceedings against final decisions 
of the EPO as cited in R 19/12. The fact that there are such structural wea-
knesses does definitely not mean that there has been in fact an inadmis-
sible influence from the administration on decisions to be taken by the 
Boards. However, the need to create structures fully complying with the 
principle of separation of powers is not a reaction to misuse in the past. 
Rather, it is to be considered as a precaution in order to prevent a possible 
misuse under yet unknown circumstances in the future, even if it appears 
that such misuse is not probable. 

Finally, it has to be noted that the alleged lack of a judicial review of deci-
sions of the EPO has been the first plea in the action of Spain against the 
Regulation on the unitary patent (C-146/13). The unitary patent will be a 
EU title and it is difficult to imagine that it can be revoked in opposition 
proceedings which are not subject to an appeal to be decided by a body the 
qualification of which as an independent tribunal within the meaning of 
Article 47 of the EU Charter of Fundamental Rights is beyond any doubt, 
a question which has already been touched by the attorney general in the 
proceedings resulting in Opinion 1/09 of the ECJ holding that the Draft 
Agreement on the European and Community Patents Court, the prede-
cessor of the Agreement on a Unified Patent Court, was incompatible with 
the institutional and judicial framework of the EU. 
Blogs have reported that, following decision R 19/12, the VP GD3 has 
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given up his membership in the GAC and will no longer participate in 
MAC meetings as a member. This can only be a provisional measure 
since the administrative function as a Vice-President who is subject to the 
directions of the President is not affected by this measure. Furthermore, a 
decision of the President is reported suspending financial authorizations 
granted to the VP GD3 relating to activities of members of the Boards of 
Appeal. This means, that the President decides on missions, training, stu-
dy visits and external activities of Board members. Whereas this measure 
has relieved the Chairman of the EBA of an administrative function, it 
has also increased the influence of the President on the members of the 
Boards. 

Reported by Dr. Rudolf Teschemacher
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Internet Disclosures
Court: European Patent Office 
Date: May 21, 2014 
Decision: Case T 0286/10-3.5.06 

Standard of proof required for establishing public availability 
of internet disclosures reconsidered

In the Board’s view, the principle of free evaluation of evidence 
applies, thus leading to a decision on the balance of probabili-
ties. The Board holds that there is no legal basis for a stricter 
standard of proof in respect of prior art originating from the 
internet.

Internet publications play an ever increasing role in determining the 
relevant prior art and thus cannot be ignored. However, unlike conventi-
onal paper publications, internet disclosures present specific difficulties, 
notably in that they may have been modified in the course of time without 
such modifications being reliably traceable. These immanent difficulties 
induced Board 3.2.04 to require a strict standard of proof (“beyond any 
reasonable doubt” or “up to the hilt”) for public availability of internet 
disclosures in its decision T 1134/06 “Internet citations/KONAMI” of 
January 16, 2007. T 1134/06 has been affirmed by Board 3.3.04 in deci-
sions T 1875/06 and T 1213/05 and by Board 3.3.05 in T 19/05, whereas 
decision T 2339/09 by Board 3.2.03, though referring to T 1134/06, relied 
on a standard of “balance of probabilities”. Furthermore, the “up to the 
hilt” standard was explicitly rejected by Board 3.3.08 as not applicable to 
internet disclosures in its decision T 990/09. Hence, despite the issue’s 
topicality, there is a sustained uncertainty arising from the existing case 
law in respect of proof requirements for internet disclosures.

In the recent case T 286/10 (in French), Board 3.5.06 took this issue up 
again and declared any specific proof requirements for internet disclosures 
to have no legal basis. In the Board’s view, in order to remedy the difficul-
ties associated with internet disclosures, it was not necessary to derogate 
from the application of the common standard of proof according to which 
the existence of a prior publication is to be established by evaluating the 
probabilities according to the circumstances of the case. In this respect, the 
Board follows decisions T 2339/09 and T 990/09 under the premise of free 
evaluation of evidence as explained in the earlier decision T 750/94.
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In order to justify a strict standard of proof for internet disclosures, T 
1134/06 referred to decision T 472/92. However, T 472/92 also confir-
med the constant jurisprudence of the boards of appeal, according to 
which the evidence was generally evaluated in accordance with what 
seemed most probable, and only made an exception when a prior use 
was alleged where practically all the evidence lay within the power and 
knowledge of the opponent. In the present case, the Board did not consi-
der the circumstances of internet disclosures to be comparable to a prior 
use situation so that T 472/92 could not be relied on to strengthen the 
proof requirements. 

Moreover, T 1134/06 itself distinguished cases of internet publications 
where in fact a decision on the balance of probabilities was to be taken, 
e.g. publications originating from internet sites belonging to a reliable 
editor of good repute who published online versions corresponding to 
paper publications. In such cases, the content and date of internet dis-
closures did not need any supplementary proof. 

All in all, the Board concluded that, as a matter of principle, internet 
publications did not require a different standard of proof; the uncertain-
ties associated with these disclosures had to be removed by providing a 
sufficient degree of probability and establishing a presumption of public 
availability to the conviction of the judge. There was no reason to increa-
se the degree of probability to the extent of lack of any reasonable doubt.

In the present case, of the two internet publications A9 and A10 ad-
vanced by the appellant, article A9 was retrievable at the same internet 
address to this day and prima facie resulted from a known and reliable 
source of information. Hence, its date of publication seemed highly 
probable. 

From the URL indicated on A10, it had to be inferred that this document 
had been archived by the Internet Archive on a date before the priority 
date of the patent-in-suit. The Board did not arrive at the conclusion of 
T 1134/06 that internet archives were basically not reliable. In parti-
cular, the Board held that normally the mere fact that a document had 
been archived at www.archive.org at a certain date, without any parti-
cular circumstance arousing suspicion, already justified the assumption 
that public access to the document was possible on the date of uploading 
it to the internet and then via the Internet Archive shortly afterwards.
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The Internet Archive, a private non-profit archiving initiative, placed 
former internet snapshots at the disposal of the public at large. Since its 
creation in 1996, it has become very popular and acquired a good reputa-
tion. Even though the data volume was enormous, the Archive, of course, 
only comprised an incomplete collection of those former internet pages, 
which was, however, also the case for classical libraries and did not affect 
the credibility of the available information. Although the Board did not 
exclude the possibility of doubts as to individual entries in the Archive, it 
believed that the Archive itself sufficiently guaranteed the presumption 
of a reliable and trustworthy source of information so that an opposing 
party, depending on the case, had to produce evidence casting doubt on 
that assumed reliability and thus refuting that presumption. Consequent-
ly, a general allegation of lack of reliability of the Internet Archive was not 
sufficient to question the date of public access to an archived document. 

As the respondent had not given any explanations as to why the presump-
tion of public availability was not valid, the Board considered both 
documents to form part of the prior art and revoked the patent for lack of 
inventive step with respect to this prior art.

Remarks

Since the importance of internet disclosures for determining the relevant 
prior art cannot be overestimated, a standard of proof practically exclu-
ding this valuable source of information does not appear expedient. On 
the other hand, the premature and light-minded acceptance of publication 
dates in a medium of more or less transient nature would interfere with 
the principles of the patent system where the requirements of novelty and 
inventive step are to be judged on the basis of the established prior art. T 
286/10 attempts to strike a balance between these opposing demands by 
limiting the “up to the hilt” proof requirement of T 472/92 to the specific 
prior use case and relying instead on the principle of free evaluation of 
evidence and a standard of balance of probabilities, i.e., a principle and 
a standard consistently applied by the boards of appeal in other circum-
stances. This approach seems to be reasonable: if all the information is 
exceptionally in the hands of one party, that party may be seen to bear the 
full onus of proof. If, however, evidence from elsewhere is to be evaluated, 
all parties are in an equal position to comment on its persuasiveness so as 
to convince the board. 
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Determining the dates and content of internet disclosures may indeed 
present specific difficulties which have to be carefully taken into account. 
These difficulties, however, are not unique and may also arise with other 
sources of disclosure, e.g. oral disclosures or standard preparatory docu-
ments. In all of these cases, a decision on the balance of probabilities is 
normally taken.

Whether or not T 286/10 will close the debate on standards of proof for 
internet publications remains to be seen. In any case, the decision confirms 
the approach envisaged by the new version of the EPO Guidelines for Exa-
mination of November 1st, 2014 (cf. G- IV, 7.5.2).

Reported by Dr. Stefan Steinbrener
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Court: German Federal Supreme Court  
Date: June 27, 2013  
Decision: Case I ZR 53/12

Liability of purchasers of keywords for trademark infringement 
(Fleurop)

On June 27, 2013, the German Federal Supreme Court ruled 
once again on the question of liability of purchasers of key-
words for trademark infringement and issued a decision which 
appears (only) prima facie to be a change in jurisdiction. 

The claimant is proprietor of the German trademark “Fleurop” which 
is used nationwide for flower delivery services. The distribution system 
of the claimant allows its clients to order flowers at a flower shop of one 
partner florist which will be delivered at another place through another 
partner florist. The defendant, proprietor of the trademark “Blumenbut-
ler” (flower butler), also in the flower delivery business, purchased from 
Google the “Fleurop” mark as a keyword in Google’s AdWord program. 
This led to the display of “sponsored links” (advertisements) leading to 
the defendant’s flower delivery service. Fleurop claimed infringement of 
its trademark rights under Section 14 (2) German Trademark Act.

In continuation of its previous jurisdiction (inter alia decision of Decem-
ber 13, 2012 – I ZR 217/10 – “MOST-Pralinen” and decision of January 
13, 2011 – I ZR125/07 – “Bananabay II”) the German Federal Supreme 
Court confirmed that in principle there will be no infringement of the 
function of the trademark as an indication of origin if the advertisement 
(displayed due to a keyword being identical or capable of being confused 
with the trademark concerned) is visually separated from the hit list, and 
does not make any reference either to the trademark owner or the pro-
ducts marketed under that trademark.

However, applying the two-step test of the European Court of Justice 
(decision of September 22, 2011 – C-323/09 – Interflora; BARDEHLE 
PAGENBERG IP Report 2011/IV) the German Federal Supreme Court as-
sessed in a first step whether the reasonably well-informed and reasona-
bly observant Internet user is deemed to be aware, on the basis of general 

Fleurop
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knowledge of the market, that Blumenbutler’s flower-delivery service is 
not part of the Fleurop network but is, on the contrary, in competition 
with it. Since the court did not observe such general knowledge, it was 
decisive, according to the second step of the test, whether the advertise-
ment enabled the Internet user to tell that the service concerned does not 
belong to the Fleurop network.

The Court held, even though in principle there will be no infringement, 
due to the particular distribution system of the claimant, the circles 
concerned might assume that Blumenbutler was a partner florist of the 
claimant. As the advertisement did not include any information clarifying 
the absence of a commercial link between Fleurop and Blumenbutler, the 
defendant was liable for trademark infringement.

Remarks

The decision in the Fleurop case is (so far) the last in a series of cases 
where the German Federal Supreme Court had to rule on the question of 
liability of purchasers of keywords for trademark infringement. This de-
cision – affirming an infringement – may appear prima facie surprising, 
in view of the fact that German Supreme Court had so far consistently 
ruled against trademark infringement, because in principle the so-called 
“keyword advertising” does not infringe the “origin function” of a trade-
mark if the advertisement is visually separated from the natural search 
results and does not make any reference either to the trademark owner 
or the products marketed under that trademark.

With this decision the Federal Supreme Court followed the England and 
Wales High Court of Justice (decision of May 21, 2013, [2013] EWHC 
1291 [Ch] – Interflora v Marks and Spencer) incorporating the guideli-
nes laid down by the Court of Justice (decision of September 22, 2011, 
C-323/09 – Interflora, BARDEHLE PAGENBERG IP Report 2011/IV); 
the facts of the German Fleurop case correspond in all essential aspects 
to the English Interflora case.

However, the present decision properly analysed does not appear to con-
stitute a new approach to keyword advertising, but rather fits into the 
well-established case law: The Court itself emphasizes that in principle 



247Trademark Law 2014

keyword advertising does not amount to trademark infringement and 
repeatedly highlights the exceptional and specific nature of this case.

What could similar cases be, where this exceptional jurisdiction would 
apply? One has to think about franchise systems or networks distribu-
ting specific goods or services under a trademark through partner stores 
and where the franchisees, or partners, themselves do not operate under 
the same company name. This would exclude many well-known same-
name franchise systems but might apply to some specific distribution 
systems which are similar to the Fleurop system. We are currently not 
aware of any such cases pending before the German Supreme Court.

Reported by Anna Mattes
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Court: German Federal Supreme Court  
Date: September 3, 2013  
Decision: Case X ZR 130/12 

German Federal Supreme Court on calulating damages based 
on infringer’s profits in case of patent infringement (Kabel-
schloss/Cable lock)

When calculating appropriate damages on the basis of profits 
made by a patent infringer, it generally has to be taken into 
account whether the customers of the patent infringer were 
aware of the technical features or at least of the advantages of 
the patented invention. These factors may influence the extent 
to which the use of the infringed patent-in-suit caused the pro-
fits made by the infringer with infringing products.

In the event of infringement of an intellectual property right, the right 
holder is entitled to claim damages from the infringer calculated on the 
basis of three alternative methods, namely license analogy, infringer’s 
profits and lost profits of the right holder. The right holder is entitled 
to choose the calculation method he prefers and which will result in the 
highest amount of damages. 

According to the established case law, the damages which may be 
claimed on the basis of infringer’s profits are limited to the amount of 
the profits which is attributable to – generally meaning caused by – the 
infringement of the intellectual property right. With respect to patent 
infringement, the percentage share of the infringer’s profits which is 
causally attributable to the use of the patented invention is depending 
on the relevance and importance of the technical features provided by 
the use of the patent-in-suit for the decision of the relevant customer 
to purchase the infringing product – as compared to the relevance and 
importance of other factors which may influence the purchasing decision 
of the relevant customers. Such factors may be for example the value of 
non-infringing features, the price advantage of the infringing products, 
the pre-existing business relationship between the infringer and his 
customers, infringer’s customer services, infringer’s company image and 
renowned trademarks, etc.

Cable lock
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It rests with the infringement court to estimate which share of the profit 
is caused by the use of the invention of the patent-in-suit. The estima-
tion of this causality factor is a case-by-case decision depending on the 
specific circumstances of each individual case. In general, infringement 
courts assume that a considerable part of the profits are attributable to 
factors other than the use of the patented technology.

In the case at hand, the Dusseldorf District Court and the Dusseldorf 
Appeal Court ruled that 10% of the profits made by the infringer with 
infringing cable locks and its holders are attributable to the use of the 
patent-in-suit. With the present decision, the Federal Supreme Court 
rejected the appeal of the patentee, who claimed damages in the amount 
of 40% of infringer’s profits, and confirmed that the legal considerations 
of the first and second instance courts with respect to the estimation of 
the causality factor were correct:

According to the usual approach, the first and second instance courts 
assessed the importance of the technical teaching of the patent-in-suit 
for the purchasing decision by analyzing whether the invention concerns 
an entirely new object or only an improvement of details of a well-
known object. In this regard, a comparison of the patented invention to 
the relevant prior art allows the courts to evaluate the importance of the 
improvement provided by the patent-in-suit.

Further, the first and second instance courts considered whether and 
to what extent technical features and advantages of the teaching of the 
patent-in-suit were specifically advertised by the infringer with respect to 
the infringing embodiments. If specific technical details and the corres-
ponding advantages of the patented invention were known to the custo-
mers of the infringing products, this may have influenced their purchasing 
decision. The courts outlined that the customers may have been aware of 
the patented features of the infringing products and the corresponding 
technical and economic advantages because of a specific packaging of the 
infringing products or direct or indirect advertisement by the infringer. In 
general, whether specific technical details and the corresponding advanta-
ges of the patented invention are known to the customers of the infringing 
products is a factor that regularly allows the courts to evaluate the extent 
to which the market chances of the infringer’s products were influenced 
by the use of the patented invention.
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Additionally, the Federal Supreme Court emphasized that there are 
many other reasons and factors which influence a product’s success than 
the knowledge of specific technical features by the customers, especially 
if the infringing products are sold to private end consumers.

With respect to the specific circumstances of the case at hand, the first 
and second instance courts found that the patent-in-suit only improved 
some details of well-known cable locks and its holders. Further, the 
patented features of the infringing embodiments and the corresponding 
technical and economic advantages were not perceptible for the relevant 
customers, neither in view of the specific packaging nor regarding the 
advertisement of the infringing product. These factual considerations 
led the Federal Supreme Court to the conclusion that it was correct 
to assume a causality factor of 10% and, thus, to determine 10% of 
infringer’s profits as appropriate damages for the patentee.

Remarks

The present decision takes into account the ruling in the decision 
“Flaschenträger/bottle carrier” of the Federal Supreme Court as of July 
24, 2012, in which case the causality factor was estimated to be 50% of 
infringer’s profits (Case X ZR 51/11, previously reported in BARDEHLE 
PAGENBERG IP Report 2013/I, under paragraph 2).

However, in the present, the Federal Supreme Court went further by 
clarifying that the perception of the customers and the advertisement 
of technical features and advantages related to the patented invention 
are factors which should be generally and regularly considered by the 
courts within their overall estimation of the causality of the patented 
invention, because these factors may influence the customer’s decision 
to buy infringing products and, thus, the profits made by the infrin-
gers.

Nevertheless, it has to be kept in mind that the customers’ awareness 
of the patented technical features and its advantages is only one of a 
number of relevant factors for the estimation of causality. In practice, 
the courts take into account many other factors which may influence 
an infringing product’s success on the market. As a result, the courts’ 
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estimation of the appropriate damages based on the actual profits of the 
infringer is a case-by-case decision which is rarely predictable.

Reported by Johannes Heselberger and Tiffany Zilliox, LL.M.
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Court: German Federal Supreme Court  
Date: November 6, 2013 
Decision: Case I ZB 59/12

Requirements for the cancellation of a trademark due to abso-
lute grounds – Absence of distinctiveness at time of application 
(Smartbook)

Smartbook AG is the owner of the German trademark No 
305 05 515 “smartbook” (word mark), filed on February 01, 
2005, and registered on May 31, 2005, covering a large list 
of goods in classes 07, 09 and 14, inter alia, computer, note-
books and laptops. A request for cancellation on grounds of 
descriptiveness and absence of distinctive character, brought 
in 2009, was accepted by the German Patent and Trademark 
Office. However, upon the proprietor’s appeal, the Federal 
Patent Court reversed and dismissed the cancellation petition 
(cf. BARDEHLE PAGENBERG IP Report 2013/I). The further 
appeal brought by the cancelation petitioner was rejected by 
the German Federal Supreme Court.

The Federal Patent Court had emphasized that the finding of absolute 
grounds after a mark has been registered is subject to strict conditions. 
In addition, absolute grounds under Section 8 (2) No 1–3 German 
Trademarks Act are based on the specific interests of the competitors. 
As regards the inherent distinctiveness of the mark “smartbook”, the 
Federal Patent Court ruled that the mark had neither a direct meaning 
in relation to the goods in question at the time of registration, nor was 
a future descriptive use of the composite mark “smartbook” foreseeable.

The Federal Supreme Court essentially agreed with the lower Court, but 
added some clarifications. The existence of absolute grounds must be 
established to exist at the time of application of the trademark (in the 
present case the time expired between filing date and registration date 
was not material). Any remaining doubts must be resolved in favour of the 
trademark proprietor. Descriptive use after the filing and registration date 
does not prove descriptiveness at the time of application. Also, any subse-
quent descriptive use actually was made by the cancellation petitioner.

Smartbook
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Remarks

The judgment is of some significance because it emphasizes that post-
filing descriptive use is not relevant for determining descriptiveness at 
the time of application. Also, where doubts remain, these must be resol-
ved in favour of the validity of the registration.

Reported by Karolin Ernst
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Birthday Train
Court: German Federal Supreme Court  
Date: November 13, 2013  
Decision: Case I ZR 143/12

Relationship between national copyright law and national and/
or European design law (Geburtstagszug/Birthday Train)

The question of conflict or overlap between copyright law and 
design law has never been the subject of legislation in Germany.  
Rather, the courts, and especially the German Federal Supreme 
Court, have established that substantive requirements in the 
sense of degree of originality or degree of aesthetic content for 
establishing copyright protection for works of applied art must 
be the more stringent than those for works of fine art provided 
that such a work of applied art was susceptible to design protec-
tion. 

This clear distinction was justified by the assumption that the subject 
matter of protection under design law was in principle the same as that 
protected by copyright, and both laws would differ only gradually in the 
required level of artistic creation. As designs protected under design law 
had to be novel and had to show a certain level of originality, copyright 
law should require a higher degree of creativity or originality (in the sense 
of “significantly surmounting the originality of the average design”) in or-
der to allow an industrial design – a work of applied art – to be protected 
under copyright law.

In the case “Birthday Train”, the Federal Supreme Court was addressed to 
decide whether the designer and author of the “Birthday Train” created in 
1998 and shown below could claim rights under German copyright law.

This was important because the designer was interested (in light of 
significant sales of the products) in receiving further compensation from 
the employer and manufacturer. Such claims are available under German 
copyright law but not under German or European design law.

Upon the designer’s appeal, the Supreme Court annulled the decision of 
the Schleswig Appeal Court and held that the designer’s work of applied 
art was, in principle, susceptible to protection under German copyright 
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law.  The Court, firstly, found that the new German design law of 2004 
(following the standards of the Designs Directive) established an inde-
pendent IP right and removed any existing close relation to copyright law; 
protection under design law would not be equal to copyright protection 
anymore. Secondly, design law would not require a specific degree of 
creativity or originality but the focus was on similarity or dissimilarity.  
Thirdly, since design and copyright protection would not conflict but 
co-exist, including different requirements for establishing protection and 
different legal effects, industrial design could be protected by both laws 
without requiring higher standards under copyright law than in case of 
works of fine art, music or literature.

As a result, the German Supreme Court concluded that for the protection 
of works of applied art under copyright law “a degree of creativity which 
allows, from the view of a public open to art and sufficiently skilled in 
ideas of art, to be called an ‘artistic’ performance” would be required, 
which is the traditional standard for works of fine art and literature. Con-
sequently, differences in standards for protecting works of applied and 
non-applied art do not exist anymore under German copyright law.
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Remarks

This “internal” alignment of copyright law, covering all kinds of works 
under the same standard, is a truly “national” solution, not required 
under European design law or under current harmonization of copyright 
law.  Rather, designers and right holders will profit from an explicit co-
existence of parallel schemes of protection. Differences between both laws 
will, of course, continue to exist: While works of applied and non-applied 
art require an “artistic” performance to claim protection under German 
copyright law, protecting such works under German or European design 
law requires “novelty” and “individual character”.

It seems to follow from these conditions that a design may be protected 
under both copyright and design law (provided it shows sufficient creativi-
ty, novelty and individual character) but may not necessarily be infringed 
by the same object, under both laws. This appears to be true since, in 
assessing the scope of protection of a design, the degree of freedom of the 
designer in developing his design must be taken into consideration (Artic-
le 10 [2] CDR). This scope can be broad, average or narrow, depending on 
the existing design corpus and the departure or “distance” of the design 
from the specific prior art. Contrary to that, according to the Federal Sup-
reme Court in “Birthday Train”, a “personal intellectual creation” requires 
freedom which the author uses for “expressing his creativity in an original 
manner”.  In case of articles of daily use, showing features of appearance 
dictated by the intended use, such “freedom for an artistic design”, as a 
rule, would be limited. Consequently, it seems that copyright protection 
for works of applied art will continue to be more difficult to be enforced in 
comparison with parallel design rights.

Reported by Dr. Henning Hartwig
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Court: German Federal Supreme Court  
Date: February 19, 2014 
Decision: Case I ZB 3/13

Standards of distinctiveness and descriptiveness under German 
trademark law (HOT)

On February 19, 2014, the German Federal Supreme Court 
confirmed a decision of the German Federal Patent Court of 
October 9, 2012, which had invalidated the German part of In-
ternational Registration No 797277 “HOT”. The Court’s official 
headnote reads as follows:

When a trademark (here: “HOT”) has several meanings (here: aside from 
“hot” also “spicy, hotly spiced, piquant” in relation to taste and figuratively 
also “sexy, trendy, great”), all of which are descriptive for the registered 
goods (here: inter alia, cleaning preparations, body care preparations, 
food supplements, printed matter, and clothing), the interpretative effort 
caused by the different possibilities of understanding the term does not as 
such suffice to confirm distinctive character.

The contested mark shown below

had been registered for “bleaching preparations and other substances 
for laundry use; cleaning, polishing, scouring and abrasive prepara-
tions; soaps; perfumes, essential oils, cosmetics, including shampoos, 
shower gels, body lotions, massage oils, gels, face creams; hygienic 
products for medicine; nutritional supplements (adapted for medi-
cal use); lubricants for pharmaceutical purposes; paper, cardboard 
and goods made thereof, not included in other classes, printed mat-
ter, including calendars, labels for goods, photographs; clothing and 
footwear” in classes 3, 5, 16 and 25. The validity of the registration was 

HOT
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challenged by Australian Gold, Inc., represented by BARDEHLE PA-
GENBERG. The challenge was based on the absence of distinctiveness of 
the mark for all the goods.

On March 22, 2011, the German Patent and Trademark Office issued a 
decision, invalidating the contested mark as regards “bleaching prepara-
tions and other substances for laundry use; soaps; perfumes, essential 
oils, cosmetics, including shampoos, shower gels, body lotions, massage 
oils, gels, face creams; nutritional supplements (adapted for medical 
use); lubricants for pharmaceutical purposes; printed matter, including 
calendars, labels for goods, photographs, clothing and footwear” due 
to lack of distinctiveness, but maintained the registration for the goods 
“cleaning, polishing, scouring and abrasive preparations; hygienic 
products for medicine; paper, cardboard and goods made thereof, not 
included in other classes”. Both parties appealed. The Federal Patent 
Court confirmed and, upon Australian Gold’s cross-appeal, extended the 
invalidation to all goods. 

Protection for the same mark was also refused by the Australian, UK and 
Japanese Patent Offices. A case concerning the extension to the EU is 
pending before the General Court of the European Union.

The case is also interesting because the trademark proprietor had previ-
ously obtained preliminary injunctions from German courts, which had 
found the mark sufficiently distinctive and refused to suspend cases to 
await the outcome of the cancellation actions. The proprietor’s challenge 
of the Federal Patent Court’s decision for having disregarded these court 
decisions was dismissed. According to the Supreme Court, the Federal 
Patent Court discussed the corresponding submission of the trademark 
owner and correctly found that the civil courts in the infringement pro-
ceedings did not actually review the protectability of the trademark but 
were bound by its registration. In fact, under German law, in infringement 
litigation an attack on the validity of the allegedly infringed marks on 
grounds of descriptiveness or absence of distinctiveness is not allowed; 
such a challenge must be brought before the German Patent and Trade-
mark Office, as was done in the present case which led to a confirmation 
of the cancellation (invalidation of the German part of the international 
registration) by the German Supreme Court.

Reported by Dr. Henning Hartwig
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Court: German Federal Supreme Court  
Date: February 25, 2014 
Decision: Cases X ZB 5/13 and X ZB 6/13

German Federal Supreme Court on whether therapy-related 
instructions may contribute to patentability in case of a claim 
directed to a substance for use in therapeutic treatment (Colla-
genase I and II)

Therapy-related instructions (“therapiebezogene Anweisun-
gen”) may contribute to patentability if they objectively aim at 
allowing, enhancing, accelerating or improving otherwise the 
effect of a substance. Aspects not relating to the characteristics 
of the substance and its effect on the human or animal body 
are, however, to be disregarded pursuant to Section 2a (1) No 2 
German Patent Act and Article 53 (c) European Patent Conven-
tion.

The cases at issue both relate to appeal proceedings before the German 
Federal Supreme Court that had to decide whether the Federal Patent 
Court was right in rejecting two German patent applications, DE 198 13 
748.6 and DE 100 27 521.4, respectively. Both applications are directed 
to the enzyme collagenase for use in the treatment of particular, abnor-
mal fasciae made of collagen bundles that lead to distortions of different 
parts of the body. The collagenase, a protease, is injected into the relevant 
collagen bundle, where it degrades the collagen and thus provides relief 
from the medical condition. The use of collagenase for such treatment 
was known from the prior art. The claims at issue are phrased as further 
medical use claims according to Section 3 (4) German Patent Act and 
Article 54 (5) European Patent Convention (EPC) and relate to a relatively 
high dosage of collagenase for injection into a collagen bundle followed 
by an immobilization of the relevant part of the body for several hours 
in order to avoid spreading of the collagenase from the site of injection. 
Spreading would cause a reduced therapeutic effect of the collagenase in 
the collagen bundle. The Federal Patent Court had rejected the applica-
tions based, inter alia, on the finding that despite its allowable wording 
as a further medical use, the immobilization step following the injection 
would not characterize the collagenase or its formulation to be injected 
and that the feature would be nothing but an instruction to the physician 

Collagenase I and II
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in charge. Thus, the feature would be excluded from patentability pursu-
ant to Section 2a (1) No 2 German Patent Act and Article 53 (c) EPC and 
consequently to be disregarded for the assessment of patentability of the 
claimed subject-matter.

In this respect, the Federal Supreme Court set aside the Federal Patent 
Court’s ruling based on the following considerations: The measure of 
immobilizing the relevant part of the body serves the purpose of impro-
ving the effect of the administered collagenase. The measure is not an 
additional one for treating the disease that is independent from the effect 
of the substance. Consequently, this feature is not excluded from patenta-
bility. Both cases were remitted to the Federal Patent Court to determine 
whether the feature to immobilize the respectively treated part of the body 
after collagenase injection confers not only novelty to the claimed subject-
matter but also involves an inventive step over the prior art, including the 
standard repertoire of a physician at the priority date.

Remarks

In its decisions, the Federal Supreme Court emphasizes that the European 
and the German provisions with respect to further medical use claims are 
considered to be applied identical by both, the European Patent Office and 
the German authorities. In its decision, the Federal Supreme Court also 
refers to EPO case law, in this respect, such as G 2/08. A restriction, e.g. 
to the dosage of a substance, cannot be derived from the further medical 
use provisions. Consequently, different kinds of administration (such as 
orally, transdermal or different kinds of injections), the consistency of the 
substance (such as solid, liquid or gaseous), the patient group or any other 
parameter that has an influence on the effect of the substance constitute 
a patent eligible specific use of the substance. Now, the Federal Supreme 
Court made clear that also therapy-related instructions may well meet this 
requirement.

Reported by Dr. Axel B. Berger
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Court: German Federal Supreme Court  
Date: March 13, 2014 
Decision: Case X ZR 77/12 (BPatG)

Guidance on admissibility of successive nullity suits filed by 
co-defendants of an infringement suit and scope of implicit 
disclosures of prior art documents (Proteintrennung/Protein-
separation)

A nullity suit is not inadmissible for abuse of law merely 
because the nullity plaintiff, who was one of several co-defen-
dants of a parallel infringement suit, did not join an earlier 
nullity suit of one of his co-defendants but waited for the 
result of this earlier nullity suit. 

The scope of the disclosure of a document can include steps/features 
which the patent claim and the description do not explicitly mention 
but which, from the point of view of the person skilled in the art, are 
evidently necessary for implementing the claimed teaching of the pa-
tent and which therefore do not need to be separately disclosed but are 
“read along”. However, the inclusion of evident steps/features does not 
allow supplementing the disclosure with the common knowledge of the 
person skilled in the art, but merely serves to determine the complete 
meaning of the disclosure, i.e. the technical information which the 
skilled reader derives from the document on the basis of his common 
knowledge.

The case at hand concerns the European patent EP 359 593 (hereinaf-
ter “the Patent”) which discloses an improved process for separating 
proteins from human or animal blood plasma, and in particular a 
process for separating the protein factor VIII which is necessary for 
the treatment of Haemophilia A (factor VIII deficiency). The claimed 
process allows producing the protein factor VIII in highly concentrated 
form on industrial scale.

The proprietor of the patent filed several suits for patent infringement 
in Germany against Octapharma AG (hereinafter “Octapharma”), its 
managing director and two of its affiliates. As a reaction to the infrin-

Proteintrennung/ 
Proteinseparation
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gement suits, Octapharma filed a first nullity suit (3 Ni 5/04) against 
the Patent. As in prior (but unsuccessful) opposition proceedings, 
Octapharma argued that the Patent lacked novelty over EP 0 343 275 
B1 (hereinafter “EP ‘275”).

EP ‘275 was filed before the priority date of the Patent but published 
after this date. According to Article 54 (3) EPC, such “post published” 
prior art can be the basis of a lack of novelty objection, but not for a 
lack of inventive step objection.

Contrary to the Boards of Appeal (see T-292/02), the German Federal 
Patent Court came to the conclusion that EP ‘275 explicitly disclosed 
all features of claim 1 and therefore anticipated the claims of the 
Patent as granted. As a reaction, the Patentee amended claim 1 of the 
Patent by supplementing claim 1 with an additional feature from the 
description of the Patent. According to this feature, the factor VIII so-
lution resulting from the steps of the process of claim 1 is freeze-dried.

The Federal Patent Court held that this additional step of freeze drying 
was neither explicitly described in EP ‘275 nor implicitly disclosed since 
the step was not necessary for obtaining the sought after factor VIII solu-
tion (see 3 Ni 5/04) Therefore, the Federal Patent Court upheld the patent 
in its amended form. In the appeal proceedings of the first nullity suit, the 
Federal Supreme Court affirmed this decision (see Xa ZR 10/07).

After the decision of the Federal Supreme Court, the affiliates and the 
managing director of Octapharma filed a second nullity suit. The nul-
lity plaintiffs once again argued that the Patent lacked novelty over EP 
’275 and presented additional evidence that the step of “freeze drying” 
was the only well-known process for making protein solutions durable 
at the priority day. The nullity plaintiffs also presented evidence that 
the so achieved durability was indispensable for turning the factor VIII 
solution into a tradable therapeutic product.

The patentee argued that the affiliates and the managing director of 
Octapharma could have joined the first nullity suit, that the subse-
quent filing of two nullity suits based on the same prior art increased 
the patentees cost risk, and that the second nullity suit should therefo-
re be held inadmissible for abuse of law.
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In its decision on the second nullity suit, the Federal Patent Court 
held the second nullity suit to be admissible but confirmed that the 
Patent – in its amended form – was novel over EP ‘275 and dismissed 
the nullity suit (see 3 Ni 32/10). In the appeal proceedings, the Fe-
deral Supreme Court again confirmed the admissibility of the second 
nullity suit but held all claims of the Patent invalid for lack of novelty 
over EP ‘275.

What regards the admissibility, the Federal Supreme Court explained 
that, under German law, everybody is entitled to file a nullity suit 
against a patent which is in force in Germany at any time and that 
German law does not provide for any rule forcing a defendant to file 
a nullity suit within a certain time period. Therefore a co-defendant 
of an infringement suit is entitled to wait for the outcome of a nullity 
suit filed by another co-defendant before filing his own nullity suit.

What regards the lack of novelty objection on the basis of EP ‘275, 
the Federal Supreme Court decided that the freeze-drying feature was 
implicitly disclosed and therefore anticipated by EP ‘275. According 
to the Federal Supreme Court, the skilled reader understood that the 
method disclosed in EP ‘275 was intended to provide factor VIII not 
only for laboratory or short-term therapeutic uses but also for large 
scale therapeutic uses. Since it was not in dispute that such large sca-
le therapeutic use required a certain degree of durability of the factor 
VIII solution and that freeze-drying was the only way for achieving 
the necessary durability at the priority date, the Federal Supreme 
Court concluded that the step was “read along” by the skilled reader 
analyzing EP ‘275.

Remarks

The decision shows that the filing of successive nullity suits by 
several members of a company group is admissible and can enhan-
ce the chances of success of an invalidity attack. The decision also 
clarifies the standard for the implicit disclosure of features which 
are not mentioned in a document but which are part of the common 
knowledge at the priority date. According to this standard, the skilled 
person reflects about the purpose of a disclosure and “reads along” 
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features which are (very) well known to the person skilled in the art 
and which are evidently necessary for realizing the objective of the 
disclosure.

Reported by Maximilian Ernicke, LL.M.
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Court: German Federal Supreme Court  
Date: September 18, 2014 
Decision: Case I ZR 228/12

Use of yellow color for language learning software by Rosetta 
Stone infringes yellow color mark of Langenscheidt for langua-
ge dictionaries (Gelbe Wörterbücher/Yellow Dictionaries)

Since 1956 the German publisher Langenscheidt distributes its 
printed dictionaries in a specific yellow color, since the 1980s it 
also markets other products in this color. After having proven 
in application proceedings that its mark had acquired distinc-
tiveness through use, Langenscheidt’s obtained a German color 
mark registration for “printed bilingual dictionaries” in Janu-
ary 2010 (claiming priority of March 7, 1996). In 2010, the U.S. 
company Rosetta Stone started distribution of its language-
learning software in a yellow packaging in Germany, also using 
the yellow color for its promotions and marketing, e.g. on its 
website. Langenscheidt sued Rosetta Stone, arguing that use 
of the yellow color infringes its trademark rights. The Cologne 
District Court and the Cologne Appeal Court found the accused 
products to infringe the claimant’s trademark rights. The 
further appeal of the defendant before the Federal Supreme 
Court remained unsuccessful. 

The Cologne District Court and the Cologne Appeal Court both ordered 
the defendant to, inter alia, refrain from use of the yellow color for its 
language-learning software, because it infringes Langenscheidt’s regis-
tered color mark. Rosetta Stone filed a cancellation request against the 
mark-in-suit with the German PTO, arguing that the mark was devoid of 
intrinsic distinctive character, and that the mark allegedly also did not 
acquire distinctiveness through intensive use. The German PTO and the 
Federal Patent Court both rejected the cancellation request. An appeal 
on points of law was pending before the Federal Supreme Court. Despite 
these pending cancellation proceedings, the Federal Supreme Court (as 
already the Appeal Court had done before) rejected defendant’s request 
to stay the infringement proceedings until a final decision in cancellation 
proceedings will be rendered. The Federal Supreme Court’s standard of 
staying an infringement action while an invalidity action is pending re-

Yellow Dictionaries



266Trademark Law 2014

quires „ … a certain degree of probability for the cancellation which justi-
fies the delay following from a stay.” This requirement was not met. The 
Court maintains this view while taking into account the recent judgment 
of the ECJ that the burden of proof in cancellation proceedings regarding 
the question whether a trademark acquired distinctive character through 
use lies with the trademark holder (ECJ, decision of June 19, 2014, Joi-
ned Cases C-217 & 218/13 – Deutscher Sparkassen- und Giroverband/
Banco Santander – Sparkassen-Red, reported in IP-Report 2014/II) and 
the argument of the appellant that thereby the chances of success in the 
invalidity action were higher. The German Supreme Court had previous-
ly held that the burden of proof lies with the person challenging the vali-
dity. The Court finds that this ECJ decision does not affect its evaluation 
of the defendant’s chances of success in the cancellation proceedings. 
According to the Federal Supreme Court the impact of this ECJ decision 
on German practice remains “open”, because the ECJ based its decision 
on the incorrect assumption that Germany had not exercised its right to 
make use of the option in Article 3 (3) of the Trademark Directive to pro-
vide that a trademark shall also not be declared invalid on the grounds of 
absence of distinctiveness or descriptiveness if it has acquired a distincti-
ve character after the date of application for registration or after the date 
of registration (cf. Section 37 [2] German Trademark Act). 

As regards the requirement that the infringing sign must be used “as a 
trademark”, courts in general argue that consumers perceive the colo-
ring of a product rather as a decorative element and not as a trademark. 
Only under specific conditions consumers may find a color to demons-
trate the origin of the products. In the present case, the Court agrees 
with the lower court that when taking into account the perspective of 
average users of the respective products, the requirement of trademark 
use is met. The claimant has made extensive use of the color yellow 
since 1956, and today it holds a significant market share in the field of 
bilingual dictionaries. Its most important competitor extensively uses 
a specific green color for its products. Trademark use applies not only 
to the claimant’s products, but also for defendant’s yellow-colored 
products. Finally, the fact that the claimant and the defendant besides 
using the yellow color also use other marks for their products does not 
change con sumer’s perception of the yellow color “as a trademark”.

The Federal Supreme Court confirms the Appeal Court’s assessment that 
dictionaries on the one side and language-learning software on the other 
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are complementary goods and, thus, the conflicting goods are highly 
similar. In view of the longstanding intensive use of the yellow color by 
the claimant, which nowadays includes dictionaries in 33 languages, the 
Court found that the Appeal Court correctly came to the conclusion that 
the mark-in-suit enjoys an average scope of protection. As regard the 
conflicting yellow colors, the Federal Supreme Court again agrees with the 
Appeal Court’s finding that they are highly similar. Consequently, there 
exists likelihood of confusion. 

Remarks

The decision follows established principles in cases involving infringe-
ment of so-called “abstract” color marks, i.e. marks consisting, as here, 
of a single color without any figurative addition. 

Noteworthy is the simultaneous pendency of infringement and invalidity 
case involving the same mark and the almost simultaneous decisions in 
both cases. In the co-pending cancellation action, the Federal Supreme 
Court dismissed the appeal on October 23, 2014 (Case I ZB 61/13), i.e. only 
one month after the decision in the infringement action. The reasons for the 
dismissal of the invalidity claims are not yet available at the time the writing 
of this Report (November 19, 2014). It will be interesting to see how the 
German Supreme Court will take into account the recent Sparkassen-Rot 
judgment of the Court of Justice, which is, at least as regards fixed percen-
tages for finding acquired distinctiveness, in obvious contradiction with the 
German court’s requirement of acquired distinctiveness by at least 50 % of 
the relevant public.

Reported by Dr. Philipe Kutschke
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Toilet seat hinge
Court: Dusseldorf Appeal Court 
Date: November 7, 2013  
Decision: Case I 2 U 29/12

Further guidance on the requirements of equivalent patent 
infringement (WC-Sitzgelenk/Toilet seat hinge)

The German Federal Supreme Court has established a three-
step-test to determine infringement under the doctrine of 
equivalence. According to this test, the third step (“equiva-
lence”) requires that the considerations of the skilled person 
for finding the surrogate, equivalent means are based on the 
patent claim and the patent specification in such a manner that 
the skilled person considers the differing embodiment with its 
modified means as a technical solution which is equivalent to 
the technical teaching of the patent. However, there is no such 
equivalency if the wording of the claim shows that the patent 
applicant decided to select a specific means for achieving a 
certain effect while abandoning other surrogate means – na-
mely the attacked means – which are disclosed in the patent 
specification as being capable of achieving the same effect (cf. 
Federal Supreme Court, GRUR 2011, 701 – Okklusionsvorrich-
tung; Federal Supreme Court, GRUR 2012, 45 – Diglycidverbin-
dung). The Dusseldorf Appeal Court now clarifies that such a 
decision to select specific means from a set of alternatives and 
to abandon the alternatives may only be assumed if the patent 
specification shows that the patent applicant was aware of the 
alternative means achieving the same effect and consciously 
decided not to claim these alternative means.

In the case at hand, the plaintiff was the owner of the German part of 
European Patent 1 199 020 B1 (“patent-in-suit”) concerning a hinge for a 
toilet seat for securing a toilet seat assembly to a ceramic body. The hinge 
in accordance with claim 1 of the patent-in-suit included an adapter mem-
ber with an approximately cylindrical base body in which a radial blind 
bore was formed for insertion on a gudgeon (feature 4.3 of claim 1). The 
defendant produced and distributed various toilet seat assemblies with 
hinges. One of these assemblies (“attacked embodiment I”) included an 
adapter member with a radial blind bore, whereas two of the defendant’s 
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assemblies (“attacked embodiment II” and “III”) included adapter mem-
bers with a stepped bore, going all through the adapter members.

The plaintiff filed an infringement suit with the Dusseldorf District Court 
asserting literal infringement of claim 1 of the patent-in-suit by the 
defendant’s attacked embodiment I and equivalent infringement by the 
attacked embodiments II and III. The Dusseldorf District Court decided in 
favor of the plaintiff as far as literal infringement by the attacked embo-
diment I was concerned, but dismissed the complaint with regard to the 
alleged equivalent infringement by the attacked embodiments II and III. 
Notably, it was undisputed among both parties that the adapter members 
of the attacked embodiments II and III did not include a radial blind bore, 
and, therefore, literal infringement of claim 1 was out of the question. 
Equivalent infringement in view of the attacked embodiments II and III 
was also denied by the Dusseldorf District Court:

According to the aforesaid three-step-test, there is a patent infringement 
under the doctrine of equivalence, if the attacked embodiment does not 
make literal use of a certain feature of the patent claim, but provides a 
surrogate means which is equivalent to this feature of the patent claim. 
The surrogate means in question must meet the following  conditions: (1) 
The surrogate means of the attacked embodiment must have an “equal 
effect” as compared with the feature of the patent claim which is not 
literally realized. This means, the problem of the invention must be solved 
with means having objectively identical effects. (2) The surrogate means 
must be “obvious” to a skilled person at the priority date. This means that 
the skilled person must be able to discover the surrogate means as having 
identical effects without any inventive considerations and on the basis of 
his expert knowledge. (3) The skilled person must consider the surrogate 
means as being “equivalent” to the teaching claimed in the patent. This 
means that the considerations of the skilled person for finding the surro-
gate, equivalent means must be based on the patent claim and the patent 
specification in such a manner that the skilled person considers the dif-
fering embodiment with its modified means as a technical solution which 
is equivalent to the technical teaching of the patent. However, there is no 
such equivalency if the wording of the claim shows that the patent appli-
cant decided to select a specific means for achieving a certain effect while 
abandoning other surrogate means – namely the attacked means – which 
are disclosed in the patent specification as being capable of achieving the 
same effect.
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The Dusseldorf District Court held that the third requirement was not 
fulfilled since claim 1 of the patent-in-suit explicitly referred to a “blind 
bore” (i.e. a bore which does not go all through the drilled material), while 
the specification of the patent-in-suit mentioned various kinds of bores, 
for example “bores” in general, and, more specifically, “blind bores”, 
“(drilled-)through bores” and “stepped bores”. Therefore, the Court regar-
ded the use of the term “blind bore” in feature 4.3 of claim 1 as a selective 
decision (“Auswahlentscheidung”), excluding the attacked embodiments 
II and III with its “stepped (through-)bores” from equivalent infringement.

In the present decision, the Dusseldorf Appeal Court affirmed the Dus-
seldorf District Court’s judgment as far as literal infringement of claim 1 
by the attacked embodiment I was concerned, but set aside the District 
Court’s judgment as far as it dismissed the action in view of the alleged 
equivalent infringement of claim 1 by the attacked embodiments II and III.

With respect to the third requirement under the doctrine of equivalence 
(“equivalence”), the Dusseldorf Appeal Court outlined that special cir-
cumstances need to be at hand for excluding “obvious” surrogate means 
having the “same effect” from patent protection under the doctrine of 
equivalence. Generally, such special circumstances may only be assumed 
if the patent specification shows that the patent applicant was aware of the 
alternative means achieving the same effect and consciously decided not 
to claim these alternative means (“selective decision”; “Verzichtssachver-
halt”). The Dusseldorf Appeal Court stated that, in the case at hand, the 
skilled person can detect from the functional term “formed for insertion 
on a gudgeon” contained in claim 1 that according to the patent claim the 
function of the bore is decisive. When reading the patent specification the 
skilled person cannot find a hint that – for realizing said function – the 
technical teaching of the patent-in-suit depends on a bore with a closed 
bottom, meaning a “blind bore”. Instead, according to the patent speci-
fication, the technical teaching depends on the fact that the radial bore 
is formed for insertion of a gudgeon and that the radial bore provides a 
stop for preventing the gudgeon from slipping through.  In the case at 
hand, various kinds of bores were mentioned in the specification – howe-
ver, they were not mentioned in the context of the relevant feature 4.3 of 
claim 1, i.e. as means to mount the hinge to the ceramic body. Against this 
background, the Court did not see hints in the patent-in-suit suggesting 
that the patent applicant was aware of “stepped (through-)bores” having 
the same, equivalent technical effect. Thus, the Court denied a selective 
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decision of the patent applicant excluding “stepped (through-)bores” from 
(equivalent) patent protection. The Court further explained that a selec-
tive decision of the patentee against certain alternative means – by not 
mentioning them in the wording of the claim – could also not be inferred 
from the fact that these alternative means were so obvious to the skilled 
person that the patent applicant must have known of them.

Therefore, the Dusseldorf Appeal Court found equivalent infringement, in 
the case at hand.

Remarks

The present decision of the Dusseldorf Appeal Court is remarkable and 
fortunately clarifies the recent case law of the German Federal Supreme 
Court on the doctrine of equivalence (cf. Federal Supreme Court GRUR 
2011, 701 – Okklusionsvorrichtung; Federal Supreme Court GRUR 2012, 
45 – Diglycidverbindung). In view of the Federal Supreme Court’s de-
cisions “Okklusionsvorrichtung” and “Diglycidverbindung” and respec-
tive case law of Dusseldorf Appeal Court, it has been claimed by many 
practitioners in the field of patent law that patent infringement under the 
doctrine of equivalence was “dead”. In fact, in the last few years, no case 
of established equivalent infringement has been reported in Germany. 
With respect to the existing case law, it has been claimed by practitioners 
that there was no equivalent patent infringement if the surrogate means 
is mentioned in the patent specification. Allegedly, only if the surrogate 
means is not mentioned in the specification, there was no “selective deci-
sion” with respect to the means specified in the wording of the claim. This 
approach made things complicated as the surrogate means might not be 
“obvious” for the skilled person if it is not mentioned in the specification 
at all. Thus, the Dusseldorf Appeal Court’s statements that a “selective 
decision” can only be assumed under special circumstances are highly ap-
preciated. Thus, the present decision might encourage plaintiffs to argue 
equivalent infringement more often again.

The present decision should be carefully considered when applying for 
a patent and drafting the claim and the specification: Surrogate  means 
should either be included in the scope of  literal patent protection by 
skillfully phrasing the wording of the claim(s), or – if this is not possible 
– they should not be mentioned in the patent specification at all. In the 
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latter case, it should be considered whether the function of the claimed 
means can be mentioned in the wording of the claim and whether such 
function can be further illustrated in the patent specification. The chance 
of gaining patent protection under the doctrine of equivalence by me-
ans of a precise description of the function should outweigh the risk of 
including determinations allegedly limiting the scope of protection. In the 
absence of accepted generic terms for describing the means and the func-
tion, the patent applicant may create its own terminology, in this regard. 
In this context, it should be noted that, under German Patent law, the 
patent is regarded to be its own “dictionary” and is to be understood out 
of itself (Federal Supreme Court GRUR 1999, 692 – Spannschraube).

Reported by Dr. Thomas Gniadek and Michael Kobler 
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Snickers and Bounty
Court: Cologne Appeal Court 
Date: December 20, 2013 
Decision: Case 6 U 85/13

Scope of protection of food trade dress based on misappropria-
tion and 3-D trademark rights (Snickers and Bounty)

On the eve of Christmas 2013, the Cologne Appeal Court, 
Germany’s first choice-venue for enforcing claims based on 
misappropriation and trademark rights due to its owner-
friendly approach, decided in a case brought by Mars Inc 
against the Turkish chocolate maker Şölen A.Ş. While claims 
against alleged copies of the BOUNTY packaging and BOUNTY 
chocolate bar were dismissed, the Court granted claims against 
the imitation of the SNICKERS packaging.

I. As regards the SNICKERS case, the conflict was about the conflicting 
chocolate products shown below (the SNICKERS being an exemplified 
packaging given that several variants are on sale):

Mars has been selling SNICKERS confectionary in Germany since the 
beginning of the 1980s. Turnover in Germany in 2010 amounted to 
EUR 95 million (2011: EUR 100 million), advertising spending was in 
the range of EUR 5 million (2011), while the market share in Germany 
was 7.9% in 2010 and 8.6% in 2011. On this basis, the Court conside-
red that the outer appearance of the SNICKERS packs was entitled to 
claim “enormous reputation” and a “significantly increased competitive 
individuality”.

Turning to the accused packaging, the Cologne Appeal Court found that 
this pack was “evidently” based on the SNICKERS design, copying fea-
tures of appearance characterizing the latter’s overall impression. In both 
cases, the product name was put in capitals tilted to the right, using blue 
and/or lilac colours (which, in the consumer’s imperfect recollection, were 
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hardly to be distinguished), with the individual letters showing a white-
red border and the black-brown background of the packaging “brown 
segments being clearly perceived”.

German consumers, consequently, would be misled, perceiving the ac-
cused trade dress to be a sub-brand or variant of the SNICKERS product. 
The small indication “Şölen” would not suffice as this company was 
neither known in Germany, nor could “Şölen” be identified as a manufac-
turer. Apart from that, deviating indications of different manufacturers 
would not avoid an indirect deception as to origin in case of a “clearly 
similar overall effect” of the conflicting packs. The Court, finally, held that, 
according the judges’ practical expertise, the addressed public did not 
know that Mars Inc would not grant licenses to its products. As a result, 
the Court granted relief against misappropriation under Section 4 No 9 lit 
a Act against Unfair Competition based on an avoidable indirect deception 
as to origin.

In addition, the Cologne Appeal Court also granted claims, under Sec-
tion 4 No 9 lit b Act against Unfair Competition, against the contested 
packaging based on taking unfair advantage, without due cause, of the 
repute of the SNICKERS product as consumers would transfer quality 
expectations from the original to the accused product.

II. As regards the BOUNTY case, the conflict was, first of all, about the two 
packs depicted below:

Again, Mars Inc had asserted claims, under Section 4 No 9 Act against 
Unfair Competition, for protection against misappropriation based on an 
avoidable indirect deception as to origin and/or exploitation of reputa-
tion. This time, however, the Cologne Appeal Court denied such claims 
although the Court, again, confirmed that the outer appearance of the 
BOUNTY product could claim “enormous reputation” and a “significantly 
increased competitive individuality” – due to turnover in Germany in 
2010 and 2011 of EUR 22 million per year, advertising spending in the 
range of EUR 5 million (2011) and a market share of 2.6% in 2010 and 
2011.
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However, according to the Court, the “degree of imitation” of those fea-
tures of appearance characterizing BOUNTY’s overall impression was only 
low, given that the basic elements were different, further and different 
elements of appearance were added and the accused pack showed an 
individual overall impression – due to a different character of the product 
name, the missing “palm landscape” and a “rather dreamy overall impres-
sion” (in the sense of a “dreamy sky scenery”).

Furthermore, due to the evidently different product name (“Wish”), there 
was no likelihood of confusion (neither in terms of an avoidable direct nor 
an indirect deception as to origin). Likewise, the Cologne Appeal Court 
denied claims either based on taking unfair advantage, without due cause, 
of the repute of the BOUNTY product or on the grounds that the Wish pack 
was detrimental to the repute of the BOUNTY original.

III. Last but not least, the Court was called to decide whether Mars 
could successfully claim infringement of its German 3-D mark No 
302010033190 registered, inter alia, for “non-medical confectionary”. 
The mark and the accused chocolate bar are shown below:

Originally, the mark had been registered as a Community trademark 
but later invalidated due to lack of acquired distinctive character in the 
European Union. On October 11, 2011, the German Patent and Trademark 
Office allowed registration of the mark due to acquired distinctiveness in 
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Germany (invalidity proceedings are still pending). A consumer survey of 
October/November 2004 showed that 49.4% of the interviewees attribut-
ed the mark either to BOUNTY, its manufacturer or other of its products.

Nonetheless, the Cologne Appeal Court found non-infringement of the 
mark. The conflicting signs were highly similar. However, the accused 
product configuration was not used “as a mark” in order to indicate the 
origin of the defendant’s product, according to the Court. Actually, Mars 
failed to establish corresponding evidence that the public perceived the 
shape of a chocolate bar as a badge of origin. The diversity of product 
configurations which could be found on the German chocolate market did 
not serve to distinguish the various different products. Rather, consumers 
would perceive differences in the dimensions and textures of existing cho-
colate bars as being merely functional or ornamental. Apart from that, the 
Court held that the mark’s distinctiveness was average at best and did not 
significantly exceed the 50% threshold which would be required anyway, 
according to German case law, to grant acquired distinctiveness.

Remarks

The Court’s decision seems to be consistent with established case law of 
the German Federal Supreme Court and, in particular, the decision “Pra-
line Shape I” (cf. BARDEHLE PAGENBERG IP Report 2007/IV). Howe-
ver, there appear to be inconsistencies with case law from other German 
appellate courts.

For instance, and contrary to the Cologne Appeal Court in the present 
case, the Hamburg Appeal Court found in October 2008 that the requi-
rement “use as a mark”, as a rule, should be construed broadly in the 
interests of a comprehensive trademark protection. Accordingly, it should 
suffice that there is the “objectively not entirely unlikely possibility that 
the public will assume an indication as to commercial origin”. “Use as a 
mark” should only be denied if the sign was “clearly not perceived in this 
sense as an indication of commercial origin”.

Likewise, there seems to be a discrepancy between the present case and 
a decision of the Hamburg Appeal Court from April 2005 according to 
which it is unlikely that consumers expect brand owners to allow me-too 
products to be put on the market in a packaging capable of causing confu-
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sion even if the public might assume that major food discounters distribu-
te products of known brand owners under their own private label.

Finally, interestingly, according to the Dusseldorf Appeal Court, the 
standard under Section 4 No 9 lit b Act against Unfair Competition would 
be that third party observers passing by and seeing someone using the 
accused imitation would perceive this product as being the original. The 
high similarity from the perspective of such a third party constituted 
a clear incentive for potential buyers in order to impress third parties, 
according to the Court. Consequently, it would not be the perspective and 
perception of a (potential) buyer of the competing products – this is what 
the Cologne Appeal Court found – but a “casual bystander” that should 
count.

The present case is pending before the Federal Supreme Court. More 
clarity will hopefully be provided.

Reported by Dr. Henning Hartwig
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Feststellungsinteresse
Court: Dusseldorf Appeal Court 
Date: March 20, 2014  
Decision: Case 2 W 8/14

Further guidance on when to find a legal interest in a declarato-
ry judgment of non-infringement

A complaint for a (negative) declaratory judgment requires 
that the plaintiff has a legitimate interest (“Feststellungsinte-
resse”) in the requested declaratory finding by the competent 
court. A legitimate interest of the plaintiff in finding that a 
specific patent is not infringed may exist if the patent owner, 
despite its obligation to do so, does not respond to the ques-
tion of the plaintiff whether a certain device falls under the 
scope of protection of the patent. In the present decision, the 
Dusseldorf Appeal Court clarifies that the patent owner who 
has filed a complaint against a company based on infringe-
ment of a different national part of a European patent gene-
rally is not obliged to answer the question by such company 
whether similar devices also infringe the German part of said 
European patent in Germany. Thus, the absence of a response 
from the patent owner generally does not create a legitimate 
interest for such company requesting a negative declaratory 
judgment.

In the case at hand, the patent owner had filed an infringement com-
plaint in Turkey based on literal and equivalent infringement of the 
Turkish part of European Patent 1 392 575 against the manufacturer 
of sealing devices allegedly falling under the scope of protection of this 
patent. The manufacturer wrote several letters to the patent owner as-
king for a statement on whether its respective devices also infringed the 
German part of said European patent. The patent owner did not com-
ment on the potential infringement of the German part of EP 1 392 575 
but merely answered that he would not comment on any possible future 
activities and that he was not willing to spend money and time for the 
assessment of a theoretical infringement question. As a consequence, 
the manufacturer filed a complaint for a declaratory judgment of non-in-
fringement against the patent owner with the Dusseldorf District Court. 
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As both parties declared the matter terminated before the Dusseldorf 
District Court had issued a declaratory judgment, the Dusseldorf Appeal 
Court only had to decide which party has to bear the statutory costs of the 
proceedings, i.e., which party would presumably have lost the case. The 
Appeal Court ordered that the plaintiff had to bear these costs because he 
did not have a legitimate interest in a declaratory judgment. Upon the ap-
peal filed by the plaintiff, the Dusseldorf Appeal Court upheld the District 
Court’s decision for the following reasons:

Section 256 German Code of Civil Procedure stipulates that a complaint 
may be filed to establish the existence or non-existence of a legal rela-
tionship, i.e., for example the existence of a patent infringement, if the 
plaintiff has a legitimate interest in having the legal relationship establis-
hed by a judicial ruling at the court’s earliest convenience. According to 
the established German case law, such legitimate interest is given if the 
defendant alleges to be entitled to a claim against the plaintiff.

In its grounds of the decision, the Dusseldorf Appeal Court explained 
in which situations such allegation by a patent owner to be entitled to 
a claim based on infringement providing for a legitimate interest in a 
declaratory judgment could be assumed. The Court distinguished between 
explicit allegations, e.g. in a warning letter, and so-called implied allega-
tions (“konkludente Berühmung”), e.g., silence with respect to a question 
on the patent owner’s assessment of the infringement situation despite 
an obligation to respond. According to the Court, an implied allegation 
requires a behavior of the patent owner towards the plaintiff, which allows 
the clear conclusion that the patent owner alleges to be entitled to a claim 
against the plaintiff based on infringement of the patent. 

Applying these principles to the case at hand, the Court stated that if the 
patent owner simply refuses to give a substantial answer to the question 
whether he regards a certain device to fall under the scope of protection of 
the patent, an explicit allegation is out of the question. An implied allegation 
would only allow a clear conclusion in the above sense if the patent owner 
was generally obliged to answer such question. According to the Dusseldorf 
Appeal Court, there is no such general obligation of the owner of a (Euro-
pean) patent to give an answer to such request. Following the established 
German case law, the Court explained that this was not only true if there were 
no legal relationships between the patent owner and the inquiring company 
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prior to the inquiry, but also in case the inquiring company had already been 
sued for patent infringement by the patent owner and asked whether a modi-
fied device would still fall under the scope of protection of the patent. 

Furthermore, the Dusseldorf Appeal Court added that there was also no 
obligation of the patent owner to provide an answer, even if the patent owner 
had already sued the inquiring company in another EPC member state based 
on infringement of a national part of a European patent a German counter-
part of which is valid in Germany. This was easily understandable, as the 
Court explained, in case the wording of the claims of the national parts of the 
European patent in question was different which might result in a different 
scope of protection, or if the patent owner based his complaint on infringe-
ment under the doctrine of equivalence since the requirements of equivalent 
infringement depend on the respective national case-law and thus signifi-
cantly vary between the different EPC member states. Therefore, filing such 
complaint does not allow the clear conclusion that the patent owner would 
automatically see himself entitled to a claim for patent infringement also in 
another EPC member state. 

Finally, according to the Dusseldorf Appeal Court, a complaint based on lite-
ral infringement of another national part of a European patent – and refusing 
to answer to an inquiry regarding infringement with regard to the German 
part of the respective European patent – generally also does not constitute an 
implied allegation to be entitled to a claim in Germany. The Court explained 
that the mere conduct of the patent owner in one EPC member state does not 
constitute such implied allegation in another member state. In this context, 
the Court pointed to the general opinion that the European patent was a 
bundle of independent national patents which had to be considered individu-
ally. Only if additional circumstances were at hand, e.g. if the patent owner 
through respective comments or behavior showed that he deemed also the 
other national (here German) part of the European patent to be infringed, 
the plaintiff may have a legitimate interest in a declaratory judgment of non-
infringement.

Remarks

The present decision shows that, despite the pending referral to the 
CJEU regarding the requirements for successfully raising the compulsory 
license objection, German instance courts are still reluctant to use a less 
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strict standard than in the “Orange-Book” decision – at least until a final 
decision is rendered by the CJEU. Thereby, the application of very strict 
requirements for a preliminary stay of enforcement measures complies 
with the practice of the instance courts, in this respect.

Following this approach, on the one hand, owners of SEPs presently may 
expect to be able to preliminary enforce a first instance judgment based on 
that SEP. On the other hand – in particular in view of the latest decision 
of the European Commission regarding Motorola Mobility’s violation of 
antitrust law by forcing Apple to sign an unfavourable license agreement 
by means of posing a threat of enforcing an injunction against Apple on 
the basis of a SEP – patent holders might need to consider risks of liability 
based on such enforcement in case the CJEU will significantly ease the 
requirements for raising the compulsory license objection.

Reported by Michael Kobler and Nadine Heiartz
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Golden bears
Court: Cologne Appeal Court 
Date: April 11, 2014 
Decision: Case 6 U 230/12

Use of a chocolate product comprising the shape of a bear 
wrapped in a golden foil does not infringe word mark “GOLD-
BÄREN” (Goldbären/Golden bears)

The claimant Haribo, the German producer of the famous fruit 
gums “Goldbären”, challenged the distribution of Chocoladen-
fabriken Lindt & Sprüngli’s chocolate bear wrapped in a golden 
foil, comprising Lindt’s company name and logo as well as the 
designation “TEDDY”, the imprint of a teddy’s face, ears and 
paws and wearing a red ribbon with a heart around its neck. 
The defendant is a famous chocolate producer, known throug-
hout the IP community for its – so far (in Germany) unsuccess-
ful, and (in Austria) successful – attempts to challenge distri-
bution of a competitor’s chocolate bunny allegedly infringing 
Lindt’s trademark rights in the shape of the “GOLDEN BUNNY” 
(reported previously in BARDEHLE PAGENBERG IP Reports 
2012/II, 2011/I, 2008/II and 2006/I). 

As reported before (cf. BARDEHLE PAGENBERG IP Report 2013/I), the 
Cologne District Court upheld the complaint, arguing that there was a 
serious risk that use of the challenged chocolate teddy will lead to dilution 
of the claimant’s well-known word mark “Goldbären” (“golden bears”). The 
Cologne Appeal Court agrees with the defendant’s arguments and over-
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turns the first instance decision. However, it allows a further appeal to the 
Federal Supreme Court. 

The Appeal Court confirms that the claimant’s word mark “Goldbären” 
is a trademark with reputation. Nonetheless, this does not automatically 
imply that the trademark enjoys a broader scope of protection against 
similar product appearances. 

As always in trademark infringement cases concerning 3D trademarks, 
one of the most controversially discussed issues is whether or not the 
challenged product’s appearance (in particular its shape) will be perceived 
“as a trademark” by the relevant public, in the present case concerning 
chocolate products basically the average consumer. As a rule, a sign will 
be perceived as a trademark if the sign is used as an indication of the com-
mercial origin of the products. 

However, when trademarks with reputation are at issue, perception “as a 
trademark” only requires that the relevant public establishes a certain “link” 
between the challenged product apperance on the one side and the earlier 
trademark on the other. Whether or not this is the case has to be assessed 
irrespective of the intention of the undertaking distributing the challenged 
product. Remarkably and contrary to this principle, in the present case the 
Court also considers that it was Lindt’s clearly expressed intention to create 
a chocolate teddy which was oriented towards its well-known “GOLDEN 
BUNNY”. The latter, undisputed, would refer to the defendant’s underta-
king and, thus, be perceived “as a trademark”. Consequently, so the court, it 
is at least very likely that the appearance of the teddy will also be perceived 
“as a trademark”. 

The Court nonetheless denies a relevant “link” between the conflicting 
signs in the above mentioned sense, because the conficting signs are not 
similar enough. Insofar the Court basically applies the same criteria as 
the District Court, namely whether or not the designation “Goldbären” 
(“golden bears”) was the obvious, easy and exhaustive designation for 
Lindt’s chocolate teddy and, thus, whether it was the closest and most 
fitting description for the product. Taking into account that the overall 
impression produced by the challenged product is influenced not only by 
its shape and colour, but also by its other design and word elements as 
outlined above, the Appeal Court found that the designation “Goldbären” 
would not meet these criteria.
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The Court also rejected Haribo’s argument that Lindt would exploit the 
reputation of Haribo’s word mark. The Court concluded that Lindt itself 
was well-known for its delicate chocolate products. The golden teddy 
would simply follow its well-known “GOLDEN BUNNY” which would 
speak against Haribo’s allegation.

Consequently, use of the appearance of Lindt’s “TEDDY” does not infringe 
Haribo’s trademark rights in the designation “Goldbären”.

Remarks

With an interim result of 1:1 the final outcome of this dispute at first 
glance appears to be unpredictable. However, taking into account long-
standing trademark law principles the better arguments are on the side 
of the defendant: It appears to be absolute exceptional that a certain 
expression which is protected as a word mark is the exhaustive designa-
tion for the appearance of a complex product’s appearance, in particular 
if the product, besides its shape and colour, comprises word and design 
elements which do not coincide with the protected earlier trademark. In-
sofar, the Appeal Court – contrary to the District Court – correctly applies 
the standard test in infringement proceedings regarding the assessment of 
the overall impression of complex signs and comes to an overall entirely 
reasonable result. 

Altogether, the decision comes somehow like a consolation for the de-
fendant: It is very difficult for Lindt to enforce its 3D trademarks in its 
famous golden bunny, but at least the product appearance of its teddy 
seems to be in safe waters regarding conflicts with Haribo’s earlier word 
marks.

Reported by Dr. Philipe Kutschke
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The German Federal Patent Court
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Mark Twain
Court: German Federal Patent Court  
Date: May 15, 2013  
Decision: Case 29 W [pat] 75/12 

Name of a famous writer is not registrable as a trademark for 
writing instruments (Mark Twain)

The German Federal Patent Court ordered the cancellation of 
the word mark “MARK TWAIN” for writing instruments stating 
in the essence the following: If the public perceives a mark to be 
a dedication to a famous personality, then it does not function 
as an indication of origin. And: The examination of distinctive-
ness can be limited to the manner of use which the court recog-
nizes to be most likely.

Montblanc, manufacturer of high-quality writing instruments as well as 
of further lifestyle products, has since 1992 annually launched writing 
instrument sets as a “Limited Writers Edition”. The products of this series 
are to “honor” the life and work of great personalities of literary history. In 
August 2010, Montblanc brought writing instruments with the inscription 
“Mark Twain” on the market. This resulted in a conflict with a promotional 
items producer, who is the owner of the Community trademark “MARK 
TWAIN” for “writing instruments” in class 16 and who also obtained the 
registration of a German trademark of the same name for the same goods 
in November 2010. Montblanc requested cancellation of the German mark. 
Parallel cancellation proceedings are pending before OHIM.

The cancellation request was rejected by the German Patent and Trade-
mark Office: It is stated that if the consumers targeted do not establish a 
thematic or otherwise factual relation between the goods and the well-
known person; the person’s name is not descriptive of the goods and not 
lacking in distinctive character. It is further stated that using a famous 
name as an advertising medium does not preclude the name also being 
perceived as a trademark.

The German Federal Patent Court reversed and ordered the cancellation 
of the mark “MARK TWAIN”. The Court agreed that the mark is not pu-
rely descriptive. However, due to the specific characteristics of the market 
for writing instruments, the name is not understood as an indication of 
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a particular trade origin but rather as honoring the person and as the 
dedication of the writing instrument to the author as part of a special 
edition. The mark is, thus, devoid of distinctive character. Applying “Mark 
Twain” to writing instruments will not be perceived as a trademark. In the 
interest of ensuring competition and the tradition of such writing instru-
ments dedicated to persons, there is also a need to ensure free use of such 
names. 

Remarks

German case law is inconsistent when judging the registrability of the 
names or images of famous persons. The prevailing rule seems to be that 
if a use of the mark is possible which will be perceived by the public as 
trademark use, registration should not be refused. In the present case, the 
Court took into account the practice in the field of writing instruments 
in refusing registration.  Therefore, it is to be welcomed that the Court 
allowed the appeal on points of law regarding the question as to whether 
the most likely form of use will determine registrability.

It also remains to be clarified whether the generous assessment of possi-
bilities for distinctive use is also necessary if the trademark is not used in 
connection with goods but rather with services. Some see a parallel to the 
refusal of protecting geographical indications as trademarks when there 
is a need to prevent their monopolization, as developed by the Court of 
Justice of the European Union in the well-known “Chiemsee” judgment of 
1999. It is argued that there is a need to ensure free use not only for signs 
indicating the quality and other characteristics of the goods concerned. 
Rather, there is also a need to ensure free use where the public establishes 
a connection between the product and a historical personality creating a 
positive association. It remains to be seen whether the German Supreme 
Court will use this case to bring more clarity in this somewhat confused 
situation.

Reported by Karin Costescu
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Court, on which topic he has regularly published and gives lectures.
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