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Q1. What conventions, Multilateral or Bilateral
agreements are pertinent to the protection of trade
identities in your jurisdiction?
The most important are:

•   Paris Convention for the Protection of Industrial

Property (1883)

•   The Agreement on Trade-Related Aspects of Intellectual

Property (TRIPs) (1994) (exclusive competence of the

European Union)

•   Madrid Agreement Concerning the International

Registration of Marks (1891)

•  Protocol Relating to the Madrid Agreement Concerning

the International Registration of Marks (1989)

•   Trademark Law Treaty (1994)

•   Singapore Treaty on the Law of Trademarks (2006)

•   Nice Agreement Concerning the International

Classification of Goods and Services for the Purposes

of the Registration of Marks (1957)

•   Vienna Agreement Establishing an International

Classification of the Figurative Elements of Marks (1973)

•   Bilateral agreement for the economic cooperation

between Italy and San Marino (2009)

Q1a. What national legislation is pertinent to the
protection of trade identities in your jurisdiction?
As a Member State of the European Union, the Community

Trade mark Regulation provides for protection of registered

Community Trade marks in Italy.

The Italian Industrial Property Code (IPC) is the main

source of law governing the protection of trade identities.

Also, the Italian Civil Code (CC) protects trade identities.

In particular:

•   Article 2569 (CC): Right of exclusivity

•   Article 2598 (CC): Acts of unfair competition

•   Article 2599 (CC): Sanctions

•   Article 2600 (CC): Damages

There are also articles in the Criminal Code, concerning

trade identities. In addition, there are various provisions

in many other laws which may concern the protection

of trade identity, such as rules relating to food products,

to geographical indications etc.

Q2. Is your jurisdiction a first-to-use jurisdiction or a
first-to-register jurisdiction?
The rights arising from the use of a sign prevail over a

subsequent application for registration made by a third

party, when certain conditions are matched. In particular,

a sign cannot be registered because it is not considered

new, according to Article 12 IPC, if it is identical with,

or similar to, signs already known as trademarks or as

distinguishing signs of products or services manufactured,

marketed or rendered by others for identical or similar

products or services. 

Moreover, a sign lacks novelty if it is identical with or

similar to a sign already known as a business name,

corporate or trade name, outdoor sign and business

domain name, adopted by others. A further condition

for the lack of novelty is that due to the identity with or

similarity of the signs and the identity with or similarity

of the products or services, there exists a likelihood of

confusion for the public, which may also consist in the

likelihood of association of two signs. 

The prior use of a sign, when it does not imply

reputation of the same, or implies a merely local reputation,

does not imply the lack of novelty.

In summary, Italy is a first-to-use jurisdiction, as long

as the first user may demonstrate the above mentioned

circumstances. In all other respects, the first-to-apply

principle prevails over subsequent users or applicants.

Q2a. Please describe the rights afforded by use and
separately by registration in your jurisdiction.
According to Article 2598 n. 1 of the Italian Civil Code,

the user of a distinctive sign (although not registered,

but as long as it does not have merely local reputation)

may be protected from slavish imitation by third parties,

leading to confusion of the public. The first user may

act against the unfair competitor and may obtain an

injunction, a penalty in case of breach of the injunction

order, a seizure, the publication of the decision and the

compensation of the damages.

Furthermore, the first user may ask the nullity of a

later registration of an identical or similar trademark for

identical or similar products or services, if there exists a

likelihood of confusion for the public.
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Q10a. Please describe the opposition procedure, including the bases
for filing an opposition and also the opposition term, whether there
is a possibility for extension for filing an opposition. Can oppositions
be suspended?
The opposition to the trademark application has to be filed before the

Italian Patent and Trademark Office, within the mandatory term of

three months from the date of publication of the application.

Opposition may be filed by:

a) the owner of a trademark already registered in the country or

effective in the country (such as Community Trade marks) with an

earlier filing or priority date; 

b) the applicant who filed in the country an application for trademark

registration having a prior date or being effective in the country

from a prior date due to a priority right or to a valid claim of

seniority;

c) the exclusive licensee of an earlier trademark; or

d) persons, bodies and associations owning the image or name rights

according to Article 8 IPC.

According to Article 180 IPC, an opposition procedure is stayed:

a) during the time limit granted to the parties for the purpose of

reaching a settlement agreement;

b) if opposition is based on a trademark application, until the

registration of such trademark;

c) if opposition is based on an international trademark, until the

expiry of the time limits for the refusal or the filing of opposition

against the registration of such trademark registration, or the end

of the relative examination or opposition procedures;

d) if the opposition is brought against a national trademark subject

to re-examination, until the end of the relevant re-examination

procedure;

e) if a proceeding for invalidity or revocation of the trademark is

pending, on which opposition is based or which is relevant to the

ownership of the right to registration, until the judgment becomes

final, if the applicant files an appropriate request;

f) if the opposition is based on prior rights still subject to examination,

when the applicant requests to stay the opposition proceedings,

until the decision on the prior registration is definitive; or

g) if the trademark opposed is an international registration which

has been declared not valid according to the Madrid Agreement

and Protocol, until the decision becomes definitive. 

Q11. Please describe any documents which are required to place an
opposition on file.
In order to file an opposition the opponent shall file:

a) an opposition form, duly completed, in three copies;

b) a copy of the application or of the trademark registration

certificate on which the opposition is based, to the extent that they

are not national applications or certificates and, if applicable, the

documentation related to the priority or seniority right enjoyed by

it as well as the translation thereof into Italian; as to seniority, this

must have been already claimed in respect of the application or

of the Community trademark registration;

c) any other documentation providing evidence of the alleged facts;

d) the documentation necessary to demonstrate the entitlement

to submit opposition, should the prior trademark not be in the

name of the opponent in the registry of the Italian Patents and

Trademarks Office;

e) the appointment if a trademark attorney has been appointed; and

f) the receipt of payment of the opposition fees.

Q12. Is it possible to file cancellation proceedings in your
jurisdiction?
The cancellation proceedings of a trademark registration are possible

only before the Jurisdictional Authority (in other words the Section

Specialized in Commercial Matters of the territorial competent

Court). A writ of summons has to be notified at the domicile elected

by the trademark owner. Thereafter, proceedings on the merits will

commence.

Q13. If so, please set out the procedure, including who has standing
to cancel and the bases of cancellation.
According to Article 122 IPC an action aimed at obtaining the

declaration of revocation or of invalidity of an industrial property

title can be brought by anybody interested therein and started

Trademark knowledge share - Italy

The rights afforded to a registered trademark are identical to those

described above.

In addition, the owner of an earlier trademark may also oppose

the application for registration of an identical or similar trademark

for identical or similar goods or services if there exists a likelihood of

confusion for the public, which may also consist in the likelihood of

association of two signs.

Q3. What type of marks are registrable in your jurisdiction, (e.g.,
trademarks, service marks, collective marks, certification marks)?
According to the IPC it is possible to register individual and collective

marks for goods or services. Italy does not provide for certification

marks, which may however also constitute collective marks.

Q4. Are there any marks prohibited from registration (e.g. flags,
symbols) in your jurisdiction?
According to Article 10 IPC, escutcheons and other signs (such as

flags and other symbols) taken into account by international conventions

currently in force and regulating this subject, in the cases and at the

conditions mentioned thereby, as well as signs containing symbols,

emblems and escutcheons which are of public interest shall not be

registered as trademarks, unless the authorization to registration

thereof has been granted by the competent authorities.

In cases where a trademark contains words, images or signs having

a political meaning or a highly symbolic value, or containing heraldic

elements, the Italian Patents and Trademarks Office shall, before

granting registration, send a sample of such trademark along with

any other element which may be of use to the interested or competent

public authorities, in order to receive their opinion, in accordance

with the provisions of Article 10 paragraph 4 IPC.

The Italian Patents and Trademarks Office may act as set forth in

Article 10 paragraph 2 IPC, in all cases where there is a doubt whether

a trademark may be contrary to public policy or to accepted principles

of morality.

If the interested or competent authority mentioned in paragraphs

two and three, expresses negative opinion as to the trademark’s

registration, the Italian Patents and Trademarks Office shall deny the

application.

Moreover, according to Article 14 IPC, signs contrary to the law,

public policy or accepted principles of morality; signs which are such

as to deceive the public, in particular as to the geographical origin,

nature, quality of products or services; and signs the use of which

would result in the violation of third party’s copyright, or industrial

property right or of other third party’s exclusive rights, shall not be

registered as trademarks.

Q5. Who is the proper applicant for registration?
According to Article 19 IPC, the registration of a trademark can be

obtained by anyone making use, or proposing to make use of it for

manufacturing or trading products or for rendering services of its

own enterprise or of enterprises under its control or which use the

trademark with its consent.

Registration of trademarks may also be granted to State, Region,

District Agency and Municipal administrations.

Q5a. Can a partnership, individual, other legal body or non-legal
body file and hold trademark rights?
Partnership and individuals or associations may file an application

and become the owners of the trademark registration, as long as

they have juridical personality, according to the Italian legal system.

Juridical personality means the capability of a subject to be holder of

rights and obligations. 

Q6. Is your jurisdiction a member of the Nice Classification?
Yes, it is. The Nice Convention has been ratified by the law of April 27,

1982, n. 243 and has been in force since February 19, 1983.

Q7. Please list the documents required for filing a trademark
application.
The documents required are:

a) an application form, containing relevant information (amongst

which, the identity of the applicant, the priority if claimed, etc.);

b) the power of attorney conferred to the trademark attorney, if the

application is not filed by the applicant itself;

c) an example of the trademark printed on white paper within the

dimensions of 8 cm x 8 cm (for three-dimensional trademarks

special rules apply);

d) the translation of the trademark into the Italian language (if

applicable);

e) the list of products and services to be protected;

f) the authorization of the person entitled, if the application concerns

the registration of a portrait, of a notorious sign or of a escutcheons

and other signs (such as flags) taken into account by international

conventions; and

g) the proof of the acquired distinctiveness, if secondary meaning is

claimed. 

Q8. Please describe whether your jurisdiction is an examination
jurisdiction and if so, please describe the kind of examination,
i.e. for formalities, for relative rights or for absolute rights.
The Italian Patent and Trademark Office carries out both formal and

substantive examination.

The substantive examination relates mainly to the absolute grounds

of refusal and few relative grounds of refusal (such as the rights to the

name and to the image, as well as the rights on the flags and other

international symbols, etc.).

As to the relative grounds of refusal, third parties may bring an

opposition before the Italian Patent and Trademark Office (if possible)

or before the Jurisdictional Authority (in other words the Section

Specialized in Commercial Matters of the territorial competent

Court).

Q9. Please describe any mark which is not registrable according to
your legislation (e.g., geographical terms, foreign words, surnames,
etc.).
The registration of any sign which is conflicting with third party’s

rights, such as copyrights, prior trademark rights, image rights,

design rights, etc. may be nullified upon request of the rightholder of

the prior right.

Any trademark which consists exclusively of signs which have

become customary in the current language or in the established

practices of trade, or consisting of generic names of products or

services or of descriptive indications referring to the kind, quality,

quantity, intended purpose, value, geographical origin or the time of

production of the product or of rendering of the service, or other

characteristics of the product or service may not be the object of

registration.

Furthermore, the following shall not be registered as trademarks:

a) signs contrary to the law, public policy or accepted principles of

morality;

b) signs which are such as to deceive the public, in particular as to

the geographical origin, nature, quality of products or services.

Q10. Does your jurisdiction have an opposition procedure?
Yes. 
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ex officio by the public prosecutor. However, an action aimed at

obtaining the declaration of invalidity of a trademark, due to the

existence of prior rights or due to the use of the trademark violating

third parties’ copyright, industrial property right or any other

exclusive right or due to the trademark violating the right to the

name or portrait, or due to the trademark registration being carried

out in the name of somebody not being entitled thereto may be

started only by the owner of the respective earlier right or by its

assignee or by the person having title thereto.

The principal bases of cancellation are the following:

a) lack of novelty;

b) lack of distinctiveness;

c) lack of graphical capability of representation;

d) if the sign is a three-dimensional trademark and the shape results

from the nature itself of the product, of the shape of the product

which is necessary to obtain a technical result or of the shape

which gives substantial value to the product may not be registered

as trademark;

e) if the sign is contrary to the law, public policy or accepted

principles of morality;

f) if the sign is such as to deceive the public;

g) if the use of the sign would result in the violation of third party’s

rights;

h) if the application was made by a person without entitlement;

i) if the application was made in bad faith;

j) if the owner of a collective trademark fails to carry out the controls

provided for by the provisions of regulation concerning the use of

collective trademarks; or

k) lack of use. 

The procedure for obtaining cancellation is governed by the rules

of civil procedure applicable for proceedings before the Commercial

Courts.

Q14. What is the term of a registration and can a registration be
renewed early without shortening the terms of registration?
A registration lasts for ten years from the date of filing of the

application.

In case of renewal, the effects of the same start from the expiry date

of the prior registration.

An application for renewal, and the attached payment of the fees

due, must be filed within the last 12 months prior to the last day of

the month of expiration of the ten year period. 

Q15. Please describe the renewal requirements for renewing a
registration setting out the procedure.
Registration may be renewed for the mark as registered (in other

words no amendments are permitted), for all or for some of the

goods or services for which the mark is registered. 

An application for the renewal of a trademark must be filed by the

holder or the successor in title. If the trademark registration is owned

by more than one person, the renewal application may be filed by

any of them, for the benefit of all of them.

Should a trademark attorney be appointed, the appointment must

be attached to the application.

If an application for renewal or the fee paid only refers to one part

of the products or services for which a trademark has been registered,

the registration is renewed only for the identified goods or services.

The applicant for renewal shall file an application form including

all data related to the applicant and the registration to be renewed as

well as to the list of products and/or services for which the renewal

is requested. Together with the application, the applicant shall file

the receipt of payment of the relevant fees.

Q15a. Is proof of use of the mark required to be filed on renewal?
No proof of use is required for a renewal request. 

Q15b. Is it possible to file later renewal?
After the period indicated under Q14 has expired, an application for

renewal may be filed during the following six months subject to the

payment of an additional fee. After that period has expired without

renewal, the registration is considered lapsed.

Q16. What are the requirements for maintenance of a registration
in your country? That is, is it necessary during the life of a
registration, to file any proof of use to maintain the registration?
The file of a proof of use is not required to maintain the registration,

unless an action for revocation for lack of use is commenced. Another

case where the proof of use is required is connected to the opposition

proceedings. The applicant opposed on the base of a prior registration

may require the opponent to file proof of the use of the trademark.

Q16a. Are there marking requirements for your jurisdiction?
There are no such requirements.

Q16b. What is the effect of using the notice and is it forbidden to
make a false claim of registration?
The notice may be done using the ® symbol. Although it is not

mandatory, it may help in order to avoid the trademark becoming

generic and to inform third parties about the registration. It is

forbidden to make a false claim of registration. In particular, whoever

affixes any untrue words or indications on any item, so as to suggest

that the trademark distinguishing it had been registered, shall be

punished by an administrative penalty in an amount ranging from

ca. Euro 50 to Euro 515.

Q16c. Can the ® (registered trademark symbol) be used to notify
that a mark is registered?
Yes.

Q17. Please describe the procedure for the proper licensing of
trademarks.
The licensing agreement between the trademark proprietor and the

(prospective) licensee must be in writing.

According to Article 138 IPC, after the negotiation and the

signature of a license agreement concerning a national trademark

registration or an international trademark designating Italy, the

license has to be recorded at the Italian Patent and Trademark Office.

Recording is subject to the payment of the prescribed fee.

In order to obtain recording, an applicant must file two copies of

a specific form, along with a true copy of the public deed (licensing

contract) or the original or true copy of the certified private deed.

The Italian Patents and Trademarks Office, after ascertaining the

formal correctness of the deeds, will promptly carry out the recording

based on the date when the application was filed.
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