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Trademark knowledge share - Germany

Q1. What conventions, Multilateral or Bilateral
agreements are pertinent to the protection of trade
identities in your jurisdiction?
Protection of trademarks in Germany – or in any other

Member State of the European Union – cannot be

described without considering European Union legislation

on trademarks.

EU legislation on trademarks comprises Council

Regulation (EC) No 207/2009 of 26 February 2009 on

the Community trademark (codified version), which

has replaced the original Regulation adopted in 1993

(Community Trademark Regulation), and Directive

2008/95/EC of the European Parliament and of the

Council of October 22, 2008 to approximate the laws

of the Member States relating to trademarks (codified

version), which has replaced the original Directive adopted

in 1988 (Trademarks Directive). 

As a result of the Trademarks Directive, which has

been implemented in all 28 Member States of the EU,

substantive trademark law is in major parts the same in

all countries. The Trademarks Directive has not regulated

procedures, so that trademark registration, opposition

and cancellation procedures, as well as infringement

procedures, are not harmonized and may (and do) differ

substantially from country to country. 

The Community Trademark Regulation provides for

a parallel system of protection which covers all EU

Member States. Protection may be obtained for Community

trademarks or national trademarks or both. Earlier national

rights are relative grounds preventing registration

of a later Community trademark, and vice versa. The

Community trademark system is administered by the

European Union’s trademarks and designs office, the

Office for Harmonization in the Internal Market (Trade

Marks and Designs), often referred to by its acronym

“OHIM”, which is located in Alicante, Spain.

Germany belongs essentially to all relevant international

conventions in the field of intellectual property, including

the Paris Convention, The Madrid Agreement and the

Madrid Protocol to the Madrid Agreement Concerning

the International Registration of Marks, the Nice Agreement

on the International Classification of Goods and Services,

the Trademark Law Treaty, the World Trade Organization

(WTO) including the Agreement on Trade Related Aspects

of Intellectual Property Rights (TRIPS Agreement).

The German Trademark Act of 1994, which replaced

the earlier German Trademark Act dating from the first

half of the 20th Century, has also implemented the

Trademarks Directive.

Protection of trademarks may also be obtained

by means of an international registration. The 1989

Protocol to the Madrid Agreement for the International

Registration of Marks (of which Germany is a contracting

party) has replaced the earlier 1891 Madrid Agreement

(to which Germany also belongs). The Madrid system

is administered by the International Bureau of the

World Intellectual Property Organization (WIPO). An

international registration must be based on an application

or registration of the same mark in one of the Madrid

Union members and must be filed through the office of

origin. Protection may be requested in any other member

of the Madrid Union. All EU Member States (except

Malta) belong to the Madrid system. The EU joined the

Madrid Protocol in 2004. Thus, protection for the EU as

a whole, as well as for all of its Member States which

belong to the Madrid System, may be obtained through

the registration of trademarks at the International Bureau

of WIPO. Moreover, the EU as well as its Member States

are Members of the WTO and hence have to adhere to

the TRIPS Agreement, which also contains minimum

standards on the protection of trademarks. The Community

Trademark Regulation and the Trademarks Directive are

in compliance with the TRIPS requirements.

Q1a. What national legislation is pertinent to the
protection of trade identities in your jurisdiction?
The German Trademark Act provides protection of trade

identities in Germany. Such protection is available as

use-based or registered trademark for any sign which is
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capable of distinguishing the goods and services of one enterprise

from those of others. These signs include, inter alia, words, including

personal names, letters and numerals, figurative signs (or device

marks), colors and color combinations, three-dimensional shapes,

including the shape of the goods or their packaging.

The German Trademark Act further provides for the protection of

trade identity rights acquired through use, such as trade names and

business designations, titles of works. The Trademark Act also

provides for the protection of geographical indications, which are

protected on the basis of use without any registration system.

Q2. Is your jurisdiction a first-to-use jurisdiction or a first-to-
register jurisdiction?
Different from registered trademark rights, protection of use-based

trademark rights has not been harmonized in Europe and are thus

subject to the laws of each Member State. As a rule, all Member States

must provide protection without use for well-known marks. Also,

many countries, like Germany, award protection on the basis of use

in commerce. In Germany protection is granted when the mark has

become established in the trade, which requires knowledge of the

mark by a significant proportion of the relevant public. In cases of

conflicts, the priority principle applies, in other words, the mark or

sign with earlier priority prevails over the later mark or sign. Priority

for registered trademarks is determined by the filing date or priority

date, whereas for other rights priority is determined by the date when

such rights were acquired.

Q2a. Please describe the rights afforded by use and separately by
registration in your jurisdiction.
The proprietor of a trademark – whether established by use or

registration – is entitled to prevent third parties from using in the

course of trade any sign which is identical with the mark in relation

to goods or services which are identical with those for which the

mark is registered.

Furthermore, such right includes any sign where, because of its

identity with, or similarity to, the mark and the identity or similarity

of the goods or services covered by the mark and the sign, there exists

a likelihood of confusion on the part of the public; the likelihood of

confusion includes the likelihood of association between the sign and

the trademark.

Finally, the right holder is also allowed to prevent the use of any

sign which is identical with, or similar to, the mark in relation to any

– identical, similar, or dissimilar – goods or services where the mark

has a reputation in Germany and where use of that sign without due

cause would take unfair advantage of, or be detrimental to, the

distinctive character or the repute of the mark.

Following the implementation of the IP Rights Enforcement

Directive into German law, rights afforded by use and/or registration

of a trademark under the German Trademark Act include, in principle,

claims for injunctive relief, damages, information, rendering of

accounts, preservation of evidence, recall and definitive removal of

infringing products from the channels of commerce, publication of

judicial decisions and inspection.

Q3. What type of marks are registrable in your jurisdiction, (e.g.,
trade marks, service marks, collective marks, certification marks)?
In accordance with the Trademarks Directive, in Germany registration

may be obtained for trademarks both for goods and for services

(service marks). Germany further also provides for the registration of

collective marks. However, certification marks are not available as

such in Germany.

Q4. Are there any marks prohibited from registration (e.g. flags,
symbols) in your jurisdiction?
In accordance with the Trademarks Directive, signs which may not be

registered as trademarks include those which consist of, or contain,

state symbols or other signs or indications, the registration of which

is prohibited under Article 6ter of the Paris Convention. A similar

prohibition applies to other official signs or symbols which do not fall

under Article 6ter of the Paris Convention. Germany further excludes

marks from registration the use of which would infringe rules or

regulations governing the use of signs in general; marks which are

misleading; marks which are against public order or morality; and

marks which are filed in bad faith.

Q5. Who is the proper applicant for registration?
Trademark registration may be obtained by any person – natural

person or legal entity. There is no requirement that the applicant

carries on any business. 

Q5a. Can a partnership, individual, other legal body or non-legal
body file and hold trade mark rights?
Yes.

Q6. Is your jurisdiction a member of the Nice Classification?
Yes.

Q7. Please list the documents required for filing a trademark
application.
There are no documents required, except the representation of the

mark (if not a word mark). Germany does not require the filing of a

power of attorney or proof of existence of the applicant.

Q8. Please describe whether your jurisdiction is an examination
jurisdiction and if so, please describe the kind of examination, i.e.
for formalities, for relative rights or for absolute rights.
The German Trademark Act provides for an examination system

limited to formal requirements (eg, payment of fees, classification)

and absolute grounds (eg, inherent distinctiveness of the mark).
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Q9. Please describe any marks which are not registrable according to
your legislation (e.g., geographical terms, foreign words, surnames, etc.).
Germany does not provide for a per se exclusion of foreign words,

surnames, or geographical names. Rather, registrability depends on

the presence of distinctive character and absence of descriptiveness,

which are examined with regard to the respective goods and services

for which registration is sought and with the actual or potential

customers or users of the goods or services as the relevant public.

Q10. Does your jurisdiction have an opposition procedure?
Yes.

Q10a. Please describe the opposition procedure, including the bases
for filing an opposition and also the opposition term, whether there
is a possibility for extension for filing an opposition. Can oppositions
be suspended?
Opposition may be brought by proprietors of earlier trademarks and

other earlier signs used in the course of trade. The time limit for

oppositions is three months from the date of publication of the

registration (Germany provides for post-registration oppositions

only). The opposition term cannot be extended. Oppositions may be

suspended if appropriate under the circumstances. The applicant

may request proof of use of the opposing trademark.

Q11. Please describe any documents which are required to place an
opposition on file.
The opposing party must provide proof of ownership of the earlier

mark or right. Opposing parties also generally provide more or less

extensive arguments in support of the opposition.

Q12. Is it possible to file cancellation proceedings in your jurisdiction?
Yes.

Q13a. If so, please set out the procedure, including who has standing
to cancel and the bases of cancellation.
Revocation on grounds of non-use may be requested by any person

(no additional standing requirement). The request may be brought

before the German Patent and Trademark Office. If the proprietor

resists the revocation, the applicant must bring an action before the

(civil) courts. 

Invalidation on absolute grounds may be requested by any person

(no additional standing requirement). The request must be filed

at the German Patent and Trademark Office, which has exclusive

jurisdiction for these cases. On appeal, the case is decided by the

Federal Patent Court. 

Invalidation on relative grounds may be requested only before

the (civil) courts. Standing to request such invalidation is given to

proprietors of earlier rights only, or those specifically authorized by

such a proprietor to request invalidation.

Q14. What is the term of a registration and can a registration be
renowned early without shortening the terms of registration?
The term of a registration of a trademark is 10 years, calculated from

the filing date. Renewal may be obtained within six months from the

expiry of the registration (which is the last day of the month 10 years

after the filing date), and also within six months after that date,

against payment of a surcharge.

Q15. Please describe the renewal requirements for renewing a
registration setting out the procedure.
In Germany, renewal may be completed by payment of the renewal

fee, without any separate application or request being necessary.

Q15a. Is proof of use of the mark required to be filed on renewal?
No.

Q15b. Is it possible to file later renewal?
See answer to question 14.

Q16. What are the requirements for maintenance of a registration
in your country? That is, is it necessary during the life of a registration,
to file any proof of use to maintain the registration?
It is not necessary, during the life of a registration of a mark or upon

renewal or at any time thereafter, to file proof of use in order to

maintain the registration. However, the trademark proprietor is

required to prove genuine use of their mark if challenged in an

opposition or invalidation or revocation proceedings. A mark is liable

to be revoked for non-use if it has not been put to genuine use after

an initial grace period of five years, or if its use has been interrupted

for more than five years. 

Q16a. Are there marking requirements for your jurisdiction?
No, there are no marking requirements. However, many trademark

proprietors do provide information about the existence of a registration,

such as by affixing the ® symbol.

Q16b. If so, what is the appropriate wording for any notice as to the
registration?
See answer to Question 16a.

Q16c. What is the effect of using the notice and is it forbidden to
make a false claim of registration?
The notice is declaratory. False claims of being entitled to protection

of a trademark or any other intellectual property rights may amount

to misleading advertising, which falls under the prohibitions of the

German Act against Unfair Competition.

Q16d. Can the ® (registered trade mark symbol) be used to notify
that a mark is registered?
The ® symbol can be and largely is used in Germany in order to indicate

that a specific mark is registered.

Q17. Please describe the procedure for the proper licensing of trade
marks.
Trademark licensing agreements are contracts entered into by the

licensor with one or more licensees. Such agreements may contain

clauses limiting the licensee as regards the goods or services falling

under the license, the territory for which the license is granted, and

the quality of the goods or services made or rendered by the licensee.

License agreements do not require a specific form. In practice, license

agreements are generally in writing. There is no provision for registering

license agreements at the German Patent and Trademark Office.
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