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BARDEHLE PAGENBERG hosts annual
talk on European patent law

On November 24, 2009, a discussion on
the amendment of claims took place in
the framework of a series of seminars
entitled “Münchner Patentgespräch”
(“Munich Patent Talk”).

Judges from the German Federal
Supreme Court, the Federal Patent Court,
the Boards of Appeal of the European
Patent Office and the remaining civil
courts as well as representatives from
industry and the Bar were informed by Dr.
Jochen Pagenberg about the latest deve-
lopments of the project of a European
system of patent courts.

At present, proceedings for the examina-
tion of a draft agreement on setting up a
European and Community Patents Court
(ECPC) in accordance with the EU Treaty
are still pending before the ECJ. A decisi-
on is not expected until the end of 2010.
In parallel, an expert group consisting of
judges and attorneys as well as the wor-
king group of the Member States are cur-
rently elaborating a draft of the rules of
procedure that also comprise rules on
claim limitation in a counterclaim for revo-
cation. The rules discussed must be
understood as an implementation of
Article 138 (3) EPC 2000, containing a
standard for claim amendments for the
proceedings before civil courts in the EPC
for the first time.

Having explained the multitude of various
procedures of claim amendment in diffe-
rent countries in Europe, Jochen
Pagenberg put a proposal up for discus-
sion which he already presented on the V.
Forum of European Patent Judges in
Venice at the end of October 2009 accor-
ding to which a simplification of the nulli-
ty proceedings could be achieved by way
of two measures.

According to Option 1, a – significant –
reduction of citations as evidence for
obvious-ness should be contemplated. In
UK practice, for instance, the rule “show
me your best piece of prior art” normally
applies, according to which, e.g., more
than two or three references submitted by
the plaintiff for revocation are regarded as
evidence of unsuccessful attempts in the
prior art and would therefore be counter-
productive if none of the skilled persons

had found the solution of the patent.

Following Option 2, auxiliary requests of
new sets of claims by the patent proprie-
tor in order to overcome the citations
should also be limited. In British practice,
more than one auxiliary request is today
considered inadmissible. Even though
such radical reductions need not neces-
sarily be adopted for the German and the
future European practice, Dr. Pagenberg
nonetheless considered it possible that a
reduction to about 3 to 5 citations – when
reasonably differentiating according to
the underlying technology – causes both
parties to focus on the essential technical
and legal aspects. The primary goal,
however, would be to reduce the case
load of the Federal Patent Court and the
Supreme Court in revocation proceedings
which are sometimes confronted with
several dozens of allegedly pertinent
documents, in one case with altogether
95 prior patents and other publications.
The result sometimes is, as a former
judge admitted, that a patent is revoked
on the basis of some borderline piece of
prior art, if it is impossible to examine all
for lack of time.

During the discussion, there were diver-
ging views, and – surprisingly – even
some of the judges were sceptical.
German judges feel obliged to deal with
each document under the concept of ex
officio examination, and in order to avoid
a challenge for violation of due process
they often prefer to deal with all the refe-
rences if the plaintiff has provided at least
a faint reasoning. In spite of several publi-
cations in favour of the abolishment of the
elimination of said ex officio examination
and a large number of practitioners being
in favour of the idea, German lawmakers
still uphold the old rule. The same legal
barrier would, however, not exist under
European law.
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Jochen Pagenberg elected President
of the European Patent Lawyers
Association (EPLAW)

On November 20, 2009, at its yearly
congress in Brussels, the members of
the European Patent Lawyers
Association elected Dr. Jochen
Pagenberg as its president after having
served as vice-president for four years.

EPLAW is an Association of ca. 250 expe-
rienced patent litigation lawyers in the
European Community. Its primary objecti-
ve is to promote harmonization of patent
laws and patent disputes in Europe.
Members of the Association must be
lawyers admitted to a bar and have sub-
stantial litigation experience in patent law.
EPLAW has rendered opinions regarding
the future European Patent Court system
and the Community patent; five of its
Board Members, including Jochen
Pagenberg, are members of the Expert
Group consisting of five judges and five
lawyers for the establishment of a
European and Community Patents Court.

Jochen Pagenberg has also been active
as an Expert of the Working Party for the
European Patent Litigation Agreement
(EPLA) and as Chairman of the European
Patent Litigation Committee of the AIPPI.
In 2009 he has been voted for the third
time in a world-wide survey by Who’s
Who Legal as one of the 10 top patent liti-
gators worldwide.

1. News on the Community Patent and
a European and Community Patents
Court – EU Competitiveness Council
adopts conclusions on an enhanced
patent system in Europe

On December 4, 2009, the Council of the
European Union unanimously agreed on
conclusions on an enhanced European
patent system. A final agreement on a
package of measures is envisaged com-
prising

• the creation of a European and EU
Patents Court (EEUPC),
• an EU patent (hitherto: community
patent),
• an Enhanced Partnership between the
EPO and patent offices of Member
States, and
• to the extent necessary, amendments
to the European Patent Convention.

The conclusions contain a set of main
features of the EEUPC which should
comprise a Court of First Instance and a
Court of Appeal. These features are inter
alia related to

• the composition of the panels,
• the jurisdiction of the Court,
• the languages of proceedings,
• a transitional period of up to 5 years
during which the jurisdiction of national
courts for infringement and revocation
proceedings concerning European and
EU patents is allowed to persist in paral-
lel,
• accession by Contracting States of the
EPC who are not Member States of the EU.

The conclusions contain a second part on
the EU patent providing for separate
regulations for the EU patent itself and for
the translation arrangements for the EU
patent, the latter requiring unanimity in
the Council. The renewal fees would be
payable to the EPO which would retain
50% of the fees and distribute the rest
among the Member States. As to the
Enhanced Partnership, the conclusions
emphasize that it should fully respect the
central role of the EPO in examining and
granting patents. The EPO would be
expected to consider but not be obliged
to use the work, in particular the search
work, provided by participating national
offices. In respect of the envisaged
amendments to the EPC, the accession
of the EU to the EPC is envisaged. Any
necessary amendments to the EPC
should not imply any revision of substan-
tive patent law not related to the creation
of the EU patent.

Reported by Dr. Rudolf Teschemacher
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2. German Federal Supreme Court refers
questions on the interpretation of the
Biotech Directive to the ECJ (Decision of
November 11, 2009 – Case Xa ZR 58/07
– Brüstle v Greenpeace)

The German patent No. DE 197 56 864
C1 (patent proprietor: Professor Oliver
Brüstle) comprises claims on neural pre-
cursor cells derived from embryonic stem
cells (ES), and a method for the producti-
on of the neural precursor cells.
According to the patent description, ES
cells comprise human ES cells. They are
obtainable by removing embryonic stem
cells from the blastocyst, which is a stage
of development of the human embryo.
According to the prevailing opinion, ES
cells cannot develop into a complete indi-
vidual but are able to form certain types of
tissue only under selected conditions.
The claims do not comprise the feature of
using embryos for the production of ES
cells.

The patent was granted on April 29, 1999.
Greenpeace filed a nullity action of this
German patent with the Federal Patent
Court, as far as the claims comprise neu-
ral precursor cells derived from human ES
cells.

The nullity action is based exclusively on
the reasons of offence against ordre
public or morality. Section 2, paragraph 2
No. 3 of PatG (German Patent Act) in the
version of February 28, 2005, regulates
that no patents shall be granted for the
use of human embryos for industrial or
commercial purposes. The regulation of
Section 2, paragraph 2 No. 3 of PatG
(German Patent Act) is identical with
Article 6, paragraph 2 of the European
Directive 98/44 on the legal protection of
biotechnological inventions, which has
been implemented into national law.

On December 5, 2006, the Federal Patent
Court decided to maintain the patent in
an amended version excluding neural
precursor cells derived from ES cells pro-
duced on their part from human embryos.
The patent proprietor filed an appeal
against this decision with the German
Federal Supreme Court. Oral proceedings
were held on November 12, 2009. As a
result of these oral proceedings, the Court
stayed the proceedings and will submit
questions on the interpretation of the
Biotech Directive to the European Court

of Justice. From the press release dated
November 12, 2009 of the Federal
Supreme Court the following questions
may be attained:

1. Is a stem cell obtained from the bla-
stocyst to be considered as an embryo,
even though it does no longer have the
capacity as such to develop into a human
individual?

2. Is the blastocyst to be considered as
an embryo within the meaning of the law?

3. If the answer to Question 2 is in the
affirmative, is the use of embryos within
the meaning of the law already the case,
if obtaining the stem cells to be used
according to the invention necessarily
implies “use” of blastocysts?

4. Is any commercial (i.e. non-private)
use within the meaning of the Patent Act
a “use for industrial or commercial purpo-
ses”? In particular, is any use for research
purposes or for therapeutic purposes a
“commercial” use within the meaning of
the Article 6 of the Directive?

Questions 1 and 2 refer to the interpreta-
tion of the term „embryo“; in particular, to
whether a cell (stem cell) removed from a
development stage of the fertilized egg
cell (blastocyst) or the blastocyst as such
are to be considered to be an embryo.
The EU Directive does not comprise any
definition of the term „embryo“.
Therefore, the European Court of Justice
will have to determine how to construe
this term. According to Section 8 ESchG
(German Embryo Protection Act), the
definition of an embryo is the fertilized
egg starting from the point in time of the
fusion of the nuclei, and any totipotent
cell removed from there. Thus, an ES cell
that is not able to develop into a comple-
te individual is not an embryo, according
to German Law,

Question 3, which is dependent on the
reply to question 2, refers to the interpre-
tation as to whether the explanation in the
patent specification that ES cells are pro-
duced by using blastocysts already leads
to an exclusion from patentability.
Therefore, the question is directed at
whether only the claim is to be conside-
red or the patent as well.
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Question 4 refers to the determination of
the purpose “for industrial or commercial
purposes” and to whether this purpose
can also be fulfilled by therapeutic use.
Recital No. 42 of the Directive explains
that the use of embryos for therapeutic or
diagnostic purposes for the benefit of the
embryo used is not excluded from paten-
tability. Therefore, the Federal Supreme
Court asks whether, according to the
Directive, not only the use of embryos for
therapeutic or diagnostic purposes for the
benefit of the embryo is to be considered
as being patentable but also for other
benefits such as the benefit of a patient.

Only after a preliminary decision of the
European Court of Justice, which may be
expected in approximately one to two
years, the Federal Supreme Court will
decide about the German appeal procee-
dings which have been stayed until then.

Reported by Dr. Thomas Friede

3. European Patent Office (Enlarged
Board of Appeal) tackles backlog on
pending referrals – oral proceedings
held in three cases within two weeks in
November 2009 (Case G 2/08 – Dosage
regimen/KOS, Case G 1/07 – Treatment
by surgery/MEDI-PHYSICS and Case
G 4/08 – Language of the Proceedings/
MERIAL)

The function of the Enlarged Board of
Appeal (EBA) is to develop the law with a
view to ensuring the uniform application
of the European Patent Convention. To
this end questions of law may be referred
to the EBA either by a Board of Appeal
when such a question arises in a pending
case or by the President of the EPO out-
side a pending case when a divergence in
the case law of the Boards of Appeal has
arisen. So far the EBA has disposed of 80
cases and at present 7 cases are pen-
ding. A pending referral may delay many
pending cases since a staying of the pro-
ceedings is possible if the answer to a
question put to the EBA is relevant for a
decision to be taken. Thus, it is important
for the smooth functioning of the system
that questions of general importance are
speedily answered. In order to relieve the
situation, the EBA made an unpreceden-
ted effort by appointing oral proceedings
in three cases within two weeks.

G 2/08
The first of these oral proceedings were
held on November 5, 2009 in case G 2/08.
The point of law referred by Technical
Board of Appeal 3.3.02 in decision T
1319/04 (OJ EPO 2009, 36) concerns the
following question: What is a further
medical use within the meaning of Article
54 (5) in the version of the EPC 2000, and
in particular, can a new dosage regimen
create novelty for the use of a known
medicament in the treatment of a particu-
lar illness which was also known?

As a first point it was discussed whether
the change from the Swiss type claim
allowed under previous practice following
G 5/83 – Second medical indication/EISAI
(OJ EPO 1985, 64) to the purpose-bound
product claim in accordance with Article
54 (5) EPC 2000 was only a change in
claim format or amounted to a substanti-
ve change. The applicant was of the opin-
ion that there was no substantive change
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since already under previous case law fol-
lowing G 5/83, Swiss type claims had not
been restricted to the treatment of further
illnesses. Rather, new forms of admini-
stration or the treatment of further groups
of patients had been considered as novel
and as a proper basis for a Swiss type
claim. The representative of the President
of the EPO stated that both claim formats
were treated as equivalent in first instan-
ce proceedings and were allowed in
parallel. Mentioning an amicus curiae
brief, the Chairman expressed doubts
whether both claim formats were equiva-
lent. There was not only the difference in
the categories “use” and “product” but
also a difference in the features. Whereas
a Swiss type claim was directed to the
manufacture of a medicament, this was
not the case for a purpose-bound product
claim. Hence, a physician not producing
the medicament himself may violate a
purpose-bound product claim but not a
Swiss type claim (see, however, Article 64
(2) EPC). This led to the discussion of the
relation between, on the one hand, the
exclusion of medical treatment from
patent protection in Article 53 c) EPC kee-
ping medical activities free from restraint
and, on the other hand, the protection of
further medical uses restricting such acti-
vities. It was argued that this was not a
problem specific to Article 54 (5) EPC
since the physician was also subject to
the effects of a patent protecting a sub-
stance as such having a pharmaceutical
effect, or protecting a first medical use.

As to the interpretation of the words “for
any specific use” in a medical method in
Article 54 (5), the applicant submitted that
the provision did not allow to treat differ-
ently any different features characterizing
a use. In accordance with acknowledged
practice, a different mode of administra-
tion was sufficient to establish novelty.
There was no reason to deny this for the
instruction to give a certain dosage. The
President’s representative added that the
same had to apply for the time and the
frequency of the application. Both of them
submitted that it was not necessary to
rely on an effect caused by the dosage
regimen in order to establish novelty. This
prompted the Chairman to the question
whether the mere instruction “give it once
a week” might be a mere mental step, and
in the following discussion a parallel was
drawn to the protection of further non-
medical uses as acknowledged in G 2/88

and G 6/88 (OJ EPO 1990, 93 and 114).
According to these decisions, a claim to a
use of a known compound for a particular
purpose based on a new technical effect
described in the patent should be inter-
preted as including that effect as a
functional technical feature.

As a further comment, the applicant sub-
mitted that acknowledging a dosage
regimen as a feature appropriate for esta-
blishing novelty would be an important
step towards harmonization of substanti-
ve patent law in Europe. In particular, he
referred to the decision of the English
Court of Appeal Actavis v Merck ([2008]
EWCA Civ 444) following in this respect
the decision of the Board of Appeal of the
EPO T 1020/03 (OJ EPO 2007, 204 –
Method of administration of IGF-
I/GENENTECH). Also the German Federal
Supreme Court had not excluded dosage
regimens from protection in Carvedilol II
(38 IIC 479 [2007]). As to the national law,
the Chairman added the information that
Switzerland, when adapting its national
law to the EPC 2000, had introduced the
purpose-bound product protection for
further medical uses into Article 7d of the
Patent Act, with the proviso that the use is
only destined for manufacturing a product
for medical purposes.

As to the availability of Swiss type claims
in the future, the discussion revealed no
legal interest in having this claim format
allowed in parallel to the claim format
foreseen in Article 54 (5) EPC, after the
legal situation will be clarified by the
EBA’s decision to be taken in G 2/08.

Oral proceedings in G 1/07 were held on
November 11, 2009. Whereas the EBA
decides only on points of law and not on
the application or patent underlying the
referral, the facts of this case are illustra-
tive for the legal questions put to the EBA.
The application relates to an imaging
method (MRI) for pulmonary and cardiac
vasculature using a specific gas that is
administered to the patient. The gas is
inhaled, but can also be injected directly
into a region of the heart. According to the
description, the claimed method provides
real-time feedback during surgery to veri-
fy success of the treatment. The applica-
tion had been refused under Article 52 (4)
EPC 1973 as a diagnostic method practi-
sed on the human body and as a surgical
method.
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In the light of G 1/04 (OJ EPO 2006, 334
– Diagnostic methods), the referring
Board held in its decision (T 992/03, OJ
EPO 2007, 557 – Treatment by
surgery/MEDI-PHYSICS) that the claimed
subject-matter was not excluded from
patentability as a diagnostic method.
Whereas the method resulted in an
image, constitutive steps for a diagnostic
method were lacking, i.e. comparing
retrieved data with standard values, find-
ing any significant deviations, and attribu-
ting such deviation to a particular clinical
picture. Hence, all referred questions are
related to the exclusion of surgical
methods from patentability.

At the outset of the discussion before the
EBA, it was clarified that under the transi-
tional regime Article 53 c) EPC 2000
applied to the application. As a general
point, it was discussed how exclusions
from patentability should be interpreted in
light of the Vienna Convention on the
Interpretation of Treaties, and the
Chairman drew attention to the fact that
the EBA had noted in G 1/04 (supra) that
the frequently cited principle, according
to which exclusion clauses from patenta-
bility were to be construed in a restrictive
manner, did not apply without exception.
The President’s representative added that
the principle of narrow interpretation
could only be a starting point. When it
came to the interpretation of a specific
exclusion, the purpose and object of that
exclusion had to be primarily taken into
consideration.

Coming closer to the referred questions, it
was discussed whether one chirurgical
step in a multi-step process was sufficient
for the exclusion to apply. The applicant
argued that it was against the ordinary
meaning of the wording of Article 53 c)
EPC if one single chirurgical step which
possibly was of no importance for the real
invention, could “spoil” the whole process
and exclude it from protection. The
President’s representative confirmed the
strict approach of the departments of first
instance, following T 182/90 (OJ EPO
1994, 641 – Blood flow/SEE-SHELL), that
one chirurgical step was sufficient for the
exclusion to apply. She made a compari-
son with Article 52 (2) EPC and argued
that surgical methods were not excluded
as such but in general.

The discussion continued with the questi-
on whether a surgical method implied that
there was a functional link with the body
or whether a method which was only con-
cerned with the internal operation of a
machine could be considered as a surgi-
cal method (see T 245/87, OJ EPO 1989,
171 – Flow measurement/SIEMENS). The
President’s representative submitted that
a functional link was not required if a sur-
gical step was a necessary feature of the
invention. It was necessary and sufficient
to look at the nature of the intervention.
According to the ordinary meaning of the
words, cosmetic surgery was within the
scope of the exclusion. The contrary posi-
tion was taken by the applicant who
argued that only interventions for resto-
ring health, physical integrity or physical
well-being should be considered as surgi-
cal treatment, in particular relying on an
obiter dictum in G 1/04 (supra, Reasons
6.2.1). Pointing to the legal history of the
provision, he argued that treatment by
surgery was added to Article 52 (4) EPC
1973 only for the purpose of adapting the
provision to the parallel provision in Rule
39 PCT. It had not been the intention to
change the scope of the exclusion by this
amendment.

As to the degree of the physical interven-
tion, the applicant argued that according
to G 1/04 a specific type and intensity of
an intervention was not required for a
medical treatment; any differentiation in
this respect would be extremely difficult
to apply and result in legal uncertainty.
The President’s representative explained
that the present practice of the examining
and opposition divisions considered any
irreversible destruction of cells or tissue
as surgery. It could, however, be conside-
red to exclude non-significant interventi-
ons from the exclusion. Relevant criteria
might be the degree of invasiveness, the
health risk implied by the intervention, the
destruction of cells or tissue, the pain
involved and the necessity of a sterile
environment.

The next topic was the question under
which circumstances a surgical step was
part of the claimed invention. In the case
underlying the referral, injecting the gas
was only an alternative to inhaling. This
raises the question whether a claim com-
prising an embodiment which is surgical,
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without claiming it, falls under the exclus-
ion clause. The applicant took the opinion
that not allowing such claims would have
an adverse effect on the patent system.
Applicants would be induced to disguise
their interests and not to disclose embo-
diments which would provoke objections.
A possible solution might be not to omit
such features from the claim but to draft
them as a step which had been taken
before the steps of the claimed method
(e.g. the injected gas). The President’s
representative replied that the decisive
factor whether or not such a definition
was allowable was Article 84 EPC requi-
ring a precise and clear definition of the
invention. An assessment of this require-
ment was only possible on a case by case
basis. As to the possibility of a disclaimer,
the applicant argued that often a disclai-
mer would not be a satisfactory solution
since it might exclude important embodi-
ments.

At the end the question was addressed
whether in a case like the one underlying
the referral, the imaging method was to
be considered as part of a broader
method including the surgery to be per-
formed on the basis of the data provided
by the imaging method. According to the
applicant, the diagnostic part ended with
providing the images, since in accordan-
ce with G 1/04 (supra), only the steps pre-
ceding the diagnosis by the physician
were part of the invention. A mere concur-
rence of both methods was not sufficient
for treating them as a single method of
surgery. The President’s representative
made the distinction that this could not be
applied to what was called a closed loop
feedback control, i.e. an automated sur-
gery system in which the data gained
from the patient control the surgical steps
performed by a robot. The same conclu-
sion had to be drawn if the data left no
choice to the surgeon.

G 4/08
The last of the three oral proceedings
took place in case G 4/08 on November
16, 2009. The Legal Board of Appeal had
referred the question to the EBA whether
an applicant having filed an international
application in an official language of the
EPO was entitled, when entering the
regional phase, to file a translation into
another official language of the EPO (J
8/07, OJ EPO 2009, 216 – Language of
the proceedings/MERIAL). In the case

underlying the referral, the international
application had been filed in French, and
the English representative appointed for
the regional phase filed a translation of
the international application in English,
requesting that English should be the
language of the proceedings before the
EPO. The examining division rejected the
request, stating that in accordance with
Article 14 (3), 158 (3) EPC 1973 the
language of the proceedings was French.

In the oral proceedings before the EBA,
the applicant submitted that there was no
change of the language of the procee-
dings. Article 14 (3) EPC did not apply to
international applications. By filing the
translation when entering the regional
phase, he had determined the language
of the proceedings for the first time. This
was in accordance with the provisions of
the PCT and also with Article 158 (2), Rule
107 (1) a) EPC 1973 (see now Article 153
(4), Rule 159 (1) a) EPC 2000) since the
application had been supplied to the EPO
in one of its official languages. The provi-
sion did not exclude the filing of a transla-
tion which was not obligatory.

The representative of the President
replied that the EPC did only provide for
the filing of a translation where this was
required. This corresponded to Rule 49.2
PCT, giving the applicant the choice of
language only in case of a required trans-
lation. Thus, the filing of a translation was
not foreseen and thus not possible if it
was not required.

For the first time in the oral proceedings,
the applicant pointed to Legal Advice
10/92 (OJ EPO 1992, 692, pt. V) relating
to the consolidation of a European appli-
cation and a Euro-PCT-application filed in
parallel at a time when not all EPC
Contracting States were also PCT
Contracting States. According to this
legal advice, the filing of a translation into
another official language of the EPO was
possible even if the international applica-
tion had been published in an official
language of the EPO. This showed that
the language of the international applica-
tion did not finally determine the language
of proceedings before the EPO.

The representative of the President took
the position that the applicant could deri-
ve nothing from Legal 10/92 which was
concerned with a very specific case and
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could not be generalized for other situati-
ons. Furthermore, although not formally
cancelled, the Advice was outdated,
since for many years all Contracting
States to the EPC had also been PCT
Contracting States. Finally, the language
of publication could not be equated to the
language of filing and, different from the
referred question, Legal Advice 10/92
was concerned with an application filed in
a language which was not an official
language of the EPO.

Two further questions put to the EBA rela-
ted to the applicant’s auxiliary request. He
had requested that the departments of
the EPO should use English in written
proceedings instead of the language of
the proceedings, if the filing of a translati-
on was not allowed. The applicant and
the President’s representative referred to
their written submissions. The applicant
had based his case mainly on J 18/90 (OJ
EPO, 1992, 511) stating that in written
proceedings and in its decision the EPO
may also use an official language other
than the language of the proceedings,
provided that all parties to the procee-
dings have given their agreement.
Nevertheless, the Chairman asked wheth-
er such a practice would boil down to
reviving the original Rule 3 EPC 1973 pro-
viding for the change of the language of
the proceedings which the legislator had
cancelled in 1990 for good reasons, and
giving in exchange the parties the possi-
bility to use any of the official languages
in their submissions. The applicant
replied that J 18/90 and many decisions
following the principle stated therein were
a sufficient legal basis for continuing this
practice.

In all three cases the decision will be – as
usual in proceedings before the EBA –
given in writing. The cases have in com-
mon that the EBA’s composition compri-
ses a member who will retire at the end of
February. Therefore, there is a good rea-
son to hope that the decisions will be
available at that time.

Reported by Dr. Rudolf Teschemacher

4. European Patent Office (Board of
Appeal 3.5.01) confirms case law on
Graphical User Interfaces and rejects
the more liberal views expressed by a
different Board (Decision of April 1, 2009
– Case T 1143/06 – Data selection
system)

The invention discussed in decision T
1143/06 relates to a system and method
for accessing data files in a computer-
based database. The utility of such a
system depends on the speed and accu-
racy with which selected data can be
accessed in the database. The ability to
identify patterns in large quantities of data
can be of significant commercial benefit,
for example, for an organisation that
generates a large quantity of customer-
related data such as the call databases of
large telecommunications companies
which contain valuable hidden informati-
on regarding groups of customers who
have similar usage patterns. By identify-
ing customers according to such patterns
customer information can be obtained
and customer profiles can be developed.
However, a problem associated with such
large databases is that it can be extreme-
ly difficult to identify hidden patterns in
the data, because a detailed understan-
ding of complex mathematical logic and
knowledge of the database structure is
required before a user can define the
appropriate search parameter and state-
ments to investigate possible patterns in
the data. In addition, the selected data
can be difficult to interpret when presen-
ted to the user.

As a solution to these problems, the
invention allows each of the data files to
be represented visually as an element
moving on a display. As an example of the
invention, the description explains that
the sort parameters are allocated at
respective points on the circumference of
a circle shown on the display. Each sort
parameter is distinguished from the
others by a different colour or shape.
Each of the customer files is then repre-
sented as an element in an initial position
in the centre of the circle and then moved
upon a user command from the initial
position towards the sort parameter
points on the circumference of the circle.
Patterns in the data are then readily
recognisable for the viewer since each
element moves in accordance with the
relevance of the sort statements to the
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data file it represents. In this way diffe-
rences between respective data files can
be observed on the display as relative
movements between the respective ele-
ments. By way of analogy, the point on
the circumference of the circle represen-
ting the sort parameters can be consider-
ed as magnets attracting the elements
representing the customer files according
to values determined for the respective
customer files in relation to the respective
sort statements. An element representing
a customer file that is strongly associated
with one of the sort statements will appe-
ar to be strongly attracted to the sort
parameter point on the circumference of
the circle associated with that sort state-
ment.

Thus, hidden patterns in the data are
easily identified by observing groups of
elements moving in a similar way. These
groups of elements can then be selected
by the viewer/user so that respective data
files can be accessed and analysed.

There was no doubt that the method of
claim 1 was an invention within the mea-
ning of Article 52 (1) EPC because it is
performed by means of a data storage
system including a display and a compu-
ter. However, the invention differed only
from the prior art in that the speed of
movement of respective elements is
determined, causing the elements to
move relative to one another. The exami-
ning division had found that this feature
did not have a technical effect.

Because the invention is concerned with
the visualisation of data files, Article 52 (2)
(d) EPC excluding presentations of infor-
mation from patentability, was relevant.
According to the jurisprudence of the
Boards of Appeal of the EPO, and as
summarized in decision T 154/04 –
Estimating sales activity/DUNS LICEN-
SING ASSOCIATES, only a technical fea-
ture can establish novelty and inventive
step. A non-technical claim feature is a
feature which does not interact with the
technical features to produce a technical
effect.

Starting from these established rules, the
Board examined the question whether the
only feature of the claim differing from the
prior art, - i.e. the movement of the ele-
ments symbolising the data files over the
screen which is intended to convey infor-

mation – additionally has a technical
effect or not. Because the used system
for searching and retrieving data files in a
database was known in the prior art,
according to the Board the objective pro-
blem to be solved by the invention was
presenting information about data files to
a user of such a known system in such a
manner that he can easily evaluate it.
Thus, the problem to be solved was not a
purely technical one. In the Board’s view,
the user’s evaluation of the information
displayed is a mental act which is, at least
in part, subjective and the system respon-
se is entirely dependent on the selection
of a data file by the user following his eva-
luation. However, this system response
was already known in the prior art.
Therefore, the Board found that there was
no direct technical effect caused by the
only feature of the claim differing from the
prior art (T 1143/06 - reasons 3.8) and
rejected the application because of lack
of inventive step.

The Board also rejected the view of
another Board expressed in T 49/04 “Text
processor/WALKER” which it criticised as
not being representative for the jurispru-
dence of the boards of the EPO develo-
ped over the last twenty years. In that
decision the deciding Board had stated
that “a feature which relates to the man-
ner how the ‘cognitive content’ such as
images is conveyed to the user can very
well be considered as contributing to a
technical solution to a technical problem”.
The problem to be solved by this inventi-
on was “to improve the text presentation,
i.e. readability, on a display.” The deciding
Board in T 49/04 obviously regarded pre-
sentations of information on a screen, in
contrast to presentations on paper, as
ipso facto technical. But this view was
seen in T 1143/06 as lacking support in
Article 52 (2) (d) EPC which contains no
reference to any particular media. It would
also not be logical to regard a screen as
technical, but not paper (T 1143/06 – rea-
sons 5.2). Therefore the deciding Board in
T 1143/06 held that, contrary to the state-
ments made in T 49/04, a feature which
relates to the manner how cognitive con-
tent is conveyed to the user on a screen
normally does not contribute to a techni-
cal solution to a technical problem. An
exception would only be given if the man-
ner of presentation can be shown to have
a credible technical effect.
The Board also discussed decision T

M
un
ic
h
.
D
üs
se
ld
or
f
.
P
ar
is
.
B
ar
ce
lo
na

10



643/00 “Searching image data/CANON”
and confirmed its view that, in general,
the arrangement of menu items on the
screen is not a technical aspect of a
menu-driven control system if it is not
exceptionally determined by technical
considerations (see also T 244/00).

Of interest is also the Board’s view in its
preliminary opinion issued with the sum-
mons to the oral proceedings of the
appeal with regard to the relevant skilled
person. Assuming that the skilled person
was a person skilled in computer sci-
ences or an informatician, it was noted
that informatics was an interdisciplinary
field involving social and cultural aspects.
With respect to the discussed invention, it
seemed to the Board that the study of
human perception, an area of psychology,
must have played an important role.
However, in the Board’s view, a psycholo-
gist was not a technically skilled person
and his particular field of knowledge
could not be decisive for patentability.

Remarks:

T 1143/06 is a further decision in a row of
decisions confirming a rather strict
approach with respect to Graphical User
Interfaces and rejecting the more liberal
approach in T 49/04, stating that through
a physical arrangement of a text on a
screen cognitive content is conveyed to
the reader which can be considered as
contributing to a technical solution to a
technical problem.

Reported by Johannes Lang

5. Dusseldorf Appeal Court on staying
of infringement proceedings in view of
declaratory judgment proceedings for
non-infringement before an Italian
court (Decision of July 20, 2009 – Case
I-2 W 35/09 – Italienischer Torpedo/
Italian Torpedo)

An exclusive licensee, which can be a
subsidiary company of the patentee,
and the patentee are not the same
party within the meaning of Article 27
(1) Regulation (EC) No. 44/2001 on
jurisdiction and the recognition and
enforcement of judgments in civil and
commercial matters. Thus, German inf-
ringement proceedings between the
exclusive licensee and the defendant
do not have to be stayed if the defen-
dant has already filed a so-called “tor-
pedo”, i.e., a declaratory judgment suit
for non-infringement against the
patentee filed before an Italian court
prior to the German infringement pro-
ceedings.

In the decided case, the defendant had
filed a declaratory judgment suit for non-
infringement against the patentee with an
Italian court before the present infringe-
ment proceedings between the exclusive
licensee and the defendant were filed with
the Dusseldorf District Court. In the Italian
proceedings which usually take several
years until a final decision on their admis-
sibility is reached, the defendant had
requested the court to declare that the
embodiments in dispute do not infringe
the German part of a certain European
Patent and of all divisional patents deri-
ved from it, or which will be deriving from
it in the future.

The idea of such a strategy is that the
later addressed court has to stay the in-
fringement proceedings pursuant to
Article 27 (1) Regulation (EC) No. 44/2001
which sets forth that, where proceedings
involving the same cause of action bet-
ween the same parties are filed before the
courts of different Member States, the
later addressed court has to stay the pro-
ceedings on its own motion until the juris-
diction of the court first seized with the
matter has been established. Such stay
may take several years, if the court first
seized with the matter is particularly slow.

The patent-in-suit in the Dusseldorf pro-
ceedings was derived from a divisional
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patent application of the European patent
forming the basis of the Italian procee-
dings. However, the patent-in-suit was
not explicitly specified in the Italian pro-
ceedings. After the German patent-in-suit
was granted, the patentee founded a sub-
sidiary company and exclusively licensed
the patent-in-suit to that company.
Shortly thereafter, the subsidiary compa-
ny, as the exclusive licensee, filed an in-
fringement complaint with the Dusseldorf
District Court against the defendant.

The defendant argued that the infringe-
ment proceedings before the Dusseldorf
District Court had to be stayed pursuant
to Article 27 (1) Regulation (EC) No.
44/2001 in view of the already pending
Italian proceedings.

The Dusseldorf Appeal Court confirmed
the preceding decision of the Dusseldorf
District Court (Decision of March 17, 2009
– Case 4b O 218/08) and decided in favor
of the exclusive licensee, namely finding
that the requirements of such stay were
not given, since only the patentee but not
the exclusive licensee was a party to the
Italian proceedings, so the German pro-
ceedings would not involve the same par-
ties in the meaning of Article 27 (1)
Regulation (EC) No. 44/2001.

On a side note, the Dusseldorf Appeal
Court also stated that the patent-in-suit
had not become subject-matter of the
Italian proceedings, since the general
reference of the defendant in the Italian
proceedings to all possible divisional
patents deriving from the specified
European patent can only be interpreted
as a general announcement to potentially
extend the declaratory judgment action at
a later time to such divisional patents.
Since such extension was not made in the
Italian proceedings before the German
proceedings were filed, an additional rea-
son would be given to deny the applicabi-
lity of Article 27 (1) Regulation (EC) No.
44/2001 in the present case.

Remarks:

With the present decision, the Dusseldorf
Appeal Court shows a further way out of
the torpedo problem, namely the found-
ing of a subsidiary company then acting
as the plaintiff in German infringement
proceedings. In appropriate cases, other
ways out could be the filing of preliminary

injunction proceedings in Germany which
are not encompassed by the stay require-
ment of Article 27 (1) Regulation (EC) No.
44/2001 or raising an objection for abuse
of procedural rights to avoid a stay of the
German proceedings. Such objection
may, however, be ignored by the German
court in view of recent case law of the
European Court of Justice. A torpedo
may also be avoided in a straight forward
manner by taking action in Germany
immediately, i.e., without any kind of war-
ning such as by warning letter, to surprise
the defendant who is then deprived of his
possibility to “shoot first”.

Reported by Stefan Bianchin
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6. European Court of Justice: Two new
references for preliminary rulings by the
Court of Appeal for England and Wales
(C-482/09 – Budweiser and C-495/09 –
Nokia)

The Court of Appeal for England and
Wales, in the past the source of many of
the ECJ’s prominent trade mark cases
(recently: O2, Intel, Bellure), has again
referred two cases for a preliminary ruling.
The first case, C-482/09, involving (once
again) Anheuser-Busch and Budejovicky
Budvar and the never-ending dispute
over the BUDWEISER mark, has its origin
in two BUDWEISER registrations in Great
Britain, one for the U.S.-based Anheuser-
Busch, the other for the Czech company
Budejovicky Budvar, granted after long
litigation on the basis of concurrent use
which neither party was entitled to prohi-
bit. The issue now is the application of the
rules on laches and acquiescence of the
Directive which require a period of five
years of concurrent use to have expired
before a registered mark can no longer be
attacked. The questions are the following:

1. What is meant by “acquiesced” in
Article 9 (1) of Council Directive 89/
104/EEC and in particular:

(a) is "acquiesced" a community law con-
cept or is it open to the national court to
apply national rules as to acquiescence
(including delay or long-established
honest concurrent use)

(b) if "acquiesced" is a community law
concept can the proprietor of a trade
mark be held to have acquiesced in a
long and well-established honest use of
an identical mark by another when he has
long known of that use but has been
unable to prevent it?

(c) in any case, is it necessary that the
proprietor of a trade mark should have his
trade mark registered before he can begin
to “acquiesce” in the use by another of (i)
an identical or (ii) a confusingly similar
mark?

2. When does the period of “five succes-
sive years” commence and in particular,
can it commence (and if so can it expire)
before the proprietor of the earlier trade
mark obtains actual registration of his
mark; and if so what conditions are
necessary to set time running?

3. Does Art 4 (1) (a) of Council Directive
89/104/EEC apply so as to enable the
proprietor of an earlier mark to prevail
even where there has been a long period
of honest concurrent use of two identical
trade marks for identical goods so that
the guarantee of origin of the earlier mark
does not mean the mark signifies the
goods of the proprietor of the earlier and
none other but instead signifies his goods
or the goods of the other user?

The second case, C-495/09, has its origin
in an action brought by Nokia against the
UK’s customs service for detention of
counterfeit Nokia phones which were
brought into the United Kingdom, not for
the Community market, but for tranship-
ment. The issue therefore is whether the
customs seizure rules oblige an interven-
tion in case of transit while trademark in-
fringement is excluded in such situations
under the Montex case law. The question
is the following:

Are non-Community goods bearing a
Community trade mark which are subject
to customs supervision in a Member
State and in transit from a non-Member
State to another non-Member State
capable of constituting “counterfeit
goods” within the meaning of Article 2 (1)
(a) of Regulation 1383/2003/EC if there is
no evidence to suggest that those goods
will be put on the market in the EC, either
in conformity with a customs procedure
or by means of an illicit diversion.

An interesting element of the case is that
the International Trademark Association
(INTA) has been granted the right to inter-
vene in the case and therefore will also be
entitled to present observations to the
ECJ, the very first case where INTA will
have formal party position in a case befo-
re the ECJ.

Reported by
Dr. Alexander von Mühlendahl, LL.M.
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7. European Court of Justice: Exhaust-
ion of trademark rights (Decision of
October 15, 2009 – Case C-324/08 –
Makro v Diesel)

Diesel SpA granted a license for Spain,
Portugal and Andorra for marketing
DIESEL products. The licensee granted
an exclusive sublicense for certain goods
which permitted the sub-licensee to pro-
duce goods for the purpose of market
testing. The sub-licensee granted yet a
further license to a company to make
shoes, bags and belts with the DIESEL
mark. These were sold in Spain without
any prior express agreement by Diesel or
its licensee. Such shoes first marketed in
Spain reached The Netherlands where
they were sold by Makro. Diesel brought
an infringement action which was suc-
cessful in first and second instance. The
Hoge Raad (Supreme Court) of The
Netherlands, in view of Makro’s claim that
exhaustion of rights precluded the action,
referred the following questions to the
ECJ:

(1) In the case where goods bearing a
trade mark proprietor’s mark have first
been placed on the market within the
EEA, but not by him or with his express
consent, must the same criteria be
applied in determining whether this has
occurred with the (implied) consent of the
trade mark proprietor, within the meaning
of Article 7 (1) of [Directive 89/104], as are
applied in the case where such goods
have previously been placed on the mar-
ket outside the EEA by the trade mark
proprietor or with his consent?

2) If the answer to Question 1 is in the
negative, what criteria – whether or not
derived (in part) from the judgment of the
Court of Justice in Case C-9/93 IHT
Internationale Heiztechnik and Danzinger
[1994] ECR I 2789 – must be applied in
the first case referred to in that question in
order to determine whether the trade
mark proprietor has given (implied) con-
sent within the meaning of the First
Directive relating to trade marks?

The ECJ, deciding without an Opinion by
the Advocate General, analysed its case
law on exhaustion. The determinative
point is whether the goods were placed
on the market in the European Economic
Area with the consent of the proprietor;
consent can be express or implied, but

must be unequivocal. The ECJ concluded
as follows:

Article 7 (1) of First Council Directive
89/104/EEC of 21 December 1988 to
approximate the laws of the Member
States relating to trade marks, as amen-
ded by the Agreement on the European
Economic Area of 2 May 1992, must be
interpreted as meaning that the consent
of the proprietor of a trade mark to the
marketing of goods bearing that mark
carried out directly in the European
Economic Area by a third party who has
no economic link to that proprietor may
be implied, in so far as such consent is to
be inferred from facts and circumstances
prior to, simultaneous with or subsequent
to the placing of the goods on the market
in that area which, in the view of the natio-
nal court, unequivocally demonstrate that
the proprietor has renounced his exclusi-
ve rights.

Remarks:

The case demonstrates the risks involved
in vertical distribution and manufacturing
arrangements combined with trade mark
licenses when the respective rights and
obligations are not clearly defined. While
Diesel may in the end “win” the case, it
has taken an enormous effort to get there:
The case started already in 1999!

Reported by
Dr. Alexander von Mühlendahl, LL.M.
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8. German Federal Supreme Court:
Differences between manufacturers’
brands and private labels under
German passing-off law (Decision of
April 2, 2009 – Case I ZR 144/06 –
Knoblauchwürste/Garlic Sausages)

Since the German Federal Supreme
Court’s decision “Viennetta” from
2000, infringers were allowed to use
deviating designations on similar pak-
kaging to avoid consumer confusion
under German unfair competition law
(“passing-off”). Eight years later, the
same Court got the long-awaited
opportunity to provide further clarifica-
tion.

The claimant, selling meat and sausage
products in Germany, including Turkish
style garlic sausages under the mark
“EMRE” and the umbrella brand
“EGETÜRK”, sued the defendant for dis-
tributing garlic sausages packed in similar
wrappings under the mark “NAMLI”, as
shown below:

Different from the Cologne District Court
and the Cologne Appeal Court, the
Federal Supreme Court dismissed the
action and denied sufficient likelihood of
confusion for the relevant part of the
public.

At first, the Court confirmed that indirect
confusion as to origin may occur if consu-
mers perceived the imitation as the origi-
nal being sold under a sub-brand, or if
consumers assumed a business or orga-
nisational link between both companies.
Such indirect confusion as to origin,
however, may be avoided if the imitation
shows a deviating manufacturer’s brand.
The Court then clarified that, different
from manufacturer’s brands, private
labels, rather common nowadays in the

food trade sector, per se would not help
avoiding indirect confusion as to origin.
However, as a pre-condition, private
labels were perceived as such only if they
refer to a specific retailer.

In the case at hand, however, the defen-
dant was able to demonstrate that his
sub-brand was not perceived as a private
label but as a manufacturer’s brand. In
particular, held the Supreme Court, the
defendant had not argued, contrary to the
finding of the Cologne Appeal Court, that
“NAMLI” was perceived as a private label.
Therefore, the Cologne Appeal Court’s
verdict was overturned.

Furthermore, since all facts had been
disclosed, the Federal Supreme Court did
not remand the case to the Cologne
Appeal Court, but decided conclusively,
including a (rather rare) full assessment of
the (denied) similarity of the wrappings.

Remarks:

From a practitioner’s point of view, the
Court’s further clarification of the impact
on labels under national passing-off law is
very welcome. Since using a manufactu-
rer’s brand (instead of private labels) may
help the defendant to argue non-infringe-
ment, the defendant bears the burden of
proof to show that he is trading under a
manufacturer’s brand, not under a private
label. Vice versa, the claimant may
demonstrate that the defendant’s mark is
perceived as a private label. In case of
discount retailers, it may be easy to show
that different or even non-similar goods
are sold under an identical mark (potenti-
ally even registered in the name of the
retailer) without any further indication of
the producer (“produced for XY”) so that
the corresponding mark is perceived as a
private label. In other cases such as the
present one, where the defendant is not
acting as a discount retailer, things may
become much more complicated.
Therefore, further guidance from German
courts, in particular on the onus of proof,
would be very much welcomed.

Reported by Dr. Henning Hartwig
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9. German Federal Supreme Court
rejects claims of FIFA against Ferrero’s
trademark registrations, including “WM”,
“2010” and “South Africa” (Decision of
November 12, 2009 – Case I ZR 183/07 –
WM-Marken/WM-trademarks).

The Federal Supreme Court rejected a
cancellation action filed by FIFA against
various trademark registrations of
Ferrero, which referred to both the foot-
ball world championship 2006 in
Germany and 2010 in South Africa (FIFA
World Cup). The Court held that making
use of the signs “WM”, “2010” and
“South Africa” in Ferrero’s trademarks
neither amounts to a trademark infringe-
ment, nor to unfair competition.
Therefore, FIFA cannot ask Ferrero to
agree to cancellation of the contested
trademarks.

The claimant, the Fédération Internationale
de Football Association (FIFA) from Swit-
zerland, is the organizer of the football world
championships since 1930. FIFA owns
numerous trademarks referring to the foot-
ball event, inter alia word marks “WM
2006”, “WM 2010” and “South Africa 2010”
(CTM application “WM 2014” is pending).
However, the German word mark “Fußball
WM 2006” (“Football world championships
2006”) had already been invalidated by the
Supreme Court in 2006, the Court having
found this mark to be devoid of distinctive-
ness. The abbreviation “WM” is commonly
used in German-speaking countries as a
synonym for “Weltmeisterschaft” (“World
championship”).

The defendant, the German company
Ferrero, produces and distributes chocolate
products. Since many years, once football
world championships are approaching,
such chocolate products are sold together
with stickers showing the teams and players
participating in the championships. It was
only in 2006 that FIFA obtained a prelimina-
ry injunction against Ferrero for using the
slogan “Unser DFB-Team Deutschland”
(“our German soccer team”), which, howe-
ver, was later overruled by the Hamburg
Appeal Court.

In the present case, FIFA claimed cancella-
tion of Ferrero’s trademark registrations,
including terms and figures referring to the
football world championships. These trade-
marks had been registered for various
goods, inter alia for chocolates and printed
materials. FIFA based its claims on trade-
mark rights, title rights (related to “WM
2010”, “GERMANY 2006” and “SOUTH

AFRICA 2010”) and rights deriving from the
German Unfair Competition Act. Whereas
the first instance, the Hamburg District
Court, found the trademark registrations of
Ferrero to constitute an act of unfair com-
petition, the Hamburg Appeal Court overru-
led this decision. The German Federal
Supreme Court now finally confirmed the
decision of the Appeal Court.

The Supreme Court found that there was no
likelihood of confusion between FIFA’s ear-
lier marks and/or title rights, on the one
hand, and Ferrero’s trademark registrations,
on the other hand. Furthermore, the Court
found that Ferrero’s trademark registrations
did not amount to any unfair competition,
because the trademarks do not make con-
sumers believe that Ferrero is an official
sponsor of the world championships organi-
zed by FIFA. Finally, according to the
Federal Supreme Court, Ferrero does not
unduly prevent FIFA from franchising the
world championships. FIFA’s right to exclu-
sively exploit this event, said the Court,
does not necessarily mean that FIFA can
prevent other companies from referring to
the world championships by any means.
Consequently, the Court dismissed FIFA’s
action in its entirety.

Remarks:

It is favourable that the Federal Supreme
Court decided on the matter well before the
next football world championships starting
in June 2010. Although the decision concer-
ned trademark registrations, it appears to
be allowed to refer to sports events under
specific circumstances. The decision will be
welcomed by those companies who wish to
refer to the event, but might be afraid to be
confronted with warning letters and prelimi-
nary injunctions. Nonetheless, one has to
bear in mind that the defendant had to
appeal the underlying first instance decision
before prevailing in the appeal stage.
Therefore, it is likely that FIFA will continue
claiming exclusive rights in the terms
“Weltmeisterschaft”, “Fußball Weltmeist-
erschaft” and the abbreviation “WM” until
the Federal Supreme Court renders a deci-
sion generally denying such claims.

Reported by Philipe Kutschke
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10. German Federal Supreme Court on
whether a domain namemay enjoy protec-
tion as a title of work (Decision of May 14,
2009 – I ZR 231/06 – Airdsl)

The Federal Supreme Court ruled that
the protection of a domain name as a title
of a work comes generally only in ex-
istence once the work, which can be
reached via the domain name (the web-
site), is largely completed and is being
used. Also, the earlier start of protection
of titles of work by an announcement of
the intended use requires the use to
occur within due time and to be announ-
ced in a customary matter (i.e., not on the
party’s website). Finally, the Court held
that a domain name is used as a trade-
mark even if the user accessing the
domain is automatically forwarded to
another website with a different domain
name.

The claimant, owner of the German trade-
mark registration “air-dsl” (word mark) regi-
stered, inter alia for “telecommunications”,
sued the defendant for offering dsl (“digital
subscriber line”) services under the domain
names “airdsl.de” and “air-dsl.de” [in the
following: “airdsl.de”]. The defendant’s
domain names were registered in 1998.
However, although the use of the domain
names for telecommunication services was
– allegedly – announced in August 2002 (or
earlier), the website connected with the
domain names was first operated by the
defendant in early 2003.

Furthermore, the defendant, owner of the
earlier German trademark registration

registered, inter alia, for “online services”
filed a counterclaim suing the claimant for
cease-and-desist, rendering of information
and damages regarding the use of the mark
“air-dsl”. Although the defendant could rely
on earlier trademark rights in

as well as rights derived from the (registered
and used) domain name “airdsl.de”, the
claimant prevailed while the defendant’s
counterclaim was rejected by the court. The
Court ruled that there is no likelihood of
confusion between the defendant’s earlier
device mark

and the claimant’s later word mark “air-dsl”,
although the respective services are identi-
cal. Insofar, the Court found that when com-

paring the overall impression of the conflict-
ing signs, the signs would show only margi-
nal phonetic and visual similarity.

Furthermore, the defendant’s earlier domain
name registration “airdsl.de” did not lead to
any prior rights in relation to the claimant’s
trademark “air-dsl”. The Court confirmed
again that rights derived from a business
designation and/or a title of work can only
be claimed from the date of first use, if not
– available only for titles of works – an ear-
lier protection by a respective announce-
ment of the title was properly established
which was not the case. Since the defen-
dant started to use its website under the
domain name “airdsl.de” only in early 2003,
the claimant prevailed on the basis of prior
rights resulting from its trademark registrati-
on filed in August 2002.

The same applies to the defendant claiming
prior rights resulting from an announcement
posted on its website, allegedly in August
2002 or earlier, by which an upcoming web-
site under the domain name “airdsl.de” was
announced. The Court held that, for being in
the position to rely on a predated protection
of a title of work, such work does not only
have to be published in due time after its
announcement, but the announcement
must also take place in a manner that is
common in the respective sector of indu-
stry. The latter was denied by the Court,
since announcing an upcoming use of a
particular domain name only on its own
website does not suffice to claim a predated
protection for this title of work.

Finally, the claimant prevailed as the defen-
dant’s domain name “airdsl.de” was used
as a trademark, although the user acces-
sing the domain name “airdsl.de” was auto-
matically forwarded to another website with
a different domain name (offering, however,
the respective telecommunication services).

Remarks:

The decision is a welcome confirmation of
established case law developed on the
basis of accepted “offline” trademark law as
regards the priority of designation rights and
the requirements for use rights, such as
business designations, to come into exi-
stence.

Reported by
Verena Wintergerst, LL.M.
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11. German Federal Supreme Court on
whether the lessor of a domain name is
liable for statements to be found on the
lessee’s website (Decision of June 30,
2009 – VI ZR 210/08 – Focus Online)

On June 30, 2009, the Federal Supreme
Court ruled that the lessor of a domain
name is not generally obliged to moni-
tor the content of the domain in order
to prevent infringements of third par-
ties’ (personality) rights. Such monito-
ring obligations apply only where the
lessor has tangible indications that
such act of infringement occurred or is
likely to occur in the future.

In the present case, injunctive relief was
claimed as certain false statements about
the claimant violating its personality rights
were published on a website owned by
the defendant. The defendant, however,
did not provide the information on the
website itself, but this website was
hosted by an affiliated company using the
website and providing information ser-
vices on it on the basis of a leasing agree-
ment with the defendant.

The Federal Supreme Court held that the
fact that the defendant was the owner
and lessor of the domain at issue could
not establish its liability for infringing
statements. In line with the various prior
decisions regarding the liability of online
auction platforms (see IP Reports 2009/III
and 2009/II), the Court found that the
owner of the website is only liable where
it is required to monitor the website and
its particular content and where the
owner does not comply with these requi-
rements.

In this case, the Court held that such
monitoring obligations do not apply due
to the fact that the extent of such monito-
ring obligations is per se limited to “reaso-
nable efforts”. Since the lessor has
neither the opportunity nor the contract-
ual right to examine the content published
on the website (in contrast to, e.g., the
editor of a magazine) a general obligation
to monitor the website would impose
unreasonable requirements. Therefore,
the obligation to monitor is limited to
those cases where the lessor has actual
knowledge, received upon respective
notice, of (possibly) infringing acts. If this
is the case, the obligation is per se limi-
ted, but the lessor is obliged to prevent

the (possible) infringement he has been
made aware of. If the lessor fails to com-
ply with these obligations, he is liable as a
contributory infringer (“Störer”).

Remarks:

These findings of the Supreme Court cor-
respond to the case law regarding online
auction platforms. However, the decision
shows another aspect: The standards
regarding liability for third party infringe-
ments as established by the case law do
not only apply in the usual cases related
to internet or service providers. The deci-
sion rather shows that the requirements
set out by the Federal Supreme Court
have to be complied with in all cases
where one party contributes to possible
infringements of third parties’ rights by
providing a platform or service where in-
fringing acts might be committed. This
does not only involve internet platforms
but also, as shown in this case, leasing
agreements, and could possibly be
applied also to other forms of licensing
agreements.

Reported by Pascal Böhner

12. OHIM (Board of Appeal) invalidates
Community design for being solely dic-
tated by its technical function
(Decision of October 22, 2009 – R
690/2007-3 – Chaff cutters)

On October 22, 2009, the Third Board
of Appeal of the Office for the
Harmonization in the Internal Market
(OHIM), for the first time ever invalida-
ted a registered Community design for
being solely dictated by the technical
function of the product in which it was
incorporated (Article 8 [1] Community
Design Regulation = CDR). The decis-
ion is noteworthy, because it appears
to be deviating from case law establis-
hed by national Community design
courts, such as the England and Wales
Court of Appeal in “Landor”.
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The decision concerns the registered
Community design No. 253778-0001 for
chaff cutters as shown below:

A chaff cutter, says the Board, is a metal
cylinder, with knives attached, which rota-
tes and thus cuts up the material that is
fed into a machine for shredding used
paper, cardboard, plastic, glass, and so
forth, for recycling purposes. A typical
example of such a machine (made by the
respondent), according to OHIM, is the
shredder as shown below:

According to the Board’s decision, such a
shredder has a large, square collector
unit, located in the upper part of the
shredder. The material is fed into this col-
lector and falls down onto the step rotor
which spins around and shreds the mate-
rial which is then ejected at the side of the
machine.

As regards the content and meaning of
Article 8 (1) CDR (“A Community design
shall not subsist in features of appearan-
ce of a product which are solely dictated
by its technical function”), the Board
observed the interpretation of said provi-
sion to be “highly controversial”. Says the
Board: “Two contrasting views have been
canvassed in the legal literature. One view
holds that a technical necessity excepti-
on, such as that contained in Article 8 (1)
CDR applies only if the technical function
cannot be achieved by any other configu-
ration; if the designer has a choice be-
tween two or more configurations, the
appearance of the product is not solely
dictated by its technical function.”

The principal alternative to that approach
was described by the Board as an inter-
pretation which denies protection to the

features of a design “if every feature of
the design was determined by technical
considerations.” The Board saw support
in the alternative interpretation by the
wording of Article 8 (1) CDR: “That provi-
sion denies protection to features of a
product’s appearance that are ‘solely dic-
tated by its technical function’. These
words do not, in their natural meaning,
imply that the feature in question must be
the only means by which the product’s
technical function can be achieved. On
the contrary, they imply that the need to
achieve the product’s technical function
was the only relevant factor when the fea-
ture in question was selected.”

Apart from that, the Board appears to
distinguish between features of appea-
rance that are chosen, at least to some
degree, for the purpose of enhancing the
product’s visual appearance, and such
features that are chosen exclusively for
the purpose of designing a product that
performs its function – with Article 8 (1)
CDR being construed to deny protection
for the latter type of features. Says the
Board conclusively: “Every essential fea-
ture of the (contested) design has been
chosen with a view to achieving the best
possible technical performance. Those
features were therefore solely dictated by
the product’s technical function. It follows
that the contested RCD must be declared
invalid under Article 25 (1) lit b in con-
junction with Article 8 (1) CDR.”

Remarks:

The decision adds helpful contribution to
the discussion regarding the ambit of
Article 8 (1) CDR. While the England and
Wales Court of Appeal in “Landor” and
most of the scholars (at least from
Germany and the UK) support a narrower
construction of Article 8 (1) CDR, the
Board of Appeal seems to follow a differ-
ent, less designer-friendly approach. It
would be certainly helpful if the Board’s
decision was appealed – if only for the
sake of further clarification by the Court of
First Instance (now: General Court) and
later perhaps even by the European Court
of Justice (now: Court of Justice).

Reported by Dr. Henning Hartwig

M
un
ic
h
.
D
üs
se
ld
or
f
.
P
ar
is
.
B
ar
ce
lo
na

19



13. German Federal Supreme Court:
First decision on the scope of protecti-
on of a Community plant variety right
(Decision of April 23, 2009 – Xa ZR
14/07 – Lemon Symphony)

For the very first time, the German
Federal Supreme Court has ruled on
the scope of rights of the holder of a
Community plant variety right. The
Court held that the requirement of aut-
horization of the rights holder pursuant
to Article 13 (2) Community Plant
Variety Regulation does not only
encompass material of the protected
variety which congruently fulfils the
characteristics of the ex-pression defi-
ned, but also material which fulfils
some of the characteristics of the
expression within variations that have
to be tolerated (“extent of tolerance”).

The claimant is holder of a Community
plant variety right for the variety “Lemon
Symphony” of the species Osteosper-
mum ecklonis which was registered with
the Community Plant Variety Office
(CPVO) in 1999 (Variety No. 4282). An
example of this variety is depicted below.

The defendant distributes plants of the
same species under the designation
“Summerdaisy’s Alexander” for which
also an application for a Community plant
variety right was sought in 2001 (variety
denomination “SUMOST 01”).

Both the first and second instance found
that the plants distributed by the defen-
dant infringe the Community plant variety
right granted for “Lemon Symphony”.
This finding was confirmed by the present
decision.

Apart from the question of infringement, it
is notable that this case is closely con-
nected to not less than four proceedings
before the CPVO initiated by the applicant
of SUMOST 01, all having an impact on
the present decision and, therefore, being
discussed by the Federal Supreme Court.
These proceedings are related to (1) the

application for SUMOST 01, (2) the
decision of the CPVO to adapt the official
variety description of “Lemon
Symphony”, (3) cancellation as well as (4)
nullity proceedings of the Community
plant variety right granted for “Lemon
Symphony”. All four proceedings were
decided against the applicant of
“SUMOST 01” and confirmed by CPVO’s
Board of Appeal, i.e., the application of
“SUMOST 01” was rejected, the adapta-
tion of the description of “Lemon
Symphony” was upheld and the Com-
munity plant variety right for “Lemon
Symphony” was neither cancelled nor
declared void (the four decisions were
appealed and are currently pending befo-
re the Court of First Instance; see also IP-
Report 2008/V).

The Supreme Court held that the official
description of a Community plant variety
right is equivalent to the claims of a
patent, and in its current state has to be
applied by the infringement court. In this
context (and maybe surprising in particu-
lar for those familiar with patent law), it
has to be noted that such a description is
worded by the CPVO without any partici-
pation of the applicant.

As regards the question of infringement,
the Federal Supreme Court confirmed the
established case law of the lower instan-
ces that a variety right does not only pro-
tect to the “extent of identity”, but also to
the “extent of tolerance”. Furthermore,
the Supreme Court expressly held that
this principle of Community plant variety
law is also applicable for national German
plant variety rights. Notably, and contrary
to European trademark and design law,
the national plant variety law of the vario-
us Member States in Europe is not yet
harmonized. And: The Court was convin-
ced that this interpretation is acte clair
and, therefore, a reference to the ECJ for
a preliminary ruling was not required.

Finally, the Federal Supreme Court rejec-
ted the request to stay its proceedings
because of the abovementioned procee-
dings before the European Courts. The
Court found that the discretion provided
in Article 106 (2) Community Plant Variety
Regulation has to be interpreted in that
a stay of proceedings requires cancellati-
on or declaration of nullity of the variety
right through the European Courts to be
likely.
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Remarks:

This well-reasoned decision is welcome,
because it clarifies an important issue of
Community and German plant variety
right law. The result that a plant variety
right is not only protected against indent,
but also similar infringements is well in
line with other IP rights. Furthermore, the
present decision demonstrates that the
complicated system of co-work between
national and EU administrative bodies as
well as national and EU courts is working
well. The current result is also consistent
from a logical point of view, because a
variety that is held to infringe a variety
right, on the one hand, can not be granted
protection, on the other hand.

Reported by Thomas Huber

14. Amendments to the German Act of
Employees’ Inventions (Gesetz über
Arbeitnehmererfindungen – ArbnErG)

In the course of the Act for Simplifi-
cation and Modernisation of the
German Patent Law (“Patentmodern-
isierungsgesetz”) the German Act of
Employee’s Inventions has been simp-
lified and the whole former system has
been restructured.

Effective as of October 1, 2009, the follo-
wing important amendments to the
German Act on Employee’s inventions
entered into force, in particular relating to
the transfer of ownership of the invention
from the employee to the employer.

The most fundamental amendment is the
fiction of claiming an employee’s inventi-
on by the employer. This amendment
changes the relation of rule and exception
in the German Act on Employees’ inventi-
ons: Before October 1, 2009, the
employee had to notify the employer of an
invention immediately and the employer
had to claim the invention within four
months from notification, otherwise the
invention remained in the sole ownership
of the employee.

As of October 1, 2009, the employee is
still obliged to notify the employer of his
invention immediately, and the employer
has the possibility to release the invention
within four months from notification.
However, if the employer remains passi-
ve, the invention is automatically transfer-
red to the employer upon expiration of the
four-month deadline by fiction of law. In
other words: the employer does no longer
have to claim the invention of the
employee to become the owner of the
invention. This fiction safeguards that the
employer becomes the owner of the
employee’s invention even in cases in
which the employer is not aware of his
right to claim the employee’s invention.

However, after notification of an invention
by the employee, both parties, employer
and employee, have the possibility to
jointly agree upon waiving this fiction – so
that the employer then needs to claim the
invention e.g. within the four-month dead-
line – or to agree upon extending this
deadline. However, this option is not
expected to be chosen very often.
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All important formal requirements have
been simplified.

Before October 1, 2009, especially regar-
ding the notification of the invention as
well as the release of the invention and
the fixing of the employee’s compensa-
tion, all declarations needed to be in writ-
ing and signed personally. As of October
1, 2009 in all of the afore-mentioned
cases the so-called text form is sufficient
which includes transfer via facsimile,
computer-facsimile, disc or e-mail. With
respect to claiming the invention, there
are no longer any formal requirements;
the claiming could even be done orally.
The legal concept of a limited claim to an
invention has been deleted without repla-
cement. In practice, however, this possi-
bility had been used very rarely.

The basic amendment in case of insol-
vency proceedings of the employer is the
abandonment of the purchase-option for
the employee’s invention and the imple-
mentation of a new catchall element
implying a direct duty for the liquidator to
offer the employee’s invention to the
inventor.

The old law will still be effective for all
employees’ inventions which were noti-
fied by the employee to the employer
before October 1, 2009. This means,
these inventions must be claimed in time
under the old law. Only inventions notified
by the employee to the employer as of
October 1, 2009 are treated under the
new law, regardless of their date of con-
ception.

Summing up, the new law makes life
easier for the employer and avoids any
unjustified loss of rights in inventions
devised during the work of an employee
for and on behalf of the employer.

Reported by Birte Köhn-Gerdes

IMPRINT

The “BARDEHLE PAGENBERG IP Report”
is published by Patent- und Rechtsanwälte
BARDEHLE PAGENBERG
Galileiplatz 1, 81679 München
Tel. +49 (0)89 92805-0
Fax: +49 (0)89 92805-444
www.bardehle.com

Editor:
Dr. Henning Hartwig

The “BARDEHLE PAGENBERG IP Report” provides
information and comments on legal issues and de-
velopments of interest in the field of industrial pro-
perty. Nothing in this newsletter constitutes legal
advice. Intellectual property laws and systems are
multifaceted and intricate, and regarding any pro-
blem or matter, we urge you to obtain professional
advice before taking any action with respect to any
information contained in this newsletter. BARDEHLE
PAGENBERG assumes no responsibility for infor-
mation contained in this newsletter or on the websi-
te www.bardehle.com and disclaims all liability with
respect to such information.

The following is information requested by § 6 of the
German Law on Teleservices: The European Patent
Attorneys of BARDEHLE PAGENBERG are
members of the European Patent Institute (epi,
http://www.patentepi.com/) and as such sub-
ject to its Code of Professional Conduct,
(http://www.patentepi.com/english/100/120/) and
the Regulation on Discipline issued by the Admini-
strative Council of the European Patent Organisa-
tion (http://www.patentepi.com/english/100/120/)

Unless otherwise specified, the term "Patent
Attorney" on the website www.bardehle.com refers
to German Patent Attorneys. BARDEHLE PAGEN-
BERG Patent Attorneys are registered at the
German Patent and Trademark Office and members
of the German Patent Attorneys Association
(http://www.patentanwalt.de/). German Patent
Attorneys are subject to the professional rules laid
down in the Patentanwaltsordnung (PatanwO)
[German Patent Attorney Code], which can be re-
viewed in German at http://jurcom5.juris.de, and in
the Berufsordnung der Patentanwälte BOPA [Code
of Conduct for Patent Attorneys] which can be
downloaded as pdf file in German here.

BARDEHLE PAGENBERG German attorneys
at law are members of the Bar Association in the
district of the Higher Regional Court in Munich
(http://www.rechtsanwaltskammer-muenchen.de/),
Germany, unless specified otherwise. They are sub-
ject to the Bundesrechtsanwaltsordnung (BRAO)
[German Attorney at Law Code], the Berufsordnung
der Rechtsanwälte (BORA) [Code of Conduct for
German attorneys at law] and the Rechtsanwalts-
vergütungsgesetz (RVG) [Code of Lawyers' Fees].
These German rules and laws can be reviewed (in
German) at http://www.brak.de/ under "Angaben
gemäß § 6 TDG".

Moreover, the Code of Conduct for Lawyers in the
European Community issued by the CCBE (Council
of the Bars and Law Societies of the European Com-
munity) http://www.ccbe.org/UK/publications.htm is
applicable to all lawyers of BARDEHLE PAGENBERG.

M
un
ic
h
.
D
üs
se
ld
or
f
.
P
ar
is
.
B
ar
ce
lo
na

22


