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1. German Federal Supreme Court on
standards for indirect patent infringe-
ment (Case X ZR 38/06 – „Pipetten-
system“/ “Pipette system“)

After many cases in which the German
Federal Supreme Court lowered the
standards for indirect patent infringe-
ment, the Supreme Court recently held
in an obiter dictum that a feature of a
patent claim is not an essential ele-
ment of an invention if the feature does
not contribute to the inventive solution
of the technical problem solved by the
patent-in-suit.

In this decision the Court also defined
under which circumstances the replace-
ment of a component of a patent protect-
ed device must be considered as the
creation of a new product and thus a use
of the patent by manufacturing, or whether
the replacement is part of the admissible
intended use of the product already put
into circulation.

The claimant markets and sells a pipette
system (with a syringe) and sells adapted
syringes. The defendant also sells syringes
and expressly indicates that his syringes
are adapted to the pipette system of the
claimant which uncontestedly realizes all
features of the asserted claims of the
patent-in-suit.

The Federal Supreme Court had to decide
whether the syringes are means referring
to an essential element of the inventive
pipette system and whether the replace-
ment of the syringe constitutes the
assembly of a new product. Indirect
patent infringement requires that means
which refer to an essential element of the
invention are offered or delivered to a
third person, if this person knows or if
it is obvious that these means are appro-
priate and determined for the use of the
invention.

The requirements for an element to be an
essential element of the invention are
low. Means are referring to an essential
element if it interacts functionally with one
or more features of the patent claim, in
general regardless of whether it relates to
the core of the invention or not. What is
part of the patent claim is normally,
already for this reason, an essential ele-
ment of the invention, no matter whether
this feature was already known from the

prior art. Only if this feature is totally
secondary for the technical teaching of
the invention it can it be considered as an
unessential element of the invention. In
the present case, however, the Supreme
Court considered the syringes to be an
essential part of the invention, because
they interact functionally with the pipette
system, although these are customary
syringes.

The Supreme Court nevertheless denied
indirect infringement for lack of an act of
direct infringement by the third person to
whom the syringes were offered and deli-
vered by the defendant.

The patent rights of the claimant had
been exhausted when the pipette system
was put into circulation by the patent
holder. The replacement of the syringe in
the pipette system is part of the admissi-
ble “determined use” of the product and,
therefore, no direct patent infringement.

The Court had to decide, taking into con-
sideration the interests of the patent hol-
der in the economic exploitation of his
invention and those of the purchaser in
the unlimited use of the purchased pro-
tected inventive product after it had been
put into circulation, between (admissible)
determined use of the pipette system in
dispute, or whether the exchange of the
syringe legally constitutes an (inadmissi-
ble) new manufacturing. The Supreme
Court established that the exchange of
the syringe keeps the identity of the
patented product as in circulation and
that it is therefore not a new manufactur-
ing. The pipette system is determined for
long-time use. Usually during the lifetime
of the pipette system, syringes are often
exchanged. Moreover, the technical
effects of the invention are not directly
connected to the syringes, although the
syringe is mentioned in some of the
sclaimed features. The weighing of facts
by the Supreme Court therefore resulted
in an establishment of non-infringement
by delivery of syringes due to exhaustion
of the patent rights, after the patentee
puts the pipette system on the market.

Reported by Clemens Rübel
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2. German Federal Patent Court revo-
kes compound claims due to a lack of
novelty, not inventive step, conflicting
with EPO case law (case 3 Ni 21/04
[EU] “Olanzapine”)

(1) Eli Lilly's compound claims were revo-
ked due to a lack of novelty, not inventive
step, the latter having not even been dis-
cussed in the decision. According to the
Federal Patent Court, and in contrast to
the photographic novelty approach of the
EPO, the "disclosure of a pre-published
document is not just the literal wording,
but encompasses also such modificati-
ons that are obvious to a skilled person
(sic! It relates to a lack of novelty, not
inventive step!) considering the whole
context when carefully reading rather the
general meaning than the mere words,
such that it is automatically suggested to
him (the skilled person) and accompanies
his thoughts, even if he does not readily
realize it". Therefore, according to the
Federal Patent Court, a novelty-destroy-
ing document has to be broadly interpre-
ted, much broader than in EPO practice.

(2) The Federal Patent Court did express-
ly not follow the EPO's decisions T158/96
and T 715/03. The EPO said that only
after completion of full clinical trials a cer-
tain second medical use is considered
disclosed; i.e. a second medical indica-
tion is still novel even if a prior art docu-
ment shows activity regarding the clai-
med use, if the tests are not fully comple-
ted. According to the Federal Patent
Court, a few simple tests are sufficient. Eli
Lilly could thus not use its full clinical
tests finished at the priority date of its
application in order to delimit its invention
vis-à-vis a document with incomplete
results. Thus, a relevant disclosure of a
medical indication does not need clinical
tests.

Reported by Dr. Wolfgang Bublak

3. European Patent Office: Enlarged
Board of Appeal of the EPO restores
legal certainty for divisional applica-
tions – established practice confirmed

I.
For a long time, filing a divisional applica-
tion with the EPO used to be a rather sim-
ple matter. This was changed by three
appeal cases in which points of law were
referred to the Enlarged Board of Appeal
in 2005 and 2006. Suddenly, hitherto
established principles turned out to be no
longer reliable. The most fundamental
question raised in case T 39/03 by the
referring Technical Board of Appeal was
whether or not a deficiency arising from
subject-matter in a divisional application
extending beyond the content of the ear-
lier application can be remedied. In order
to avoid this problem, at least for the futu-
re, the most obvious approach for appli-
cants appeared to be to file a divisional in
a version identical to the earlier applicati-
on as originally filed. Making the appli-
cant’s dilemma complete, the EPO start-
ed in first instance proceedings to raise
objections to such filings, alleging that
they were an abuse of procedure.

II.
The period of legal uncertainty has been
terminated by decisions G 1/05 and G
1/06 rendered on 28 June 2007 in conso-
lidated proceedings. The Enlarged Board
answered the questions still pending as
follows:

In case G 1/05:

“So far as Article 76(1) EPC is concerned,
a divisional application which at its actual
date of filing contains subject-matter
extending beyond the content of the earl-
ier application as filed can be amended
later in order that its subject-matter no
longer so extends, even at a time when
the earlier application is no longer pend-
ing. Furthermore, the same limitations
apply to these amendments as to amend-
ments to any other (non-divisional) appli-
cations.”

In case G 1/06:

“In the case of a sequence of applications
consisting of a root (originating) applicati-
on followed by divisional applications,
each divided from its predecessor, it is a
necessary and sufficient condition for a
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divisional application of that sequence to
comply with Article 76(1), second senten-
ce, EPC that anything disclosed in that
divisional application be directly and
unambiguously derivable from what is
disclosed in each of the preceding appli-
cations as filed.”

The proceedings in the third case G 3/06
were terminated without a decision of the
Enlarged Board of Appeal after both
appeals had been withdrawn.

III.
What is the effect of these decisions for
the applicant? If it turns out that a divisio-
nal application contains subject-matter
extending beyond the content of the ear-
lier application, the deficiency can be
remedied by removing the added subject-
matter, provided that the amendment
remains within the limits of the disclosure
of the divisional application as originally
filed. In this respect, it is of no relevance
whether the earlier application is still
pending.

If there is a sequence of divisional appli-
cations, each divided from the preceding
application, it is not necessary that the
subject-matter of a divisional application
was claimed in any of the preceding
applications. It is sufficient for Article
76(1) EPC that it is disclosed in each of
the preceding applications.

IV.
In its reasons for the decisions which are
identical for both cases, the Enlarged
Board of Appeal starts with pointing to
the fact that the only case foreseen in the
EPC in which an application has no legal
effect is the situation that a deficiency
under Article 80 EPC, containing the
requirements for a filing date, exists and
is not remedied. In all other cases Articles
96(2) and 97(1) EPC apply with the conse-
quence that a decision on the grant of the
patent or the refusal of the application
has to be taken on the text finally submit-
ted or agreed by the applicant. Hence, it
is an important principle of the EPC that
objections to an application may be over-
come by means of an amendment.

According to the Enlarged Board of
Appeal, the possibility of removing added
subject-matter from a divisional applicati-
on also finds expression in the wording of
Article 76(1) EPC and is in line with the

intentions of the legislator as evident from
the travaux préparatoires and the inter-
ests of applicants and third parties. In
addition, the Enlarged Board of Appeal
mentions the development of UK patent
law, where case law not allowing amend-
ment of a divisional application extending
beyond the content of the earlier applica-
tion turned out to be unsatisfactory and
entailed a change of the UK Patents Act.

As to the procedural treatment of divisio-
nals, the Enlarged Board of Appeal
emphasizes that a divisional application is
a separate and independent application
and is, unless specifically provided other-
wise, to be treated as any other applica-
tion. Hence, neither the fact that the earl-
ier application is no longer pending nor
the fact that certain aspects of the disclo-
sure were not claimed in preceding appli-
cations limit the subject-matter which
may be claimed in a divisional applicati-
on.

In this context, the Enlarged Board of
Appeal mentions that the division of sub-
ject-matter out of a parent application
under Article 76(1) EPC is different from
German patent law, according to which
the division is effected by a procedural
declaration dividing the hitherto single
application procedure into two procedu-
res having each the procedural status that
the single application had reached. It may
be added that a divisional application ari-
sing in appeal proceedings is subject to
remittal to the first instance. Furthermore,
it is worth mentioning a recently publis-
hed decision of the Federal Patent Court
that also under German patent law sub-
ject-matter extending beyond the content
of the earlier application may be removed
from the divisional application during its
prosecution (Mitt. 2007, 283).

V.
Addressing the situation of a sequence of
divisionals, the Enlarged Board of Appeal
states that under Rule 25 EPC a divisional
application may be filed to any pending
European application, thus including a
divisional application. Under Article 76(1)
EPC, each divisional application in such a
sequence can only have the filing date of
the first application (called by the Board
the “root” application). Neither can a divi-
sional application have as filing date the
date of its own actual filing, nor can it
have different filing dates attributed to dif-
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ferent parts filed at different points in
time. This statement of the Enlarged
Board of Appeal does not address the
question whether the applicant may
abandon the claim to the filing date of the
earlier application and have the divisional
application converted into a normal appli-
cation, and if yes, under which circum-
stances (cf. J 11/91, OJ EPO, 1994, 28,
Reasons, pt. 4.2). The Enlarged Board of
Appeal continues in stating that subject-
matter which has been omitted on filing a
divisional application cannot be re-intro-
duced into that same application or into a
divisional application lower down the
sequence. Subject-matter which has
been added on filing a divisional applica-
tion cannot be claimed in an application
down the sequence.

VI.
The Enlarged Board of Appeal also tou-
ches on its role in relation to the legislator
by citing decisions voicing concerns that
in applying the EPC to divisional applica-
tions care should be taken that the public
should have a fair knowledge of the
extent of the exclusive rights sought by
the applicant within a reasonable period
of time after filing. Whereas the Board
finds it unsatisfactory that sequences of
divisionals, each containing the same
broad disclosure of the original applicati-
on, may remain pending for up to twenty
years, the Board sees no adequate basis
for imposing additional requirements on
the basis of Article 76(1) and Rule 25 EPC
as presently worded. If administrative
measures for speedily deciding on co-
pending applications are not adequate, it
would be for the legislator to consider
whether there are any abuses and what
the remedy could be.

VII.
Since case G 3/06 was terminated wit-
hout a decision, the Enlarged Board did
not have to deal with the situation in
opposition proceedings. Article 100 EPC
contains an exhaustive list of grounds for
revocation. Thus, the only relevant provi-
sion is its paragraph c) stipulating that the
subject-matter of a patent granted on a
divisional application must not extend
beyond the content of the earlier applica-
tion as filed. Therefore, the substantive
standard to be applied in opposition pro-
ceedings is the same as the standard
under Article 76(1) EPC in grant procee-
dings. The procedural right to overcome

grounds for opposition by appropriate
amendments of the patent is laid down in
Article 102(3) and Rule 57a EPC.

VIII.
The conclusions of the Enlarged Board of
Appeal are in essence in line with the
positions taken in the amicus curiae briefs
filed by the organisations of the interested
circles (epi, FICPI, CIPA). Hence, it may
be assumed that the Board has reached a
result which will meet broad acceptance
among the users of the European patent
system. For the first instance, the lesson
should be clear, i.e. the more speedily the
examining divisions deal with divisional
applications, the fewer possibilities there
are for abuse. Nevertheless, also appli-
cants should be aware that abusing pro-
cedural possibilities entails legislative
reactions in the long run.

Reported by Dr. Rudolf Teschemacher

4. European Patent Office: The follow-
ing questions of law were referred to
the Enlarged Board of Appeal in decisi-
on T 83/05 of 22 May 2007 (Non-micro-
biological process for the production
of plants).

“1. Does a non-microbiological process
for the production of plants which con-
tains the steps of crossing and selecting
plants escape the exclusion of Article 53
lit b EPC merely because it contains, as a
further step or as part of any of the steps
of crossing and selection, an additional
feature of a technical nature?

2. If question 1 is answered in the negati-
ve, what are the relevant criteria for distin-
guishing non-microbiological plant pro-
duction processes excluded from patent
protection under Article 53 lit b EPC from
non-excluded ones? In particular, is it
relevant where the essence of the claimed
invention lies and/or whether the additio-
nal feature of a technical nature contribu-
tes something to the claimed invention
beyond a trivial level?”

I.
After referral of the question of the paten-
tability of stem cells under Article 53 lit a
EPC in decision T 1374/04, pending befo-
re the Enlarged Board of Appeal (G 2/06;

M
un
ic
h
.
D
üs
se
ld
or
f
.
P
ar
is
.
A
lic
an
te

5



see IP-Report 2006-III), another important
biotech question has been referred to the
Enlarged Board of Appeal.
The new referral concerns the interpreta-
tion of Article 53 lit b and Rule 23b (5)
EPC. Article 53 lit b EPC excludes
“essentially biological processes” from
patentability and this term is defined in
Rule 23b (5) EPC in accordance with the
EC-Biotech Directive. The referral also
raises the question of the relation of the
Convention to its Implementing Regula-
tions.

II.
The patent giving rise to the referral con-
cerns a method for selective increase of
the anticarcinogenic glucosinolates in
Brassica species to which broccoli
belongs. The patent owned by Plant
Bioscience Ltd. was opposed on the
grounds of added subject-matter, lack of
sufficiency of disclosure, lack of novelty
as well as of inventive step and exclusion
of essentially biological processes. As to
the latter ground, the Opposition Division
had concluded that the invention as clai-
med containing a technical step did not
consist entirely of natural phenomena
such as crossing and selection within the
meaning of Rule 23b (5) EPC and was,
therefore, not excluded.

III.
Technical Board of Appeal 3.3.04 held
that all other grounds of opposition did
not prejudice the maintenance of the
patent as requested. Therefore the que-
stion how to interpret the exclusion of
essentially biological processes was deci-
sive for the case.

The Board starts with the legislative histo-
ry of Article 53 lit b EPC and draws atten-
tion to the fact that in drafting its legal
predecessor in Article 2 lit b of the
Strasbourg Convention “biological” was
regarded as being in opposition to “tech-
nical” and that the term “essentially” was
deliberately chosen to replace the narro-
wer term “purely”. In agreement with this,
the Boards of Appeal had interpreted
Article 53 lit b EPC in the relevant case
law as meaning that the necessity of
human intervention in a process as such
was not regarded as a sufficient criterion
for the process not being “essentially bio-
logical”.

With effect from 1 September 1999 the

EC Biotech Directive was implemented in
the EPC by introducing Rules 23b to 23e
EPC, Rule 23b (5) reading:
“A process for the production of plants or
animals is essentially biological if it con-
sists entirely of natural phenomena such
as crossing or selection.” (emphasis
added)

At the outset, the Board refuses the inter-
pretation that Rule 23b (5) EPC does not
contain an exhaustive definition of Article
53 lit b EPC, i.e., that a process not con-
sisting entirely of natural phenomena
could still be excluded under Article 53 lit
b EPC itself. In particular referring to reci-
tal (33) of the Biotech Directive, the Board
concludes that the Rule was meant to be
a full definition.

Next, the Board turns to the relation of the
Convention to the Implementing Regula-
tions and identifies 3 questions, the first
one said to be the most important one:

- If the previous approach adopted by
the Boards reflected the true meaning of
the process exclusion of Article 53 lit b
EPC, it would be difficult to see how this
meaning could be changed by an amend-
ment to the Implementing Regulations in
view of the fact that in cases of conflict
the provisions of the Convention prevail in
accordance with Article 164 (2) EPC.

- There is inconsistent case law on the
question whether or not the competence
of the Administrative Council to amend
the Convention extends to core issues of
substantive patent law.

- The applicability in tempore of Rule
23b (5) EPC, considering, on the one
hand, the fact that the application was
filed before the entering into force of Rule
23b EPC and, on the other hand, the fact
that there is no transitional provision for
the Rules implementing the EC Biotech
Directive (a question also addressed in G
2/06).

IV.
Then, the Board analyzes decisions taken
after the entering into force of Rule 23b (5)
EPC and comes to the result that in these
cases the Boards did not have to determi-
ne the correct approach of how to inter-
pret Article 53 lit b EPC, since the result
would have been the same whether or not
new Rule 23b (5) EPC was applied.
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This was, however, not the case for the
invention underlying the referral which
was directed to a method for the produc-
tion of Brassica oleracea with elevated
levels of certain glucosinolates. Accor-
ding to the Board, the method contains
several steps of crossing and selection.
The initial crossing (“step a”) is made bet-
ween certain wild Brassica oleracea spe-
cies and broccoli double haploid bree-
ding lines. From the resulting hybrids,
those are selected which have an elevat-
ed level of at least one of the specific glu-
cosinolates (“step b”). Then a step of
backcrossing and selection (“step c”)
takes place. This means that the selected
hybrids are crossed with broccoli double
haploid breeding lines and again those
plants that have elevated levels of at least
one of the glucosinolates are selected.
This is followed by the final step, i.e. the
selection of a broccoli line with the desi-
red feature (“step d”). Claim 1 further spe-
cifies that in steps (b) and (c) molecular
markers are used to select hybrids with
the desired genetic combination enco-
ding expression of elevated levels of the
glucosinolates.

The proprietor argued that the feature of
using wild strains growing in remote areas
required human intervention in order to
hybridize as claimed and could, for this
reason, bring the claimed invention outsi-
de the exclusion. The Board did not
accept this argument since even the most
traditional forms of plant breeding consi-
sting entirely of crossing and selection
were unlikely to occur in nature.

On the contrary, the step of using mole-
cular markers was considered as a tech-
nical step requiring human intervention.
However, it is uncontested that this step
is well known in the selection of plants
with desired characteristics and could not
contribute anything beyond a trivial level
to the invention. Hence, on the basis of
the previous case law, it could not bring
the claimed method outside the exclusion
of Article 53 lit b EPC, whereas under new
Rule 23b (5) EPC it could.

As to the feature of using a non-natural
starting material, i.e., the double haploid
strains, the Board did not take a definite
position concerning its relevance to the
exclusion but pointed to the fact that the
derivation of the strains was not descri-
bed but well known.

In summary, the Board concluded that
the referral was necessary. It is pending
under case no. G 2/07.

V.
The delicate question of the scope of the
competence of the Administrative Council
raised in the referral, which the Enlarged
Board of Appeal was able not to address
in the Novartis case (G2/98), is caused by
the limited power to amend the Con-
vention given to the Council in Article 33
of the current version of the EPC. For the
future, this problem will be solved by
Article 33 (1) lit b of the EPC 2000, ente-
ring into force at the end of this year,
which gives the Council the competence
to amend the provisions of the Con-
vention on substantive patent law in order
to bring them into line with international
treaties or European Community legislation.

Reported by Dr. Rudolf Teschemacher
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5. European Court of Justice: Prelimi-
nary rulings under Article 234 EC

Determination of the beginning of the
“grace period” for the use of a mark in
case of an international registration
under the Madrid Agreement – Criteria
for determining whether there are pro-
per reasons for non-use (Judgment of
14 June 2007 in Case C-246/05, Häupl
v. Lidl Stiftung & Co. KG)

In its most recent decision, of 14 June
2007, the European Court of Justice ruled
on questions referred to it by the Austrian
Oberster Patent- und Markensenat (the
appellate tribunal for the Austrian Patent
Office) in a trademark cancellation action
based on non-use of a mark (Le Chef DE
CUISINE) registered under the Madrid
Agreement and extended to Austria.
(Interestingly, the cancellation applicant is
a patent attorney.) The application was
filed on 13 October 1998, on the day fol-
lowing the fifth anniversary of the day of
registration in the international register.
Lidl claimed that the relevant day should
be no earlier than the fifth anniversary of
the day of publication of the mark in the
WIPO Gazette. Lidl had in fact begun
using the mark in Austria before that date.

The questions referred were:

“1. Is Article 10(1) of the (…) Directive (…)
to be interpreted as meaning that the
“date of the completion of the registration
procedure” means the start of the period
of protection?

2. Is Article 12(1) of the (…) Directive to be
interpreted as meaning that there are pro-
per reasons for non-use of a mark if the
implementation of the corporate strategy
being pursued by the trade mark pro-
prietor is delayed for reasons outside the
control of the undertaking, or is the trade
mark proprietor obliged to change his
corporate strategy in order to be able to
use the mark in good time?”

The Advocate General had pronounced
himself in favour of the earliest date, that
of registration in the International Re-
gister. The ECJ disagreed: The end of the
registration procedure, relevant under the
1988 Trade Mark Directive, must be
determined by each Member State in
accordance with its internal legislation.

The answers given by the Court were:

“1. The ‘date of the completion of the
registration procedure’ within the mean-
ing of Article 10(1) of First Council
Directive 89/104/EEC of 21 December
1988 to approximate the laws of the
Member States relating to trade marks
must be determined in each Member
State in accordance with the procedural
rules on registration in force in that State.

2. Article 12(1) of Directive 89/104 must
be interpreted as meaning that obstacles
having a direct relationship with a trade
mark which make its use impossible or
unreasonable and which are independent
of the will of the proprietor of that mark
constitute ‘proper reasons for non-use’ of
the mark. It is for the national court or tri-
bunal to assess the facts in the main pro-
ceedings in the light of that guidance.”

Some Member States have explicit legis-
lation on this issue (e.g., in Germany, the
five years begin to run on the date when
the refusal period expires, or, when an
opposition has been filed, when the
opposition proceedings terminate. A simi-
lar rule applies for international registrati-
ons extended to the European
Community: The five years begin to run
with the publication of the acceptance of
the registration (Article 155 CTMR).

As the case now is back before the
Austrian authorities, it will be interesting
to see how they interpret their own legis-
lation, where provisions similar to those in
Germany (or in the European Community)
have not been adopted.

Reported by
Dr. Alexander von Mühlendahl

6. European Court of Justice: Appeals
against decisions of the Court of First
Instance

Criteria for determining likelihood of
confusion – The comparison of the
conflicting signs must always include
all of their elements (Judgment of 12
June 2007 in Case C-334/05 P – OHIM
v. Shaker di L. Laudato C. Sas –
Limiñana y Botella SL).
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In all its previous decisions, the ECJ had
upheld Court of First Instance (CFI)
judgments in opposition or cancellation
cases. Now, for the first time, upon an
appeal brought by OHIM against a CFI
judgment (Decision of 15 June 2005,
Case T-7/04) the CFI was reversed.

The CFI had found no conflict between
the following marks:

Earlier mark Contested CTM

LIMONCHELO

The earlier mark is protected in Spain,
and the CTM applicant had not provided
any evidence showing that LIMONCHELO
was understood by the Spanish public as
a lemon-based alcoholic beverage. The
CFI had found that the device element
was dominant in the CTM application and
had not attributed any significance to the
verbal element.

The ECJ reversed, faulting the CFI for
having violated the basic principle that
marks must be compared in their entirety
and that it is an error to compare only
some elements. The relevant parts of the
judgment are:

“38 However, it stated in paragraph 54 of
the judgment under appeal that, if the
trade mark claimed was a complex mark
which was visual in nature, the assess-
ment of the overall impression created by
that mark and the determination as to
whether there was a dominant element
had to be carried out on the basis of a
visual analysis. It added that, in such a
case, it was only to the extent to which a
potentially dominant element included
non-visual semantic aspects that it might
become necessary to compare that ele-
ment with the earlier mark, also taking
into account those other semantic
aspects, such as for example phonetic
factors or relevant abstract concepts.

39 On the basis of those considerations,
the Court of First Instance, in the context
of the analysis of the signs at issue, first-

ly held that the mark for which registrati-
on was sought contained a dominant ele-
ment comprising the representation of a
round dish decorated with lemons. It then
inferred, in paragraphs 62 to 64 of the
judgment under appeal, that it was not
necessary to examine the phonetic or
conceptual features of the other elements
of that mark. It finally concluded, in para-
graph 66 of the judgment, that the domi-
nance of the figurative representation of a
round dish decorated with lemons in
comparison with the other components of
the mark prevented any likelihood of con-
fusion arising from the visual, phonetic or
conceptual similarities between the
words ‘limonchelo’ and ‘limoncello’ which
appear in the marks at issue.

40 However, in so doing, the Court of
First Instance did not carry out a global
assessment of the likelihood of confusion
of the marks at issue.

41 It is important to note that, according
to the case-law of the Court, in the con-
text of consideration of the likelihood of
confusion, assessment of the similarity
between two marks means more than
taking just one component of a composi-
te trade mark and comparing it with anot-
her mark. On the contrary, the compari-
son must be made by examining each of
the marks in question as a whole, which
does not mean that the overall impression
conveyed to the relevant public by a com-
posite trade mark may not, in certain cir-
cumstances, be dominated by one or
more of its components (see order in
Matratzen Concord v OHIM, paragraph
32; Medion, paragraph 29).

42 As the Advocate General pointed out
in point 21 of her Opinion, it is only if all
the other components of the mark are
negligible that the assessment of the
similarity can be carried out solely on the
basis of the dominant element.”

The ECJ judgment is a welcome addition
to the growing case law of the court esta-
blishing the principles applicable to the
likelihood of confusion analysis when
composite marks are contested.
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In March and April 2007, the ECJ also
decided and dismissed five other
appeals brought against CFI decisions
in opposi-tion cases.

All of these decisions were taken by
Order, i.e., without oral hearing and with-
out an opinion by the Advocate General,
the ECJ holding the appeals to be either
inadmissible or manifestly unfounded.
The ECJ continues its case law distin-
guishing between issues of fact, where it
will review the CFI only if a distortion of
the facts can be alleged, and were
appeals will be found to be manifestly
unfounded, and issues of law, which it will
take and decide.

These are the cases:

Order of 24 April 2007, Case C-131/06 P
– Castellblanch SA v. OHIM –
Champagne Louis Roederer SA (CRI-
STAL / CRISTAL CASTELLBLANCH),
confirming CFI decision of 8 December
2005 in Case T-29/04.

Order of 27 March 2007, Case C-312/05
P – TeleTech Holdings, Inc. v. OHIM –
Teletech International SA, confirming
CFI decision of 25 May 2005 in Case T-
288/03). The case presented the inter-
esting issue whether an earlier well-
known mark of the CTM applicant in a
Member Country (here: France) could
prevent an opposition based on an
almost identical mark protected in the
same country from a date preceding the
CTM application but being later than the
well-known mark. The issue was never
decided because the CTM applicant fai-
led to provide evidence for the well-
known character of the mark in France.

Order of 15 March 2005, Case C-171/06
P, T.I.M.E. ART Uluslararasi AS v. OHIM
– Devinlec Développement Inovation
Leclerc SA (Quantième / Quantum),
confirming CFI decision of 12 January
2006 in Case T-147/03. As regards the
alleged weakness of the earlier mark, the
ECJ concluded as follows:

“41 It is necessary, in any event, to reject
T.I.M.E. ART’s argument that the Court of
First Instance infringed Article 8(1)(b) of
Regulation No 40/94 in the present case
by failing to treat the fact that the earlier
national mark is only of weak distinctive
character as being of overriding impor-

tance. The approach of T.I.M.E. ART in
that regard would have the effect of disre-
garding the factor of the similarity of the
marks in favour of that based on the
distinctive character of the earlier national
mark, which would then be given undue
importance. The result would be that
where the earlier national mark is only of
weak distinctive character a likelihood of
confusion would exist only where there
was a complete reproduction of that mark
by the mark applied for, whatever the
degree of similarity between the signs in
question (see, also, to that effect, order of
27 April 2006 in Case C-235/05 P L’Oréal
v OHIM [2006] ECR I-57, paragraph 45).
Such a result would not, however, be
consistent with the very nature of the glo-
bal appreciation which the competent
authorities are required to undertake by
virtue of Article 8(1)(b) of Regulation No
40/94.”

Order of 9 March 2007, Case C-196/06
P – Alecansan SL v. OHIM – CompUSA
Management Co. (COMPUSA / COM-
PUSA), confirming CFI decision of 7
February 2006 in Case T-202/03. The
issue in this case was that of similarity
between goods in cl. 9 (i.a. computers)
and in cl. 39 (transportation). The CFI had
found no relation between the goods and
the services.

Order of 9 March 2007, Case C-245/06
P – Saiwa SpA v. OHIM – Barilla G. e R.
Fratelli SpA (ORO, ORO SAIWA / SELE-
ZIONE ORO Barilla) (not available in
English), confirming CFI decision of 5
April 2006 in Case T-344/03.

Reported by
Dr. Alexander von Mühlendahl
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7. European Court of First Instance:
Appeals against OHIM decisions under
Article 63 CTMR

In the period from March to June 2007,
the Court of First Instance (CFI) decided
21 cases. The following reports summa-
rize these decisions in accordance with
the nature of the case.

Absolute grounds

In one of the very few cases decided
within a year of filing, EUROPIG was held
to be not registrable for meat and meat
products – decision of 14 June 2007,
Case T-207/06, Europig SA v. OHIM. The
case had been filed only in August 2006.

In one of the very rare cases where an
appeal against a refusal based on abso-
lute grounds was successful, the CTM
applicant for a mark consisting of a styli-
zed “I” was successful: in its decision of
13 June 2007, Case T-441/05, IVG
Immobilien AG v. OHIM, the CFI reversed
a finding of absence of distinctiveness for
what is essentially a single-letter mark.

There are only very few CFI cases where
the mark seeking protection was a miss-
pelled word. In the decision of 12 June
2007, Case T-339/05, MacLean-Fogg Co.
v. OHIM, the Court agreed with the Board
and concluded that LOKTHREAD, being
the obvious equivalent of LOCKTHREAD,
was not registrable for goods (bolts and
nuts) in cl. 6.

The mark TWIST & POUR for “hand held
plastic containers sold as an integral part
of a liquid paint containing storage and
pouring device” failed also before the CFI:
Decision of 12 June 2007, Case T-
190/05, The Sherwin-Williams Co. v.
OHIM.

Procter & Gamble failed with its appeal to
overturn a series of Board decisions
having denied registration to three-
dimensional representations of washing
tablets. Judgment of 23 May 2007,
Joined Cases T-241, 262, 263, 264, 265,
346, 347/05, T-29, 30, 31/06, Procter &
Gamble Co. v. OHIM. The nine marks
were the following:

This is not yet the end of the so-called
tabs cases, as there are still a number of
them pending before the CFI, and the
ECJ may well be called upon again.

In its decision of 6 March 2007 in Case T-
230/05, Golf USA, Inc. v. OHIM, the CFI
confirmed a refusal to register GOLF USA
for goods and services in cl. 25, 28, and
35, agreeing with the Board that the mark
was descriptive and lacking distinctive
character, and that the applicant had fail-
ed to show acquired distinctiveness.

Relative grounds – Likelihood of
confusion

In its decision of 13 June 2007, Case T-
167/05, Grether AG v. OHIM – Crisgo
(Thailand) Co., the CFI dismissed an
appeal by the unsuccessful opponent
which had based its opposition to a figu-
rative mark FENNEL on its earlier CTM
FENJAL, for identical and similar goods in
cl. 3. The marks are the following:

Earlier mark Contested CTM
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In Case T-105/05, Assembled Invest-
ments (Proprietary) Ltd v. OHIM –
Waterford Wedgwood plc, decided on 12
June 2007, the owner of the famous
WATERFORD mark for glassware failed
with its opposition to the registration of a
composite mark WATERFORD Stellen-
bosch for wine. The CFI reversed the
Board and held that the complementary
nature of the goods (wine is drunk out of
glasses) not to be sufficient to support a
finding of likelihood of confusion. The
case was remanded to the Board for
examining the protection based on re-
putation. The conflicting marks are the
following:

Earlier mark Contested CTM

In its decision of 23 May 2007, Case
T-342/05, Henkel KG aA v. OHIM – Serra
Y Roca, SA, (not available in English)
the CFI confirmed a decision which had
found no conflict between a figurative
mark DOR and COR, even though
the products were partially identical,
partially similar (cl. 3). The marks were
the following:

Earlier mark Contested CTM

In Trek Bicycle Corp. v. OHIM – Audi AG,
Case T-158/05, decided on 16. May
2007, the CFI confirmed a Board decision
rejecting an opposition based on TREK
for bicycles against ALLTREK for land
vehicles.

In one of the cases – Judgment of 16 May
2007, Case T-491/04 – Merant GmbH v.
OHIM – Focus Magazin Verlag GmbH (not
available in English) – where the Board of

Appeal was reversed (and where OHIM
had supported the claimant) likelihood of
confusion was found to exist when the
earlier mark, microfocus, opposed
FOCUS for identical goods:

Earlier mark

Contested CTM

The oppositions based on a series of
Spanish registrations consisting of or
containing the word DONUT against two
composite marks, House of Donuts was
successful not only before the Opposition
Division and the Board of Appeal, but also
before the CFI (Judgment of 18 April
2007, Joined Cases T-333 and 334/04,
House of Donuts International v. OHIM –
Panrico SA). For the “non-initiated”, the
word mark DONUT is registered in Spain
since 1962, and the Spanish public –
whose knowledge of English is “generally
held to be low”, see judgment at para. 54
– is not at all familiar with the fact that
DONUT is a generic term for doughnuts.
The word element “donuts” in the oppo-
sed CTMs was held to be dominant.

The conflicting marks were the following:

Earlier marks

Contested CTMs
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In its second decision of 22 March 2007
(also not available in English) in Case T-
364/05, Saint-Gobain Pam SA v. OHIM –
Propamsa, SA, the CFI confirmed a deci-
sion refusing registration of the word
mark PAM PLUVIAL for goods in cl. 6 and
17 pursuant to an opposition based on a
figurative mark PAM protected in Spain
and other countries for goods in cl. 19.

The conflicting marks were the following:

Earlier mark Contested CTM

The claim of the losing CTM applicant,
that the opponent present evidence of
use of the earlier marks, was made for the
first time before the Board of Appeal. The
Court confirms the rejection of that claim
as having been presented late, within the
meaning of Article 74 (2) CTMR.

In its decision of 22 March 2007, in Case
T-322/05, Brinkmann v. OHIM – Terra
Networks, S.A., not available in English,
the CFI confirmed a finding of likelihood
of confusion, the conflicting marks being
“Terranus” and a figurative mark “terra”,
for identical services in cl. 36.

The conflicting marks were the following:

Earlier mark

Contested CTM

Relative grounds – marks with a repu-
tation

In its judgment of 16 May 2007, Case T-
137/05, Gruppo La Perla SpA v. OHIM –
Worldgem Brands – Gestao e
Investimentos Lda, the CFI annulled a
decision of the Board which had found –
contrary to the Cancellation Division of
OHIM – that there was no conflict be-
tween a number of earlier La Perla figura-
tive marks and the later word mark NIMEI
LA PERLA MODERN CLASSIC, as shown
hereafter:

Earlier mark

Contested CTM

The CFI took it as established that the
earlier La Perla marks enjoyed a high
degree of reputation for underwear and
bathing suits and that the conflicting
marks were sufficiently similar for a link to
be established between the two marks,
thus satisfying the criteria of a case under
Article 8 (5) CTMR. The case will now
return to the Board.

As an interesting side issue, the winning
party had not requested that OHIM
should bear the costs, but rather had
requested that the intervener should pay
the costs. As the request had also exten-
ded to the proceedings before OHIM,
including the proceedings before the
Cancellation Division, and as the latter are
not recoverable, the Court awarded to the
(successful) claimant only one-third of its
costs.

In its decision of 10 May 2007, Case
T-47/06 – Antartica Srl v. OHIM –
The Nasdaq Stock Market Inc., the CFI
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confirmed a decision refusing the regis-
tration of “nasdaq” for goods in cl. 9, 12,
14, 25, and 28 on the basis of NASDAQ
registered as a CTM for different goods
and services. The CFI confirmed a finding
of reputation based essentially on the
presence of NASDAQ on television
screens and in newspapers (reputation
acquired on the basis of presence in the
media) as well as a finding of detriment to
and taking advantage of the distinctive-
ness or repute of the NASDAQ mark. –
This decision belongs, together with the
VIPS case reported later, and the earlier
TDK judgment of 6 February 2007 in Case
T-477/04, to the growing case law inter-
preting Article 8 (5) CTMR, and is there-
fore part of the “required reading” in this
area of the law.

The conflicting marks were the following:

Earlier mark

Contested CTM

In Case T-215/03, SIGLA SA v. OHIM –
Elleni Holding BV, decided on 22 March
2007, the CFI rejected an appeal insofar
as it was seeking to overturn a Board
decision which had rejected an opposi-
tion based on VIPS protected in Spain for
services in cl. 42 against a CTM applica-
tion for VIPS for dissimilar goods and ser-
vices in cl. 9, 35 and 42. The opposition
based on Article 8 (5) CTMR failed, not
because no showing had been made of
reputation, but because of the absence of
a showing of detriment to or dilution of
the earlier mark. – Because of the lengthy
explanation of the various issues in en-
forcing marks with a reputation, the deci-
sion should become required reading for
the protection of reputation marks.

The contested Board decision was never-
theless annulled because the Board,
having rejected the claim based on Article
8 (5) CTMR, should have – but did not –
examine the other ground alleged by the
opponent, namely Article 8(1)(b) (likeli-
hood of confusion).

Procedure

In the Black & Decker judgment of 15 May
2007, Joined Cases T-239, 240, 245, 246,
247, 255, 274, 275, 276, 277, 278, 279,
280/05, Black & Decker Corp. V OHIM –
Atlas Copco AB, the CFI dismissed
appeals in 13 cases brought against
Board decisions which had held that Atlas
Copco had properly identified the earlier
marks (acquired through use) on which
their opposition to a number of black and
yellow colour marks sought to be registe-
red by Black & Decker had been based.
The case is now back at the Opposition
Division.

Reported by
Dr. Alexander von Mühlendahl
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8. European Court of First Instance on
the “BUDWEISER” conflict: Czech beer
brewer Budejowick˘ Budvar n.p.
(“Budvar”) fails in invoking French
national rights in the appellation of ori-
gin “BUDWEISER” against trademark
applications for “BUDWEISER” filed
by Anheuser-Busch, Inc. in relation to
dissimilar goods for a lack of proof of
a reputation of that appellation in
France.

Judgments of the Court of First
Instance of the European Communities
(CFI) in the joint cases T-53/04 – 56/04,
T-58/04, T-59/04 of June 12, 2007, joint
cases T-60/04 to T-64/04 of June 12,
2007, and joint cases T-57/04 and
T-71/04 of June 12, 2007.

The judgments of the CFI concerned a
series of CTM applications for “Budwei-
ser” filed by Anheuser-Busch, Inc. for
goods other than beer. Budvar had oppo-
sed the applications at the OHIM level
based inter alia on appellations of origin
protected in France under the Lisbon
Agreement and trademark rights which
both were only for beer. The opposition
was particularly based on the strong pro-
tection of appellations of origin in France
which extends to any (dissimilar) goods
according to Art. L.642-2 of the (French)
Rural Code. The relevant provision reads
as follows: “The geographical name
which constitutes an appellation of origin
(…) may not be used for any similar pro-
duct (…) or for any other product (…) if
that use is likely to misappropriate or
weaken the reputation of the appellation
of origin.”

The OHIM's Board of Appeal had decided
against Budvar arguing a lack of proof for
a reputation of the appellation of origin in
France; the reputation of an appellation of
origin could also not be presumed.
Budvar appealed on the basis of the argu-
ment that the protection of an appellation
of origin in France required a prior proof
of reputation. While Budvar had also
proved the reputation of the appellation of
origin in the Czech Republic, the protec-
tion was extended to France via the
Lisbon Agreement with the same protec-
tion as granted to national appellations of
origin. Thus, Budvar concluded, there
was no need to prove the existence of a
reputation in France.

The CFI confirmed the decision of OHIM’s
Board of Appeal, and held that an exten-
ded protection of the appellation of origin
in relation to other (dissimilar) products
had required that the trademark applica-
tion in question was likely to misappro-
priate or weaken the reputation of the
appellation of origin, this reputation not
having been proved by Budvar in relation
to the relevant territory (France). The
Court found that the protection conferred
by the Lisbon Agreement extended to
identical and similar goods only, but does
not prevent the member states to provide
more extensive protection, i.e. in relation
to dissimilar products. Such extended
protection existing in France requires the
fulfilment of the prerequisites under natio-
nal law, namely the proof of reputation.

In a parallel case regarding a CTM appli-
cation for “BUDWEISER” in relation to
beer, the opposition filed by Budvar was
successful. Anheuser-Busch, Inc. had
filed a complaint to the CFI which was,
however, withdrawn before the Court ren-
dered the judgment.

Reported by Peter J. A. Munzinger
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9. German Federal Supreme Court con-
firms that, if it cannot be excluded wit-
hin trademark cancellation procee-
dings that the decision on appeal is
based on the refusal of the right to be
heard, the appellant of an appeal on a
point of law does not have to plead
what he would have submitted in case
of a judicial advice (Case I ZB 33/06 –
WEST)

Pursuant to a decision of the Federal
Supreme Court dated March 1, 2007, gui-
dance was given as regards the infringe-
ment of the appellant’s right to be heard
resulting from the fact that the Federal
Patent Court declared certain facts as
evident.

The proprietor of the international trade-
mark registration “WELT”, which is regi-
stered for cigarettes and other tobacco
products, filed an appeal on a point of law
against a decision of the Federal Patent
Court. This decision was the result of
opposition proceedings conducted by the
proprietor of the German trademark regis-
tration “WEST”, registered for filter tipped
cigarettes. It refused the protection of the
international trademark registration
“WELT” for likelihood of confusion. The
proprietor of the trademark “WELT” (in
the following: the trademark proprietor)
appealed this decision of the Federal
Patent Court as – according to his plea –
the court was in breach of the trademark
proprietor’s right to be heard.

According to the Federal Supreme Court,
it cannot be excluded, that the decision of
the Federal Patent Court is based on an
infringement of the trademark proprietor’s
right to be heard.

Without having given any corresponding
advice to the trademark proprietor, the
Federal Patent Court came to the conclu-
sion, that the facts which establish the
above-average degree of distinctiveness
of the trademark “WEST” (e.g. duration
and scope of advertising activities con-
cerning the trademark “WEST”) were evi-
dent. Thus, the trademark proprietor was
not in the position to comment on the
non-existence of an above-average
degree of distinctiveness of the trade-
mark “WEST”. However, giving the trade-
mark proprietor such a possibility would
have been necessary not to infringe his
right to be heard.

The above-referenced obligation of the
court to advise would not exist if all par-
ties were aware of the relevance of cer-
tain facts, as in such a case it can be pre-
sumed that the parties had the chance to
comment on these facts. However,
according to the grounds given by the
Federal Patent Court, it cannot be assu-
med, that the facts – considered as being
known by the court and being thus consi-
dered as evident – have only been taken
into account as additional reasons with-
out any decisive character.

The trademark proprietor did not have to
plead what he would have submitted in
case of a judicial advice, since the princi-
ples applying in the appeal proceedings
against denial of leave to appeal, accor-
ding to Section 544 of the Code of Civil
Procedure, are not applicable in trade-
mark cancellation proceedings where the
principle of official investigation prevails.

As the underlying decision is based on
the fact that the trademark proprietor is a
Polish undertaking not being familiar with
details concerning the advertising envir-
onment in Germany, no general change in
case law may be derived from this decisi-
on.

Reported by Verena Wintergerst
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10. Nuremberg District Court denies
trademark infringement when using an
identical trademark registered for
“automobiles and toys” in conjunction
with “toy replicas of automobiles”
(Case 4 HK O 4480/04 – Adam Opel AG
v Autec AG II).

As recently reported, the ECJ handed
down a landmark decision on January 25,
2007 in Adam Opel AG v Autec AG (see
IP-Report 2007/I). Only a few months
later, i.e., on Mai 11, 2007, the Nuremberg
District Court responded with the follow-
up decision in the underlying infringement
proceedings based on said ECJ ruling.

Opel, owner of the well-known figurative
trademark “Opel-Blitz”, registered for
“automobiles and toys”,

sought to prohibit Autec from reproduc-
ing the mark on toy replicas of Opel cars.
The District Court decided that the use of
Opel’s trademark for the aforementioned
toys does not infringe Opel’s trademark
rights.

With reference to the decision of the ECJ,
the District Court stated that reproducing
a trademark on toys, generally must be
perceived as a “use as a trademark” in
accordance with Section 14 (2) No. 1
Trademark Act. Nonetheless, the con-
crete way in which the trademark was
used by the manufacturer of the toy repli-
cas in the present case did not infringe
Opel’s trademark rights. The District
Court explicitly held that any trademark
infringement must affect the function of a
trademark to serve as information about
the product’s origin. Here, the District
Court argued that the average consumer
would understand the toy replica as a
copy of the original, especially since
nowadays there existed many different
manufacturers of toy replicas. The District
Court further argued (and therefore, albeit

not explicitly, arguing that the function of
the trademark was not affected) that if
used in the accused way, the affixed
trademark would only be understood as
an element of a replica that is trying to be
as realistic as possible. Thus, the average
consumer would not expect that the
manufacturer of the original car is the pro-
ducer of the toy replica and wants to
vouch for the quality of the toy replicas,
held the Court.

Referring to the history of toy replicas, the
District Court further argued that the ave-
rage consumer would not assume that
the affixed trademark will be used only
with the trademark owner’s approval. If
this approval was necessary, toys would
not be available for such low prices as it
was the case.

Additionally, since the design of the
packaging as well as the instruction sheet
and the toy replica with its accessories
clearly showed the toy replica producer’s
trademark and trade name in a way which
is typical for the use of trademarks, there
was no likelihood of confusion according
to the Court. The manufacturer obviously
demonstrated that he was responsible for
his toys, especially as he printed his
address on the bottom side of the toy
replicas and uses the ® behind his trade-
mark as a symbol for the origin of the pro-
duct from a certain company.

This above decision, which is not yet final,
may be misinterpreted in that a trademark
infringement must be denied as long as
the potential infringer’s trademark and
trade name will be reproduced next to the
claimant’s (famous) brand. Indeed, the
Court did not even consider the fact that
the Opel brand is also registered for toys.
Now there are high expectations for the
decision of the Appeal Court.

Reported by Philipe Kutschke
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11. German Federal Supreme Court
decides on compensation of costs for
claiming of attorney fees and on requi-
rements of a “minutes judgement”
(Case I ZR 276/03 – Abmahn-
aktion/Warning letter campaign).

The plaintiff had sent 122 warning letters
to numerous tax consultants and other
persons qualified in tax matters which he
found on a list of a website that offered
businesslike assistance in tax matters.
This website was linked to another web-
site of an incorporated society which
named the defendant as “speaker of the
management”. Further, he was stated as
contact with the Denic eG. As far as the
recipients of the warning letters answer-
ed, most of them argued that they never
had any contact to the defendant or the
said website and that they where not
members of the aforementioned incorpo-
rated society. The plaintiff sued for the
costs concerning the warning letters as
well as the lost legal procedures, altoge-
ther a sum of approximately EUR 70,000.

The German Federal Supreme Court
decided that the competitor who initiated
the warning letters has a right of compen-
sation for the arisen costs concerning the
claiming of attorney fees. In its decision
the Court states that under the present
circumstances when the act of infringe-
ment lasts for a longer period of time, it is
out of the question that these costs are
reimbursable. However, the Court did not
decide whether these costs generally are
part of a compensation based on compe-
tition law.

The axiom that the compensation also
covers damages arisen from acts of free
will also applies to competition law if such
an act has been caused by unlawful con-
duct of the infringer, this reaction being
not out of the ordinary. Generally, expen-
ses are reimbursable when an economi-
cally thinking person could rate them as
necessary to avoid a concrete forthco-
ming damage. Under these circumstan-
ces, infringer is also any person willingly
misleading the public that a third would
commit acts of unfair competition.

Further, the Court decided that a “minu-
tes judgement” in terms of Section 540 (1)
Sentence 2 German Code of Civil
Procedure, signed by judges, generally
has to be connected with minutes. In

case it contains not only the data in
accordance with Section 313 (1) No. 1 –
No. 4 German Code of Civil Procedure,
but also the statements and statements
on record as minutes according to
Section 540 (1) Sentence 1 German Code
of Civil Procedure, this is not necessary.
As the decision of the Appellate Court did
not even reproduce the parties’ claims,
the Federal Supreme Court stated that
this would not be sufficient as the
Appellate Court could not review the
appealed decision only based on the
information provided with the “minutes
judgement”.

The decision of the Court of Appeal was
reversed and the Federal Supreme Court
remitted the case to the Court of Appeal.

Reported by Philipe Kutschke
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12. German Federal Supreme Court:
Referral to the European Court of
Justice for a ruling under Article 234
EC regarding Directive 2006/116/EC of
12 December 2006 on the term of pro-
tection of copyright and certain related
rights (Case I ZR 80/04 – Tonträger aus
Drittstaaten/Phonograms from third
countries)

The defendant distributes phonograms
with songs of Bob Dylan. These songs
were first published in the USA in the
years of 1964 and 1965. The claimant
claims rights to these phonograms in
Germany pursuant to the German
Copyright Act (GCA) which were assigned
to him by a US company. Claiming direct
protection arising from the GCA in
Germany, however, is not admissible
because this would pre-suppose that the
phonograms were protected on or after
January 1, 1966 (the date of coming into
force of the GCA) which is undoubtedly
not the case for Germany.

In addition to the foregoing, the claimant
states acquired rights in the United
Kingdom. The important question now
arises in how far the attempt of the EU is
to be taken into account to harmonize the
term of protection of copyright and rela-
ted rights in the EU member states. This
is because the German legislator – follo-
wing Directive 92/100/EC (which was
codified by Directive 2006/116/EC) –
implemented a provision into the GCA
that copyrights having not expired in a
member state on July 1, 1995 are granted
protection in Germany. Here, the crucial
point is that this provision – § 137 f of the
GCA – expressly speaks of “non-expired
rights pursuant to the GCA”. This could
conflict with Article 10 (2) of Directive
2006/116/EC which states that the terms
of protection provided for in the Directive
shall apply to all works which were pro-
tected in at least one Member State on
July 1, 1995. The German Federal
Supreme Court now seeks guidance of
the ECJ on whether § 137 f of the GCA
must be interpreted in the light of the
Directive. Accordingly, the Court brought
the following question to the ECJ on the
basis of Article 234 EC:

“1. Does the term of protection pursuant
to Directive 2006/116/EC apply under the
preconditions as set down in Article 10 (2)
of the Directive even if the respective

work was not granted protection at any
time in the member state where protecti-
on is sought?

Furthermore, the Court has doubts that
Article 10 (2) of the Directive also applies
to EU non-nationals – in spite of its word-
ing. This is because Article 7 (2) of the
Directive leaves it to the EU member
states to grant right owners who are not
EU Nationals protection for their work.
Consequently, the Court further applied
to the ECJ for guidance regarding this
conflict within the Directive:

“2. If the answer to Question 1 is in the
affirmative,
a) Are “national provisions” pursuant to
Article 10 (2) of Directive 2006/116/EC
also those on the protection of right
owners who are not nationals of one
Member State of the Community?
b) Does the term of protection pursuant to
the Directive apply under the precondi-
tions as set down in Article 10 (2) of the
Directive to works that fulfil the require-
ments of protection of Directive
92/100/EC of 19 November 1992 on ren-
tal right and lending right and on certain
rights related to copyright in the field of
intellectual property at the time as set
down in Article 13 (1) of the Directive,
even if the rights owners are not nationals
of one Member State of the Community?”

What will be the consequences for the
protection of Bob Dylan’s songs? Should
the ECJ confirm the expressed opinion of
the German Federal Supreme Court, than
the claim is likely to fail. Bob Dylan’s
songs were published in Germany only
some months before the coming into
force of the GCA – and therefore slightly
too early.

Reported by Florian Traub
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13. German Federal Supreme Court
decides that the publication of a photo-
graph depicting Oliver Kahn with his
girlfriend on a private occasion
infringes the personality rights of the
former “world’s best goalkeeper”
(Case VI ZR 164/06 – Oliver Kahn)

Oliver Kahn, the former goalkeeper of the
German national football team, sought to
prevent the publication of a certain photo-
graph distributed in Germany by the
defendant, the publisher of the magazine
“Frau im Spiegel”. The so-called
‘paparazzi’ photograph showed Oliver
Kahn with his girlfriend strolling along the
promenade in Saint Tropez, France,
where the couple spent their holidays.
The photo was accompanied by an article
reporting that Oliver Kahn “exchanged
amorous looks” with his girl-friend
Verena. A week before the photo was
taken, the article said, Oliver Kahn had
been on his family holiday on Sardinia
where he “was relaxing together with his
wife and his children”.

The German Federal Supreme Court ruled
in the decision dated July 3, 2007 that –
according to a press release of the Court
(the Court has not rendered the written
grounds of the judgement yet) – the pub-
lication of the photograph infringed on the
personality rights of Oliver Kahn who was
awarded the “IFFHS World’s Best
Goalkeeper nomination” in 1999, 2001
and 2002. The Court observed the con-
flict between the competing public inter-
ests in information constitutionally pro-
tected by the freedom of the press, on the
one hand, and the personality right of a
prominent person, on the other hand. In
an earlier judgement concerning the pub-
lication of photographs of Princess
Caroline of Monaco, the Court stated that
the protection of a person’s private
sphere of life has a special importance
when the two interests are weighed
against each other. Therefore, photo-
graphs of a person may only be distrib-
uted without that person’s consent if they
concern the reporting of an event of con-
temporary importance. However, as a
general principle, it lies in the discretion of
the press to decide whether the report
touches an event of contemporary impor-
tance, the interest of the individual person
– prominent or not – regularly overrules
the interest of the public to be kept
informed if the respective photograph

was taken on an obviously private occa-
sion. In general, the reporting of a holiday
of a prominent person belongs to the pro-
tected core area of the individual person’s
private sphere of life.

Traditionally, German courts had under-
taken a rather liberal approach and regu-
larly regarded the press’ interest in
reporting about the life of a prominent
person as overruling the personality right
of that person. However, particularly
Princess Caroline of Monaco and her
husband, Prince Eugen of Hanover were
finally successful in their long battle
against the German (and European) yel-
low press media. Since the spectacular
decision of the European Court of Human
Rights in Hanover v Germany of June 24,
2004, which was subsequently adopted
and confirmed by German courts, promi-
nent persons often prevail in court pro-
ceedings against publishers of maga-
zines and newspapers. Thus, the decision
at hand concerning the photograph of
Oliver Kahn and his girlfriend in Saint
Tropez appears to be entirely in the line of
recent judgements of German courts. The
decision seems to be another important
step in developing this area of law.
Hence, the written grounds of the Court’s
decision will be awaited with high interest.

Reported by Florian Traub
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