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1. German Federal Supreme Court: on
infringement by offering after expera-
tion of protection certificate (Case X
ZR 76/05 – Simvastatin)

Even though a quotation refers to a time
after the expiration of a protection cer-
tificate, if the timing of the quotation
occurred during the period of a pro-
tection right, it is nevertheless consi-
dered an infringement by offering. 

In this decision, the Plaintiff had a pro-
tection certificate (i.e. a protection right
for drugs which extends the protection
period after expiry of a patent) directed on
the drug “Simavastatin.” Some weeks
before expiry of the protection certificate,
the Defendant advertised in two magazines
a new drug named “Sim ...” which would
“be launched on May 7” (i.e., the time
after expiry of the protection certificate).

The Defendant argued that the infringe-
ment action must already be rejected
because the advertising was not aimed at
delivering the attacked product during the
period of the protection certificate. The
intention of the Defendant was only to
strengthen its market position prior to the
expiry of the protection certificate by
simply calling attention to the new drug
“Sim ...”. However, deliveries would occur
after the expiration of the protection certi-
ficate. 

The Federal Supreme Court did not agree
with this argument and confirmed that the
Defendant committed an infringing act by
offering the drug “Sim ...”. According to
Section 9 of the German Patent Act, the
offering of an infringing product is inde-
pendent from other possible infringing
acts, e.g., manufacturing and selling. In
addition, even an offering made without
any success is still an infringement,
according to the established case law. It
thus follows from the purpose of Section
9 of the German Patent Act that an offe-
ring is an infringing act even when it is
clarified that the product will be launched
after the expiration of the protection right. 

Reported by Dr. Frank Peterreins

2. Düsseldorf Appeal Court sets new
standards on the extent of the obli-
gation to rendering of account for acts
of proven patent infringement (Case I -
2 U 110/03)

According to a recently-published de-
cision of the Düsseldorf Appeal Court,
“Faltenbalg” (Convoluted Gaiter), the
claim against patent infringers to
rendering of account also includes a
claim to the submission of vouchers,
receipts and other documentation of
orders and deliveries of patent-infrin-
ging goods.

For a long time, it has been the establis-
hed case law of all patent chambers at
German Civil Courts that the patent hol-
der, for a proven patent infringement, is
entitled to a claim for rendering of
account of: (a) the amounts and times of
manufacturing, (b) every single delivery,
broken down into delivery amounts, times
and prices, as well as the names and
addresses of the recipients, (c) every single
offer, broken down into offer amounts,
times and prices, as well as the names
and addresses of recipients of the offers,
(d) all advertising, broken down into
advertising media and circulation figures,
and (e) the prime costs, broken down into
single cost factors and the profits genera-
ted thereby. 

A claim for a rendering of account serves
as preparation for damage claims.
Through an accounting, the obligee of the
damage claim obtains an overview on the
extent of the acts of patent infringement
and is able to quantify the amount of
damages accrued therefof. In the recent
“Faltenbalg” decision, the Düsseldorf
Appeal Court altered its legal practice and
applied a Federal Supreme Court deci-
sion in 2003 on trademark infringement
(“Cartier ring”) to a patent case, and held
that the patentee is entitled, within the
framework of the rendering of account, to
a claim for the submission of the related
documentation. The interest of the patent
infringer to keep this documentation
secret must be set aside when compared
with the interest in effectively abating
infringements of protective rights.

Moreover, the Düsseldorf Appeal Court
reasoned that only by the submission of
the documentation is the patentee able to
ensure the accuracy of the rendering of
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account by the debtor. Prior to this deci-
sion, if a plaintiff had any doubts about
the accuracy of the accounting, he was
only able to ask the debtor to declare in
lieu of an oath that the debtor’s accoun-
ting was correct. Usually the threat of cri-
minal action for false declaration in lieu of
an oath compels the debtor to make true
statements.

The “Faltenbalg” decision of the Düssel-
dorf Appeal Court has been a subject of
lively discussion among practitioners. The
usual practice at the District Courts has
been such that a patentee cannot simply
assert a claim for the submission of “all
related documentation,” despite his right
to obtain full documentation of the
patent-infringing acts. This practice was
due to a general rule of the German Civil
Procedure that a claim must be clearly
and comprehensibly defined as to what is
being claimed, for the courts and officers
involved with the enforcement. There
must not be any doubt as to the scope of
a court-ordered obligation when a court
decision is enforced. Therefore, the claimed
court order, as well as the part dealing
with the submission of documents about
the infringing acts, must be worded in
such a way that no doubts remain about
which receipts, vouchers, etc., are to be
submitted. It is even preferable that the
plaintiff’s petition lists all known single
documents that relate to the acts of
patent infringement.

As an aside in the “Faltenbalg” decision,
the Düsseldorf Appeal Court also noted
that only in very exceptional cases may
the patent infringer render an account to
a chartered accountant, rather than to the
plaintiff, who then forwards only the rele-
vant figures for the quantification of the
damage claim, and not the names and
addresses of customers. In order to take
this route, the patent infringer must provi-
de evidence that the provision of names
and customers would be an exceptional
and unreasonable hardship. If he cannot
do so, he must fully render an account to
the plaintiff as outlined above.

Reported by Clemens Rübel

3. EPO Technical Board of Appeal 3.3.2
Clarifies the scope of patent exemption
of diagnostic methods under Article 52
(4) European Patent Convention (EPC)
(Case T 0143/04).

Following the Opinion of the Enlarged
Board of Appeal G 1/04 (OJ EPO 2006,
334), there are still ambiguities with
regard to the scope of patent exempt-
ion of diagnostic methods under Article
52 (4) EPC. In particular, the impact of
automated process steps on the pa-
tentability of diagnostic processes still
remained unclear (W. Bublak/M. Coehn,
GRUR Int. 2006, 640).

The Technical Board of Appeal 3.3.2,
which is responsible for the majority of
applications relating to diagnostic
methods, now further clarified this question
in decisions T 0143/04 and T 1197/02.

Article 52 (4) EPC prohibits patent protect-
ion for diagnostic methods practised on
the human or animal body. In Opinion
G 1/04 it is concluded that such diagno-
stic methods have to include features
relating to:

(i) the diagnosis for curative purposes
stricto sensu representing the deductive
medical or veterinary decision phase as a
purely intellectual exercise,
(ii) the preceding steps which are consti-
tutive for making that diagnosis, and
(iii) the specific interactions with the
human or animal body which occur when
carrying those out among these preced-
ing steps which are of a technical nature. 

This means that a prohibited diagnostic
method in the sense of Article 52 (4) EPC
comprises the steps of (a) the examina-
tion phase involving the collection of data,
(b) the comparison of these data with
standard values, (c) the finding of any
significant deviation (i.e. a symptom,
during the comparison), and (d) the attri-
bution of the deviation to a particular cli-
nical picture (i.e. the deductive medical or
veterinary decision phase). Furthermore,
the Enlarged Board of Appeal concluded
that all steps of a technical nature belon-
ging to steps (a) to (c) must satisfy the cri-
terion “practised on the human or animal
body.” In addition, the Board clarified that
this criterion does not require any specific
quality or intensity of interaction with the
body, but is already fulfilled if the techni-
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cal step requires the presence of the body.
If all of the above criteria were strictly
applied this would result in a situation in
which the incorporation of a data compa-
rison performed by a machine, e.g., a
step of a technical nature, and which
does not require the presence of the dia-
gnosed body (i.e. almost all computer-
based analyses of data), would render an
invention outside the forbidden scope of
Art. 52 (4) EPC.

In this context, the Technical Board 3.3.2
made clear in its decisions T 143/04 and
T 1197/02 that data processing steps
using an automated apparatus are merely
so-called “intermediate technical steps”
between the data collection (step (a)) and
the comparison of these collected data
with standard values (step (b)). Such
intermediate technical steps are not actu-
ally part of the examination phase and
have to be ignored when assessing the
diagnostic character of the method.

As a consequence, applicants cannot cir-
cumvent the scope of Article 52 (4) EPC
by introducing automated data proces-
sing steps into claims which are not con-
ducted on the human or animal body.

Although not entirely convincing, the
decisions T 143/04 and T 1197/02 clarify
the interpretation of Article 52 (4) EPC and
allow applicants to more reliably adjust to
the new situation for patenting diagnostic
methods before the EPO.

Reported by Dr. Wolfgang Bublak

4. EPO Technical Board of Appeal
decides on how to examine applicat-
ions with non-technical aspects under
the European Patent Convention (EPC)

In its decision T 1242/04, the Technical
Board of Appeal 3.5.01 (Electricity)
decided on an appeal against the refusal
of an application for a system and meth-
od for providing product specific data
in a service station as it may be used in
the maintenance of motor vehicles.
The decision may influence future prac-
tice of the EPO in examining subject-
matter with non-technical features, in
particular relating to business methods.

(1) Declaration of no-search
In EPO grant proceedings, drawing up the
search report is a separate stage before
substantive examination. Since 2002, it is
the policy of the EPO not to establish a
search report if the search examiner is of
the opinion that there is no technical
problem which might have required an
inventive step for it to be overcome. As a
rule, this practice is followed if, according
to the examiner, the application relates to
a business method. 

The Board criticises this practice re-
minding the Office that under Rule 45
EPC the decisive criterion for a declarati-
on of no-search is whether or not it is
possible to carry out a meaningful search
considering any deficiencies of the appli-
cation. It is not sufficient that the exami-
ner is of the opinion that the result of the
search will not be relevant to the subse-
quent substantive examination.

(2) Technical Character
In assessing whether the claimed sub-
ject-matter has technical character and
is, therefore, not excluded from patent
protection, the Board states that the
apparatus claims imply the presence
of physical features and thus the techni-
cal character. As to the process claims,
the Board concludes from the presence
of a central database and an archiving
memory that a computer has to be used.
Thus, also the process claim involves the
application of technical means.

(3) Examination of inventive step 
without search

Although no European search report had
been established and no additional
search had been carried out, the Board
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proceeded in examining inventive step.
The Board took the position that an
objection to lack of inventive step may be
raised without citing a document if it is
based on notorious or uncontested com-
mon general knowledge.

(4) Applying the problem and solution 
approach

The applicant saw the technical contri-
bution of the claimed-subject-matter in
safeguarding the functioning and the qua-
lity of the product during its useful life.
The Board did not regard this as a pro-
blem solved by the invention since the
data stored by the system did not have
any direct influence on the properties of
the product. Whereas the problem of
providing data specific to the product for
comparing its actual condition with the
reference condition was a mere admini-
strative problem, its solution was imple-
mented by technical means. Therefore,
this was a technical problem.

Considering the technical means identi-
fied in the features of the claims, the
Board concluded that the problem was
solved using elements of client-server
technique which had not been contested
to have been known before the priority
date. Therefore, there was no inventive
step.

It remains to be seen whether the EPO
will change its practice not to establish a
European search report for applications
considered by the examiner to be direc-
ted to business methods or other non-
technical subject-matter. This practice
does not only fail to render the service for
which the applicant has paid, it may also
impede further prosecution if the appli-
cant remedies the deficiency or succeeds
in convincing the Examining Division or
the Board of Appeal that the objection
was not justified. However, the applicant
can hardly force the EPO to establish a
search report since the Search Divisions
are not among the departments rendering
decisions subject to appeal.

Reported by Dr. Rudolf Teschemacher

5. European Court of Justice: National
authorities must give reasons for refus-
ing a trademark application for each of
the goods or services for which regi-
stration is requested (Case C-239/05 –
BVBA Management)

In its most recent decision of February 15,
2007, the European Court of Justice ruled
on questions referred to it by the Hof van
beroep (Court of Appeal) of Brussels in
a case involving the trademark THE
KITCHEN COMPANY filed for a number
of different goods which had been rejec-
ted by the Benelux Trademark Office. The
questions, in part, dealt with the procedu-
re before the Benelux courts in reviewing
office decisions (not of relevance here),
but, in part, also dealt with the issue
whether national authorities must give
specific reasons for refusing a trade-
mark with regard to all of the goods or
services, or whether “global” refusals are
acceptable, such as “the mark is not
distinctive (…)”.

The question referred was:

“(1) Is the trade mark authority required,
after its examination of all relevant facts
and circumstances concerning an abso-
lute ground of refusal, to state in its provi-
sional and in its definitive decision on the
application [for registration of a trade
mark] its conclusion in regard to each of
the goods and services separately in
respect of which trade mark protection is
sought?”

The answer given by the Court was the
following:

“First Council Directive 89/104/EEC of 21
December 1988 to approximate the laws
of the Member States relating to trade
marks must be interpreted as meaning
that:
– when refusing registration of a trade
mark, the competent authority is required
to state in its decision its conclusion for
each of the individual goods and services
specified in the application for registra-
tion, regardless of the manner in which
that application was formulated. How-
ever, where the same ground of refusal is
given for a category or group of goods or
services, the competent authority may
use only general reasoning for all of the
goods or services concerned (…).”
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The Court’s answer is not surprising in
view of the general obligations of national
authorities in applying European admini-
strative law, and is certainly welcomed by
trademark proprietors and their represen-
tatives because this obligation will now
apply across the board to all national aut-
horities in the European Union (and of
course to OHIM as well, whose decision-
making practice is closely scrutinized by
the Court of First Instance).

Reported by
Dr. Alexander von Mühlendahl

6. European Court of Justice: The
“concept” of a transparent dust bin for
vacuum cleaners is not a “sign” and
thus cannot be registered as a trade-
mark (Case C-321/03 – Dyson Ltd.)

In its decision of January 25, 2007,
the European Court of Justice ruled on
a reference by the High Court of
Justice of England and Wales made
more than three-and-a-half years ago.
The reference related to two trademark
applications, filed already in 1996, for a
transparent bin as part of a vacuum
cleaner, and they are represented
on the UK Patent Office website as
follows:

The referring court considered the issue
to be whether the marks had acquired
distinctiveness on the filing date, and the
questions related to that issue.

The ECJ held, however, that before
examining a mark for distinctiveness, per
se or acquired, the mark must fulfil the
requirement of being a “sign” within the
meaning of Article 2 of the Directive (a pro-
vision which is also found in the Com-
munity Trade Mark Regulation, namely, in
Article 4 CTMR). The Court concluded
that this requirement was not met:

Article 2 of First Council Directive
89/104/EEC of 21 December 1988 to
approximate the laws of the Member
States relating to trade marks is to be
interpreted as meaning that the subject-
matter of an application for trade mark
registration, such as that lodged in the
main proceedings, which relates to all the
conceivable shapes of a transparent bin
or collection chamber forming part of the
external surface of a vacuum cleaner, is
not a ‘sign’ within the meaning of that
provision and therefore is not capable of
constituting a trade mark within the mea-
ning thereof.

The case shows that a trademark appli-
cant must seek registration of a specific
sign – a word, a shape, a colour – and
cannot claim in the abstract that a parti-
cular feature of a product constitutes a
trademark.

Reported by
Dr. Alexander von Mühlendahl
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The mark consists of a tranparent bin or collection
chamber forming part of the external surface of a
vacuum cleaner as shown in the representation.



7. European Court of Justice: Use of a
trademark protected for automobiles
and toys on toy replicas of automobiles
(Case C-48/05 – Adam Opel AG v.
Autec AG)

On January 25, 2007 the European
Court of Justice decided the case Opel
v. Autec, Case C-48/05, referred to it by
the German District Court (Landge-
richt) Nürnberg-Fürth. Opel, having
registered a figurative trademark, the
well-known “Opel Blitz”,

for automobiles and toys, sought to
prohibit Autec from reproducing the
mark on toy replicas of Opel cars.

The Landgericht referred the following
questions:

“(1) Does the use of a trade mark registe-
red also for ‘toys’ constitute use as a
trade mark for the purposes of Article 5 (1)
(a) of the Trade Mark Directive if the
manufacturer of a toy model car copies a
real car in a reduced scale, including the
trade mark of the proprietor of the trade
mark as applied to the real car, and mar-
kets it?

(2) If the answer to Question in 1 is in the
affirmative: Is the type of use of the trade
mark described in Question 1 an indicati-
on of the kind or quality of the model car
within the meaning of Article 6 (1) of the
directive (…)?

(3) If the answer to Question 2 is in the
affirmative: In cases of this type what are
the decisive criteria to be applied in
assessing whether the trade mark cor-
responds to honest practices in industrial
or commercial matters? Is this in particu-
lar the case if the manufacturer of the
model car applies to the packaging, and
to an accessory required in order to use
the model, a mark recognisable to the
trade as its own trade mark together with
its company name and the address of its
seat?”

The ECJ ruled as follows:

“1. Where a trade mark is registered both
for motor vehicles – in respect of which it
is well known – and for toys, the affixing

by a third party, without authorisation
from the trade mark proprietor, of a sign
identical to that trade mark on scale
models of vehicles bearing that trade
mark, in order faithfully to reproduce
those vehicles, and the marketing of
those scale models:

– constitute, for the purposes of Article
5 (1) (a) of First Council Directive
89/104/EEC of 21 December 1988 to
approximate the laws of the Member
States relating to trade marks, a use
which the proprietor of the trade mark is
entitled to prevent if that use affects or is
liable to affect the functions of the trade
mark as a trade mark registered for toys;
– constitute, within the meaning of
Article 5 (2) of that directive, a use which
the proprietor of the trade mark is entitled
to prevent – where the protection defined
in that provision has been introduced into
national law – if, without due cause, use
of that sign takes unfair advantage of, or
is detrimental to, the distinctive character
or the repute of the trade mark as a trade
mark registered for motor vehicles.

2. Where a trade mark is registered, inter
alia, in respect of motor vehicles, the affix-
ing by a third party, without the authori-
sation of the proprietor of the trade mark,
of a sign identical to that mark to scale
models of that make of vehicle, in order
faithfully to reproduce those vehicles, and
the marketing of those scale models, do
not constitute use of an indication con-
cerning a characteristic of those scale
models, within the meaning of Article 6 (1)
(b) of Directive 89/104.”

The judgment had been long-awaited
with great expectations because many
thought that the ECJ needed to clarify the
extent to which an infringing use must
make use of the infringing sign “as a
trademark”. In fact, the ECJ had pre-
viously refused to require “trademark
use”. This approach is – at least implicitly
– confirmed in the present case. But the
extent to which a use of the kind involved
in the Opel situation constitutes infringe-
ment still remains unclear. 

The Court’s answer will likely satisfy few,
since it merely offers an open-ended for-
mula for the referring court to apply: the
use may be prohibited “…if that use
affects or is liable to affect the functions

M
un

ic
h 

.
D

üs
se

ld
or

f 
.

P
ar

is
 .

 A
lic

an
te

7



of the trade mark as a trade mark register-
ed for toys.” In the present case, Opel
had not alleged any function other than
the mark’s original function as suscepti-
ble to being affected.

The answer to whether the use of the
mark protected for automobiles is infring-
ed as well will come as no surprise,
because the Court merely restates the
rule that marks with a reputation are pro-
tected against the use of the mark for dis-
similar goods.

Finally, the conclusion that the use of the
Opel Blitz on the replicas does not consti-
tute use of a descriptive term within the
meaning of Article 6 of the Directive serv-
es as a welcomed clarification.

Reported by Dr. Alexander von
Mühlendahl

8. European Court of Justice: Injunc-
tion is mandatory in cases of trade-
mark infringement (Case C-316/05 –
Nokia v. Wärdell)

On December 14, 2006, the European
Court of Justice decided the case of
Nokia Corp. v. Wärdell, Case C-316/05,
referred to it by the Höhgsta Domsolen,
the Swedish Supreme Court, which
sought guidance on how to apply the
injunctive relief provision in Article 98
(1) of the Community Trade Mark
Regulation.

The questions referred were the following:

“1. Is the condition relating to ‘special rea-
sons’ in the first sentence of Article 98 (1)
of Regulation (EC) No 40/94 to be inter-
preted as meaning that a court which
finds that the defendant has infringed a
Community trade mark may, irrespective
of the other circumstances, refrain from
issuing a specific prohibition of further in-
fringement if the court considers that the
risk of further infringement is not obvious
or is otherwise merely limited? 

2. Is the condition relating to special rea-
sons in the first sentence of Article 98 (1)
of the Regulation on the Community trade
mark to be interpreted as meaning that a
court which finds that the defendant has
infringed a Community trade mark may,

even if there is no such ground for refrain-
ing from issuing a prohibition of further
infringement as contemplated in Question
1, refrain from issuing such a prohibition
on the grounds that it is clear that a furth-
er infringement is covered by a statutory
general prohibition of infringement under
national law and that a penalty may be
imposed on the defendant if he commits
a further infringement intentionally or with
gross negligence?

3. If the answer to Question 2 is no, must
specific measures, by which a prohibition
is for example coupled with a penalty, be
taken in such a case to ensure that the
prohibition is complied with, even where it
is clear that a further infringement is
covered by a statutory general prohibition
of infringement under national law and
that a penalty may be imposed on the
defendant if he commits a further infringe-
ment intentionally or with gross negli-
gence?

4. If the answer to Question 3 is yes,
does this apply even where the conditions
for adopting such a specific measure in
the case of a corresponding infringement
of a national trade mark would not be
regarded as fulfilled?”

The Court gave the following answers:

“1. Article 98 (1) of Council Regulation
(EC) No 40/94 of 20 December 1993 on
the Community trade mark is to be inter-
preted as meaning that the mere fact that
the risk of further infringement or threaten-
ed infringement of a Community trade
mark is not obvious or is otherwise mere-
ly limited does not constitute a special
reason for a Community trade mark court
not to issue an order prohibiting the
defendant from proceeding with those
acts.

2. Article 98 (1) of Regulation No 40/94 
s to be interpreted as meaning that 
the fact that the national law includes 
a general prohibition of the infringement
of Community trade marks and provides
for the possibility of penalising further 
nfringement or threatened infringement,
whether intentional or due to gross 
negligence, does not constitute a special 
reason for a Community trade mark 
court not to issue an order prohibiting 
he defendant from proceeding with 
hose acts.
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3. Article 98 (1) of Regulation No 40/94 is
to be interpreted as meaning that a
Community trade mark court which has
issued an order prohibiting the defendant
from proceeding with infringement or
threatened infringement of a Community
trade mark is required to take such meas-
ures, in accordance with its national law,
as are aimed at ensuring that that prohibi-
tion is complied with, even if the national
law includes a general prohibition of in-
fringement of Community trade marks
and provides for the possibility of penalis-
ing further infringement or threatened
infringement, whether intentional or due
to gross negligence.

4. Article 98 (1) of Regulation 40/94 is to
be interpreted as meaning that a
Community trade mark court which has
issued an order prohibiting the defendant
from proceeding with infringement or
threatened infringement of a Community
trade mark is required to take, from
among the measures provided for under
national law, such as are aimed at ensu-
ring that that prohibition is complied with,
even if those measures could not, under
that law, be taken in the case of a corre-
sponding infringement of a national trade
mark.”

The answer that injunctive relief is indeed
“mandatory” may seem unremarkable to
those from civil law jurisdictions where
the grant of an injunction in case of com-
mitted or threatening IP infringement is
routine (unless the defendant gives an
enforceable undertaking not to commit
any further infringement), but it may come
as a surprise to those more familiar with
U.S. law where injunctive relief is a discre-
tionary remedy subject to the principles of
equity, as recently emphasized by the
U.S. Supreme Court in the patent-infrin-
gement case eBay v. MercExchange,
decided on May 15, 2006.

Reported by
Dr. Alexander von Mühlendahl

9. Decisions of the Court of First
Instance – December 2006 to February
2007

In the period December 2006 – February
2007, the Court of First Instance (CFI) ren-
dered 12 new appellate decisions. They
are highlighted in the following sections.

Absolute grounds of refusal

Not surprisingly, the CFI confirmed the
refusal of HAIRTRANSFER for various
hair treatment-related goods and ser-
vices: Decision of February 15, 2007,
Case T-204/04, Indorata-Servicos e
Gestao, Lda.

In its decision of January 17, 2007,
Georgia-Pacific Sark v. OHIM, Case T-
283/04, the CFI – not surprisingly – confir-
med the refusal of a shape (a structure of
paper towels) on grounds of an absence
of distinctiveness:

Relative grounds of refusal

Because of the inherent weakness of
ROYAL and the differences in the goods –
wines from Porto for the senior mark,
wines from Rioja for the junior mark – the
CFI annulled an earlier decision which
had found in favour of the senior mark
ROYAL FEITORIA against the junior
mark ROYAL. Decision of February 15,
2007, Case T-501/04, Bodegas Franco-
Espanolas, SA v. OHIM – Companhia
das Vinhas do Alto Douro, SA. This case
confirms that caution is advised when
seeking to apply the LIFE/THOMSON
LIFE doctrine without regard to the
strength or weakness of the marks and
without regard to whether it is the senior
or junior mark that is incorporated.

No likelihood of confusion was found be-
tween the senior mark EURON and the
junior mark CURON, for goods in class
10, due to the phonetic differences in the
marks and the outweighing of any phone-
tic similarities by the conceptual differ-
ences. Decision of February 13, 2007 in
Case T-353/04, Ontex NV v. OHIM –
Curon Medical, Inc.
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One of the perennial problems of trade-
mark use, namely, the relevance of par-
tial use, was squarely attacked in the
decision of February 13, 2007, in Case T-
256/04, Mundipharma AG v. OHIM –
Altana Pharma AG. The Board had rejec-
ted an opposition based on the senior
mark RESPICORT against RESPICUR
because the opponent had shown use
only in connection with a specific item –
inhalers available by prescription. Further,
the element RESPI was in essence disre-
garded by the Board because it referred
to the indication (respiratory diseases).
The CFI annulled this decision and held in
favour of the opponent. As to the issue of
partial use, the CFI applied the reasoning
established in the earlier case Aladdin
(Case T-126/03), and reasoned that a
proper subcategory of the general class
of pharmaceuticals was pharmaceuticals
for respiratory ailments, rather than regar-
ding the specific goods for which the
mark was used or a classification based
on active ingredients. As a result, when
the CFI compared this subgenus so esta-
blished with the goods of the application,
it found them to be identical. As for a like-
lihood of confusion, the class of potential
users, properly determined, of the oppo-
nent’s goods included end-users who
would not be aware of the meaning of
RESPI. This finding on likelihood of confu-
sion should be compared with the earlier
decision of the CFI in Case T-202/04,
where the holder of the senior mark
ECHINAID could not prevent registration
of ECHINACIN.

In spite of phonetic similarities and iden-
tical or similar goods, the opposition
based on a figurative mark MARS failed
against a figurative mark NARS because
of the overall substantial differences visu-
ally and conceptually. Decision of
February 8, 2007, Quelle AG v. OHIM –
Nars Cosmetics, Inc., Case T-88/05:

In its decision of February 6, 2007,
Aktieselskab af 21. November 2001 v.
OHIM – TDK K.K., Case T-477/04, the
CFI confirmed a refusal to register TDK
for clothing on the basis of the word and
figurative TDK mark well-known for
goods in class 9. This case is one of the
few instances in which an opposition has
succeeded on the basis of Article 8 (5)
CTMR. The Court relied, inter alia, on the
large amount of sponsorship undertaken
by TDK. 

Ferrero Deutschland GmbH was un-
successful in its opposition based on
FERRERO against a junior mark FERRO.
Judgment of December 16, 2006,
Ferrero Deutschland GmbH v. OHIM –
Cornu SA Fontain, Case T-310/04. The
decision is not (yet) available in English. In
an earlier case decided on 15 March
2006, the same Chamber of the CFI had
confirmed a refusal of a figurative mark
FERRO based on FERRERO (Case T-
35/04).

In Mast-Jägermeister AG v. OHIM –
Licorera Zacapaneca, Joined Cases T-
81, 82 and 103/03, decided on December
14, 2006, the opponent Mast prevailed
against three junior figurative marks,
based on its own figurative mark. This is
one example of cases in which the CFI
overruled contrary decisions of the Board:
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In Gagliardi v. OHIM – Norma Lebens-
mittelfilialbetrieb, Case T-392/2004,
decided December 14, 2006, the CFI
found in favour of the holder of the senior
mark MANOU against a junior figurative
mark:

The case also involves an interesting
comparison of the respective goods
(classes and subclasses of clothing), as
well as a judgment on costs against
OHIM because the Board had refused the
registration of the applicant’s mark for
more goods than had been requested by
the opponent to be the subject of the
opposition! The decision is not (yet) avai-
lable in English.

Procedure before OHIM

In its decision of February 7, 2007,
Kustom Musical Amplification Inc. v.
OHIM, Case T-317/05, the CFI annulled a
Board decision which had confirmed the
refusal to register a 2-D representation of
a guitar shape because the Board’s refu-
sal was based on evidence that had not
previously been communicated to the
applicant.

In Calavo Growers Inc. v. OHIM – Luis
Calvo Sanz SA, Case T-53/05, decided
on January 16, 2006, the CFI annulled a
Board decision which had rejected an
opposition because the opponent had not
furnished, in the proper language, argu-
ments substantiating the opposition. The
CFI held that the mere statement that the
mark should be refused because of likeli-
hood of confusion was indeed sufficient
to constitute “grounds”.

Reported by
Dr. Alexander von Mühlendahl

10. German Federal Supreme Court:
Deadline for any means of redress
starts from the time of signature of
acknowledgment of receipt (Case I ZB
39/05 – Empfangsbekenntnis/ack-
nowledgment of receipt)

If an attorney-at-law to whom a court
decision shall be delivered signs the
associated acknowledgment of receipt,
the deadline for any means of redress
starts from the time of signing the ack-
nowledgment of receipt. In this res-
pect, it is irrelevant that the attorney-
at-law instructed his office not yet to
return the acknowledgment of receipt
to the court and that the acknow-
ledgment of receipt is nevertheless
filed with the court due to a clerical
error.

According to Section 85 (1) of Trademark
Act, an appeal against a decision of the
Federal Patent Court in trademark oppo-
sition proceedings must be filed with the
Federal Supreme Court within one month
after delivery of the decision. Therefore,
the critical question is when the time
period for filing a means of redress
begins. On this issue, this time period
begins when the decision of the Federal
Patent Court is effectively delivered to the
parties’ attorneys of record, according to
Section 79 (1) Sentence 3, Section 82 (1)
Sentence 1 of Trademark Act, Section
174 (1) of Code of Civil Procedure.

The prerequisite of an effective delivery of
the acknowledgment of receipt to one of
the persons listed in Section 174 (1) of
Code of Civil Procedure is – firstly – the
transmission of the document with the
intention of delivery. Secondly, the reci-
pient’s willingness to receive the docu-
ment is also relevant; the receipt of the
document to be delivered must be effec-
ted with the intention of considering it
delivered. Therefore, the date of delivery
is the day when the addressee personally
learns of the receipt of the transmitted
document and accepts it – with the wil-
lingness to receive it. Thirdly and finally, it
must be noted that the intention of receipt
is certified by signing the acknowl-
edgment of receipt, which is a public cer-
tificate.

These requirements applied to the pre-
sent case. In this respect, the attorney-at-
law’s instruction to the office staff to
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retain the acknowledgment of receipt and
not yet to send it to the court was consi-
dered irrelevant, even though the ack-
nowledgment of receipt was filed with the
court as a result of a clerical error.

Reported by Dr. Henning Hartwig

11. German Federal Supreme Court
on the admissibility of domain name
applications on behalf of third parties
(Case I ZR 59/04 – grundke.de)

The Federal Supreme Court has issued
a press release in a domain name case
concerning an ongoing practical issue
related to domain name applications
filed on behalf of third parties in
Germany. Although the written deci-
sion is not yet available, we report on it
nevertheless because the decision has
a significant impact on the practice in
Germany.

Contrary to decisions of several lower
courts, the Federal Supreme Court has
allowed a domain name application to be
made on behalf of a third party owner of a
name with the consequence of being
prior towards another individual with the
same name. In the present case, the
plaintiff with the family name “Grundke”
sued a website designer who had applied
for the domain name “grundke.de” on
behalf of a company known as “Grundke
Optics”. The designer, who had also
created the website for Grundke Optics,
was registered as the owner of the
domain name in the domain name registry
database.

The Court of Appeals had granted the
injunction and the plaintiff’s claim for a
release of the domain name, since the
designer-registrant, unlike the plaintiff,
did not have own rights in the name upon
which he could rely. The Federal Supreme
Court, however, vacated this decision
since the domain name had been applied
for by the designer-registrant on behalf of
an owner with the name “Grundke”.
However, the Court established an addi-
tional requirement to be met in such cir-

cumstances, which is that a third party
must easily and reliably be able to evalua-
te whether a domain name application
was truly filed on behalf of an owner of a
name that corresponds with the domain
name. The Court held that this was the
case here since the website’s content
supported the use of “Grundke Optics”,
the name which was the basis for the
applied-for domain name “grundke.de”.

Since it is still the case, surprisingly so,
that companies rely on the domain name
applications made on their behalf by
advertising agencies or even Internet ser-
vice providers, this decision has a signifi-
cant impact on the practice of domain
name applications in Germany.

Reported by Dietrich Beier

12. Czech Arbitration Court renders a
decision on the transfer of domain
names incorporating the known trade-
mark “Quelle”, such as dvd-quelle.eu,
moebel-quelle.eu, moebelquelle.eu,
quelle-sammelbesteller.eu (Case CAC
02798 – quelle.eu)

This decision, one among many similar
decisions, is of interest since it shows
that under the new .eu domain name
regime, it can be sufficient to succeed
in an arbitration proceeding if the
Complainant claims a confusing simi-
larity of signs and a lack of legitimate
interest, without necessarily having to
show bad faith of the application or of
the use of the domain name.

Complainant is a well-known mail-order
company in Germany and other coun-
tries, and is the proprietor of several
trademarks incorporating the designation
“quelle”. Complainant offered, inter alia,
DVDs and furniture, as well as services
such as photo development under “photo
quelle” and kitchen furniture under
“küchen-quelle” (English: “kitchen-quel-
le”). It is the owner of the domain names
“dvd-quelle.de” and “moebel-quelle.de”
(the latter in English: “furniture-
quelle.de”).

The Complainant’s trademarks and the
domain names in question were conside-
red confusingly similar since they only dif-
fer in the additional elements “dvd”,
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“moebel” and “sammelbesteller” which
are German words descriptive for “digital
versatile discs”, “furniture” and “accumu-
lative orderer”. The addition of such pure-
ly descriptive elements was not conside-
red as having a relevant impact on the
similarity of signs or the distinctiveness of
the main element “quelle”, which clearly
is the dominant designation in the domain
names. Since the requirement of signs
being confusingly similar is available also
in the UDRP, the panel also relied on rela-
ted UDRP panel decisions (see Advanced
Micro Devices, Inc. v Dimitry – WIPO
Case No. D2000-0530; Porsche AG v
Vasiliy Terkin – WIPO case D2003-0888;
PepsiCo Inc. v Pepsi srl – WIPO Case No.
D2003-0696) in its decision.

The domain names were registered by the
Respondent without rights or a legitimate
interest in the names since neither a right
nor a legitimate interest in accordance
with Article 21 No. 2 of the Regulation
(EC) No. 874/2004 of April 28, 2004, was
demonstrated by the Respondent or was
otherwise apparent. Since this finding
was sufficient to transfer the domain
names to the Complainant, the panel did
not have to examine whether there was
registration or use in bad faith.

Reported by Dietrich Beier
(who acted as the single panellist
in this ADR proceeding)

13. Cologne Appeal Court: Decision
of March 24, 2006 – (6 U 115/05 –
Longchamps)

According to the Cologne Appeal
Court, a handbag featuring characteri-
stics each of which are already known
can nevertheless be regarded as
distinctive and is therefore entitled to
protection against imitation under
unfair competition law, if the combina-
tion of the previously-known forms is
new. Moreover, the Cologne Appeal
Court held that a company with an
exclusive license to sell the underlying
goods has a right of action based on

unfair competition law concerning
claims to independent protective rights
if the claimant not only distributes the
underlying goods in Germany, but also
if he arranges transactions for a com-
mission directly between foreign pro-
ducers and domestic marketers.

Attorneys of the law firm Bardehle Pagen-
berg successfully represented the plaintiff
in this proceeding, which was just recently
concluded by a confirming decision of the
Federal Supreme Court.

Protection against imitation of goods that
are not covered by particular intellectual
property rights is provided under unfair
competition law if the product is visibly
individual and distinctive. The Cologne
Appeal Court found that the imitated
handbag, although featuring forms that
were not new per se, had the required
individual character since the combinati-
on of these previously-known features
was new. The Cologne Appeal Court also
found that the application of the defen-
dant’s own signs on the imitation did not
negate the infringing character of the imi-
tation and did not prevent the imitation
from being prohibited since the defen-
dant’s signs could be noticed by the
public only upon a close viewing and also
since the signs could be removed. The
fact that the defendant and its signs were
a well-known fashion label did not affect
the court’s finding.

The Cologne Appeal Court affirmed the
claimant’s right of action for asserting
claims to protective rights based on unfair
competition law, Section 4 (9) of the Act
Against Unfair Competition Act, even
though the claimant is not the producer of
the underlying bags. Rather, the claimant
is the German exclusive licensee to sell
the bags, and belongs to the same busi-
ness group as the French producer).
According to the reasoning of the
Cologne Appeal Court, the claimant’s
position within this business group is not
typical, since the claimant not only distri-
butes the producer’s products in
Germany in its own boutiques or via inde-
pendent third parties, but also acts as a
sales agent by arranging transactions for
a commission between the producer and
– independent – German marketers. The
court clearly held that the latter activity,
which is generally considered not suitab-
le to give rise to a personal right of action,
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in this case does not prevent such an
entitlement. The claimant must be treated
the same as a sales-beneficiary with an
exclusive license. In this situation, the
defendant’s sale of counterfeit products
causes the likelihood of deception for the
public as to the origin of the goods, since
the claimant is regarded as the exclusive-
ly-authorized agent of the producer.

Reported by Dr. Stefan Abel

14. Munich Appeal Court: Decision of
December 12, 2006 – 6 W 2908/06 –
Media-Markt 

The Munich Appeal Court held that it is
not an abuse of law if different shops
belonging to the same group take legal
action against numerous competitors
based on a similar activity in the course
of trade. The law does not provide a
numerical restriction. Therefore, a 
claimant is entitled to act against
numerous competitors if those compe-
titors actually infringe Unfair Compe-
tition Law.

Advertising “from X €” delivery costs
on a price comparison Internet site is
misleading if the actual delivery costs
of an order are significantly higher.

Several shops belonging to the Media-
Markt group, which is the market leader
among German electronics retailers, filed
more than eighty preliminary injunctions
with the Munich District Court against
online retailers of electronic devices.
Those retailers were advertising with
identical “from X €“ delivery costs on
price comparison Internet sites for diffe-
rent products, even though the costs
were actually significantly higher. In addi-
tion, some information about delivery
dates and the energy efficiency of the
offered electronic devices were also par-
tially incorrect.

All of the preliminary injunctions essen-
tially contained similar text. Some of the
preliminary injunctions were filed with
commercial chambers of the Munich
District Court, while others were filed with
a civil chamber specialised in Unfair
Competition and Trademark Law. The lat-
ter chamber refused to issue the prelimi-
nary injunctions because it regarded the
number of filed proceedings as detraction
from the claimant’s case and an abuse of
law, and accordingly considered them
inadmissible. The commercial chambers
did not share this opinion and granted the
requested injunctions.

Media-Markt appealed against every
refusal of a preliminary injunction. In this
first decision, the Munich Appeal Court
held that the law does not provide a
numerical restriction and therefore a clai-
mant is entitled to act against numerous
competitors if those competitors actually
infringe Unfair Competition Law. The
Munich Appeal Court found the afore-
mentioned advertising misleading and
granted the preliminary injunction.
Meanwhile, the Munich Appeal Court
confirmed this finding in three subse-
quent decisions.

The Frankfurt Appeal Court has also
denied abuse of law in a recent case
where more than two hundred warning
letters and over eighty preliminary
injunctions were filed by a relatively small
company based on similar acts of unfair
competition.

Hence, in general, actions against Unfair
Competition Law do not become legal
just because many competitors are found
to be doing the same thing. Companies
are entitled to take legal action against as
many competitors as deemed necessary.

Reported by Thomas Huber
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15. Procedural Law: “Enforcement
Directive” close to be implemented in
Germany

Roughly a year since the deadline for
implementing the Directive 2004/48/IC
of the European Parliament and of the
Counsel of April 29, 2004 on the enfor-
cement of intellectual property rights
(“Enforcement Directive”) in the natio-
nal laws of the member states has
expired, finally, also the German legis-
lator strives to carry out its respective
duty. Having published a first draft for
implementing the Enforcement Direc-
tive in January 2006 and having amen-
ded this first draft in the light of exten-
sive criticism by practitioners as well
as by scholars, the German Federal
Ministry of Justice initiated a cabinet
decision and published the new –
amended – draft in January 2007 which
was consecutively forwarded to the
legislative bodies.

The essential elements of the January
2007 draft, which is not likely to be signi-
ficantly changed during the further legis-
lative procedure, are improved instru-
ments for collecting information and pre-
serving evidence with respect to infringe-
ment of intellectual property rights as well
as with respect to the infringers them-
selves and their distribution channels. In
particular, instruments are provided with
which the intellectual property right owner
may – under certain conditions – gather
information from a third party (e.g., an
internet provider) in order to be able to
identify the actual infringer. These instru-
ments will be of particular importance in
patent, utility model and copyright infrin-
gement cases. Further, better means for
obtaining preliminary cease-and-desist
orders are provided as well as improved
claims for destruction of infringing piracy
products. Finally, a claim for damages
according to the infringers’ profits and
according to a reasonable royalty, both of
which were already acknowledged by the
case law, shall now be expressly mentio-
ned in the written law. In general, the legal
position of intellectual property right 
holders will certainly be improved. This
will allow them a more effective enforce-
ment of their rights in Germany, just in
accordance with the “spirit” of the
Enforcement Directive.

Given that Germany holds the presidency
of the Counsel of the European Union
since January 1, 2007, and also the actu-
al presidency of the G8 member states, it
is very likely that the implementation of
the Enforcement Directive will take place
in Germany within the next few months.

Reported by Tilman Müller-Stoy

M
un

ic
h 

.
D

üs
se

ld
or

f 
.

P
ar

is
 .

 A
lic

an
te

15



IMPRINT

The “BARDEHLE PAGENBERG IP
Report” is published by 

Patent- und Rechtsanwälte
BARDEHLE PAGENBERG
Galileiplatz 1, 81679 München
Tel. +49 (0)89 92805-0 
Fax: +49 (0)89 92805-444

Editors: 

Dr. Frank Peterreins
(Patent)

Dr. Henning Hartwig
(Trademark, Design, Copyright,
Unfair Competition)

The “BARDEHLE PAGENBERG IP Report” provides

information and comments on legal issues and de-

velopments of interest in the field of industrial pro-

perty. Nothing in this newsletter constitutes legal

advice. Intellectual property laws and systems are

multifaceted and intricate, and regarding any pro-

blem or matter, we urge you to obtain professional

advice before taking any action with respect to any

information contained in this newsletter. BARDEHLE

PAGENBERG assumes no responsibility for infor-

mation contained in this newsletter or on the websi-

te www.bardehle.com and disclaims all liability with

respect to such information. 

The following is information requested by § 6 of the

German Law on Teleservices: The European Patent

Attorneys of BARDEHLE PAGENBERG are

members of the European Patent Institute (epi,

http://www.patentepi.com/) and as such sub-

ject to its Code of Professional Conduct,

(http://www.patentepi.com/english/100/120/) and

the Regulation on Discipline issued by the Admini-

strative Council of the European Patent Organisa-

tion (http://www.patentepi.com/english/100/120/)

Unless otherwise specified, the term "Patent

Attorney" on the website www.bardehle.com refers

to German Patent Attorneys. BARDEHLE PAGEN-

BERG Patent Attorneys are registered at the

German Patent and Trademark Office and members

of the German Patent Attorneys Association

(http://www.patentanwalt.de/). German Patent

Attorneys are subject to the professional rules laid

down in the Patentanwaltsordnung (PatanwO)

[German Patent Attorney Code], which can be re-

viewed in German at http://jurcom5.juris.de, and in

the Berufsordnung der Patentanwälte BOPA [Code

of Conduct for Patent Attorneys] which can be

downloaded as pdf file in German here. 

BARDEHLE PAGENBERG German attorneys

at law are members of the Bar Association in the

district of the Higher Regional Court in Munich

(http://www.rechtsanwaltskammer-muenchen.de/),

Germany, unless specified otherwise. They are sub-

ject to the Bundesrechtsanwaltsordnung (BRAO)

[German Attorney at Law Code], the Berufsordnung

der Rechtsanwälte (BORA) [Code of Conduct for

German attorneys at law] and the Rechtsanwalts-

vergütungsgesetz (RVG) [Code of Lawyers' Fees].

These German rules and laws can be reviewed (in

German) at http://www.brak.de/ under "Angaben

gemäß § 6 TDG". 

Moreover, the Code of Conduct for Lawyers in the

European Community issued by the CCBE (Council

of the Bars and Law Societies of the European Com-

munity) http://www.ccbe.org/UK/publications.htm

is applicable to all lawyers of BARDEHLE PAGEN-

BERG
M

un
ic

h 
.

D
üs

se
ld

or
f 

.
P

ar
is

 .
 A

lic
an

te

16


