
1. Dr. Jochen Pagenberg celebrated his 
65th birthday

Dr. Jochen Pagenberg’s birthday was 
celebrated on May 27th at the royal 
castle of Nymphenburg in Munich where 
friends and colleagues gathered for a 
festive reception. An honorary speech on 
Trademark Law was given by Alexander 
von Mühlendahl.

On the occasion of his 65th birthday, Dr. 
Jochen Pagenberg was honoured with a 
“Festschrift” to which several partners of the 
firm and a number of prominent colleagues of 
various nationalities contributed chapters on 
a range of IP issues that are of central interest  
to practitioners today. 

Dr Pagenberg is perhaps best characterized 
in a passage of the book’s foreword: “Articles 
and lectures of the highest level on almost 
all areas of Industrial Property and Copyright 
Law are proof of the wide scope on which 
he is operating, as a lawyer, but also as a  

speaker and lecturer in Germany and else- 
where. To all who have experienced and are 
still experiencing him, it has never become 
entirely clear from where he takes the time 
and energy for all his activities …”

Details on author’s names and chapter head- 
lines of the “Festschrift” as well as the fore- 
word written by joint editors Dietrich Beier, 
Laurence Brüning-Petit and Christopher  
Heath can be viewed on our website at  
www.bardehle.com

Reported by Dr. Frank Peterreins 

2. Questions on the Patentability of Human  
Stem Cells before the Enlarged Board of 
Appeal of the European Patent Office

The following questions of law have been 
referred to the Enlarged Board of Appeal 
in decision T 1374/04 of April 7, 2006: 
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a) Does Rule 23d(c) EPC apply to an 
application filed before the entry into 
force of the rule?

b)  If the answer to question 1 is yes, does 
Rule 23d(c) EPC forbid the patenting 
of claims directed to products (here: 
human embryonic stem cell cultures) 
which – as described in the application 
– at the filing date could be prepared 
exclusively by a method which nec- 
essarily involved the destruction of 
the human embryos from which the 
said products are derived, if the said 
method is not part of the claims?

c)  If the answer to question 1 or 2 is no, 
does Article 53(a) EPC forbid patenting 
such claims?

d)  In the context of questions 2 and 3, is 
it of relevance that after the filing date 
the same products could be obtained 
without having to recur to a method 
necessarily involving the destruction 
of human embryos (here: eg derivation 
from available human embryonic cell 
lines)?

I.
So far the Enlarged Board of Appeal has been 
faced only once with a question on patentability 
in a case relating to biotechnology. In its 
Novartis decision the Board ruled that a claim 
comprising plant varieties may be patentable 
in accordance with Article 53(b) EPC.

Now Article 53(a) EPC is at issue, exempting 
inventions from patentability the publication 
or exploitation of which would be contrary 
to “ordre public” or morality. The provision is 
supplemented by Rule 23d EPC stipulating 
in paragraph (c) that European patents shall 
not be granted for uses of human embryos for 
industrial or commercial purposes.

II.
The application giving rise to the referral 
concerns a cell culture comprising primate 
embryonic stem cells preserved in a status 
which makes it usable for a certain period. The 
Examining Division refused the application, 
because the use of human embryos as 
starting material for the generation of the 
claimed culture was a use thereof for industrial 
purposes within the meaning of Rule 23d(c) 
EPC and was thus prohibited under Rule 
23d(c) in conjunction with Article 53(a) EPC.

On appeal, the applicant considered the 
main issue to be the question of construction 

of Rule 23d(c) EPC, namely, whether the 
provision should be interpreted narrowly, 
thereby excluding from patentability only 
claims directed to the use of human embryos, 
or broadly, thereby extending the exclusion 
to products whose isolation necessitated 
the direct and unavoidable use of human 
embryos.

III.
The Technical Board of Appeal 3.3.8 starts 
with the question of whether Rule 23d(c) EPC 
is applicable to applications filed before its 
entry into force. The provision is contained 
in Chapter VI on biotechnological inventions 
and was introduced into the Implementing 
Regulations to the EPC as a consequence 
of the Directive 98/44/EC of the European 
Parliament and the Council. The Board quotes 
two decisions of Boards of Appeal affirming 
that Chapter VI may be applied to pending 
applications, but states at the same time that 
the issue has not yet been decided by the 
Enlarged Board of Appeal.

As to the issue of a broad or a narrow inter- 
pretation of Rule 23d(c) EPC (2nd question), 
the Board, explicitly abstaining from expres- 
sing an opinion on how the exclusion clauses 
in the EPC are to be construed, cites the 
Enlarged Board’s decisions acknowledging 
that the rules on interpretation in Article 31 
and 32 of the Vienna Convention on the 
Law of Treaties have to be applied. Under 
the Convention’s basic provision rule in 
Article 31(1), a treaty shall be interpreted in 
good faith in accordance with the ordinary 
meaning to be given to the terms of the treaty 
in their context and in the light of its object 
and purpose. The Board voices doubts on 
the validity of the applicant’s line of argument 
that only applications claiming directly uses of 
human embryos for industrial or commercial 
activities fell under the exclusion, whereas in 
the present case the claimed invention was 
a cell culture, not a method for producing 
the cell culture from an embryo. Whereas the 
Board agrees with the applicant that it is the 
claimed invention which has to be examined 
for its compliance with Rule 23d(c), the Board 
is of the opinion that the category of a claim 
is not per se relevant in assessing whether 
or not ethical objections exclude the claimed 
invention from patentability. 

In respect of the 3rd question, the applicant 
submitted that there was no consensus 
amongst the Contracting States as to the  IP
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ethical acceptability of using human embry- 
onic stem cells. The correct approach in 
applying Article 53(a) was a careful weighing 
up of the moral objections on the one hand 
and the invention’s usefulness to mankind 
on the other hand. The Board considered it 
doubtful whether, when it comes to human 
life, it was ethically acceptable to make a 
decision by weighing the interests of human 
beings, who could potentially benefit from the 
exploitation of a technology, against a right of 
human embryos to get to life and of not being 
destroyed for the benefit of others.

The last question is concerned with the 
applicant’s position that the decision on an 
exclusion under Rule 23d(c) should be made 
on the basis of the factual and legal situation 
subsisting when the decision is given. In the 
present case, changes have occurred in both 
aspects. On the one hand, established cell 
lines obtained from human pre-implantation 
embryos and suitable for being used in 
carrying out the invention were made available 
in depositories after the filing date. On the 
other hand, according to the applicant, the 
attitude towards human stem cell technology 
had been changing in a more favourable 
direction. In this respect, the Board, without 
giving any further comments, refers to the final 
decision given in the case of the opposition 
against the Oncomouse patent, holding that 
the assessment was to be made as of the 
filing or priority date. 

IV.
There will be no way for the Enlarged Board of 
Appeal to render a decision in this case which 
could please everybody. Genetic engineering 
and stem cell technology in particular have 
become a matter of ideological discussion 
without a chance of reaching a broad con- 
sensus in society. This has been shown by the 
troublesome process of the implementation 
of the Directive 98/44/EC in national law. The 
“Patenting of Life” was labelled almost 15 
years ago as an oversimplified and distorted 
slogan, but it is still used as an effective tool to 
mobilise public fears. The proceedings before 
the Enlarged Board will attract a lot of public 
awareness and many observations from third 
parties may be expected. 

Although the decision to be taken may have 
political implications, it has to be first of all 
the answer to a legal question to be given 
on the basis of accepted legal methods. One 
of the key issues will be the relation between 

Rule 23d EPC and Article 53(a) EPC. Is the 
Rule in agreement with the Convention and 
is it a mere implementation of the Article? If 
yes, the answer to the first question may be 
easy. Another important aspect of the referral 
is: How far will the Enlarged Board go in its 
answer? Will it restrict itself to the facts of the 
case underlying the referral, i.e. an invention 
for which stem cells have to be produced 
from human embryos as starting material. 
This might restrict the scope of application of 
the answer, since stem cell lines as a starting 
material have become available from reliable 
sources which may be used in agreement 
with national law in most countries.

Reported by Dr. Rudolf Teschemacher

3. Federal Supreme Court holds that 
trading companies are generally liable 
for damages if they distribute infringing 
products („Melanie“ - X ZR 93/04)

A trading company does not observe 
due diligence if a product is distributed 
without having ascertained that an 
assessment of a possible infringement 
of protection rights has been carried 
out at least once. Otherwise, the trading 
company acts culpably and may thus be 
liable for damages. 

The Federal Supreme Court held that trading 
companies are generally liable for damages 
if they distribute infringing products. The de- 
cided case referred to an infringement under 
the Species Protection Act, however, it is also 
applicable in case of a patent infringement. 

The Defendant submitted that due diligence 
was observed, because the involved products 
had been purchased from an experienced 
supplier. According to his opinion, no inquiry 
had to be carried out, because there were no 
tangible suspicious facts. 

According to the established case law of the 
Federal Supreme Court, the manufacturer of 
a product is obliged to keep himself informed 
on protection rights of other parties, and must 
ascertain that the product does not infringe 
such protection rights. In the decided case, it 
was not necessary to discuss whether or not 
the same legal standard is generally applicable 
for a trading company. However, the Federal 
Supreme Court held that this legal standard 
is applicable if a trading company purchases IP
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products without having checked whether due 
diligence has been observed by the supplier 
or another company in the trade chain. This is 
in particular true for a trading company which 
imports a product from abroad, because in 
this case it is very likely that the manufacturer/
supplier did not see any need to check on 
third party‘s rights for the involved country.  

As a result, a trading company must not 
distribute a product before having ascertained 
that an assessment of a possible infringement 
of protection rights has been carried out at 
least once. 

Reported by Dr. Frank Peterreins

4. Federal Supreme Court on non-in- 
fringing advertisement on the internet by 
including a (valid!) disclaimer with respect 
to protected countries (“advertising drugs 
on the internet”/“Arzneimittelwerbung im 
Internet” – I ZR 24/03)

It is generally possible to limit the 
relevant territory of an advertisement in 
a legally relevant manner by a disclaimer. 
In this way, it can be announced that the 
advertised product will not be delivered 
to customers in a specific territory or 
country. For a valid disclaimer, it is, how- 
ever necessary that the disclaimer is 
formulated clearly, so that customers 
can recognize that the disclaimer is 
meant seriously. Further, the content of 
the disclaimer must in fact be observed 
by the company which is responsible for 
the internet advertisement. 

In the decided case,  the Court had to deal with 
the question of whether an internet-advertising 
was violating the German Pharmaceuticals 
Act, because the involved drug was not yet 
admitted for distribution within Germany. 
However, the principles established by the 
Federal Supreme Court will most likely also be 
applicable in patent and trademark litigation 
cases. 

The Defendant – a Dutch direct mail selling 
company – was advertising a drug on the 
internet by offering the drug to “German 
speaking Europeans – however, no delivery to  
German addresses”. In addition, only an 
Austrian flag was shown, but not the German 
flag. Nevertheless, a test order proved that 
the Defendant also mailed the involved drug 

to German addresses in spite of the alleged 
exclusion of deliveries to Germany. 

The Federal Supreme Court held that the 
internet-advertising of the Defendant was 
violating the German Act on Drugs. First, the 
court clarified that it is generally possible to 
limit the relevant territory of an advertisement 
in a legally relevant manner by a disclaimer. 
Thereby it can be announced that the ad- 
vertised product will not be delivered to 
customers in a specific territory or country. 
For a valid disclaimer, it is, however, necessary 
that the disclaimer is formulated clearly, so that 
customers can recognize that the disclaimer is 
meant seriously. Further, the disclaimer must 
in fact be observed by the company which is 
responsible for the internet advertisement. 

These requirements of a valid disclaimer were 
not fulfilled in the decided case. The Defendant 
mailed the drug to addresses in Germany and 
did not observe the disclaimer with respect to 
the German territory. As a result, in the eyes of  
the court, the internet-advertising was also 
directed to German customers and was thus 
violating the German Pharmaceuticals Act. 

Reported by Dr. Frank Peterreins

5. European Court of Justice: Trademarks 
bearing the name of a fashion designer 
who has no longer any link with the 
marks’ owner are not of such nature as to 
deceive the public and do not mislead the 
public as to the nature or quality of the 
goods or services (Emanuel v Continental 
Shelf – C-259/04)

In 1997, Elizabeth Emanuel, a well-known Eng- 
lish designer of fashion clothes, in particular 
wedding wear (e.g. designer of Lady Diana’s 
wedding dress), filed an application for the 
trademark “Elizabeth Emanuel & device”. The  
mark was later registered with the UK trade- 
mark registry. Through a series of assignments, 
the mark, together with all assets of the 
business of designing and selling clothes, 
including its goodwill, ended up in the hands 
of Continental Shelf. Ms. Emanuel had left 
the business before the final assignment. In 
1998, Continental Shelf lodged an application 
to register the UK trademark “ELIZABETH 
EMANUEL”.
Ms. Emanuel opposed the registration of this 
trademark and applied to revoke the registered 
trademark “Elizabeth Emanuel & device”. IP
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The hearing officer at the UK trademark registry 
dismissed Ms. Emanuel’s applications. On her 
appeal, the case was referred to the ECJ by 
the Appointed Person who hears appeals  
from decisions of the Registrar sharing 
jurisdiction with the High Court of Justice and  
the Court of Session, respectively. The ECJ  
was asked for guidance as to the preconditions 
for a trademark to be denied registration on 
the grounds that it is deceiving or misleading 
the public as to the nature or quality of the 
goods or services (Articles 3 [1] [g] and 12 [2] 
[b] of the trademark directive) if the goodwill 
associated with the trademark has been 
assigned together with the business of making 
the goods to which the mark relates. The 
Appointed Person considered that a significant 
portion of the relevant public wrongly believed 
that the use of the “ELIZABETH EMMANUEL” 
trademarks indicated that Ms. Emanuel was 
still involved in the design or creation of the 
goods in relation to which the mark was 
used.

Firstly, the ECJ made it clear that personal 
names can be registered as trademarks. 
Furthermore, a trademark must offer a guar- 
antee that all the goods or services bearing 
it have been manufactured or supplied under 
the control of a single undertaking which is 
responsible for their quality. In this respect, 
the ECJ decided that the characteristics 
and the qualities of the garment bearing 
the “ELIZABETH EMANUEL” marks remain 
guaranteed by the undertaking which owns 
the trademarks, even if the average consumer 
might be influenced in his/her act of purchasing 
that garment by imagining that Ms. Emanuel 
was involved in the design. Consequently, the 
name Elizabeth Emanuel cannot be regarded 
in itself as being deceiving or misleading. 

However, according to the ECJ, an intention 
on the part of the trademark owner to make 
the consumer believe that Ms. Emanuel is still 
involved in the design of goods bearing the 
name Elizabeth Emanuel might be held to be 
fraudulent. It is up to the national courts to 
determine fraudulent trading, but this does, in 
any case, not influence the registrability of the 
“ELIZABETH EMANUEL” trademarks in the 
light of Article 3 (1) (g) and 12 (2) (b) of the 
trademark directive.

Reported by Florian Traub

6. Federal Supreme Court rejects 
protection for German trademark “FUSS- 
BALL WM 2006”; German trademark “WM 
2006” partially cancelled (joint cases I ZB 
96/05 and I ZB 97/05)

The World Football Association (FIFA) obtained 
the registration of German trademarks “FUSS- 
BALL WM 2006” and “WM 2006” for more  
than 850 goods and services. The German 
term “FUSSBALL” stands for “football/soccer”,  
whereas “WM” is an abbreviation for “Welt- 
meisterschaft” meaning “world championship”. 
The trademarks were subject to cancellation 
proceedings filed by the confectionary com- 
pany Ferrero who submitted that the trade- 
marks are devoid of any distinctive character 
and consisting of an expression which is de- 
scriptive of the goods and services applied 
for.

The German Federal Supreme Court of Justice 
sustained Ferrero’s action in respect of the 
trademark “FUSSBALL WM 2006”. According 
to a press release (the written substantiation of 
the judgement has not been rendered so far), 
the Court held that the phrase is not eligible 
for registration on the grounds that it lacks any 
distinctive character and is purely descriptive. 
The Court stated that the meaning of the sign 
“FUSSBALL WM 2006” is instantly apparent 
to the German public as a description for the 
football event that takes place in Germany 
from June 9 to July 9, 2006. Furthermore, the 
expression “FUSSBALL WM 2006” is devoid 
of any distinctive character, as the sign is 
incapable to guarantee the identity of origin of 
the marked product or supplied service to the 
consumer without possibility of confusion with 
other products of other origin. 

According to the court, this applies not only 
to those goods and services which obviously 
refer to a sport event, but also to all goods and  
services for which the registration was sought.  
The court justifies this approach by the clear  
meaning of “FUSSBALL” which allows the  
average consumer to make a direct connec- 
tion to the World Cup 2006 in Germany.

In contrast, the Court held that the mark “WM 
2006” is devoid of any distinctive character 
and is descriptive only for those goods and 
services which directly relate to the organization 
of a sport event. The court stated that the 
combination of the two letters “WM” and the 
number “2006” is not necessarily understood 
by the average consumer as a description of 



the World Cup 2006 in Germany for goods 
and services without a link to a sport event. 
As to these goods and services of the mark 
“WM 2006”, the case has to be reconsidered 
by the German Federal Patent Court.

The decision is a serious setback for FIFA in 
its bid to protect the World Cup sponsors. 
However, FIFA is still granted protection for 
the term “WM 2006”: The German trademark 
still protects – after the Court’s decision – the 
remaining goods and services, including, inter 
alia, merchandising products; additionally, 
FIFA still holds the valid Community trademark 
registration “WM 2006” for a wide range of 
goods and services.

Reported by Florian Traub

7. The “Land Rush“ period for the eu. 
domain has started on April 7, 2006. 
Unlike in the “Sunrise” period, when .eu 
domain names were only available to 
the holders of prior rights to a name, for 
instance trademark holders, now domain 
names are obtainable to registration for 
anyone based in the European Union, i.e.

–  companies having their registered office, 
central administration or principal place of 
business within the Community

–  organizations established within the Com- 
munity without prejudice to the application 
of national law

–  natural persons resident within the Com- 
munity.

The Registry registers domain names on a “first 
come, first served” basis in accordance with 
the “eu. Domain Name Registration Policy” 
and the terms and conditions of “eu. Domain 
Name Registration Terms and Conditions”. 

Registrations may be rejected if they do not 
meet the formal requirements for the appli- 
cation. In case a registrant is of the opinion 
that such a decision taken by the Registry 
rejecting the application conflicts with the 
Regulations, he is entitled to file an ADR 
Procedure against EURid (filing within 40 days 
of a Sunrise related decision). 

Another conflict that may arise with respect to 
.eu-domain names is an abusive or speculative 
registration of domain names that are registered 
trademarks or company names. The ADR (Alter- 
native Dispute Resolution) procedure provides 

remedies against such conflicts, too. Under 
the rules of this procedure, a registered 
domain name may be subject to a transfer, if  
there is a similarity to a trade mark or trade 
name without having a legitimate interest, or 
if it is being used in bad faith. There is no time 
limit for filing complaints against domain name 
holders in such type of conflicts.

The ADR procedure for resolving disputes 
about .eu domain names is an important 
alternative to a normal court procedure. While 
(national) court proceedings usually take 
several months or years, the ADR enables a 
transfer of .eu domain names within approx. 
three months. In case the dispute resolution 
panel decides the disputed domain name to 
be transferred to the complainant, the decision 
must be implemented by the Registry within 
30 days after the notification of its decision 
to the parties, unless the Respondent in- 
itiates a court proceeding. In case a court 
proceeding is not initiated, the decisions of 
ADR Proceedings will be final, not subject to 
appeal and compulsory for the parties. In view 
of its quasi self-executing character, the ADR 
proceeding provides an efficient tool against 
bad-faith registrations just as the ADR-pro- 
ceedings in matters of .com -domains provided  
by WIPO. 

The ADR is facilitated by the Arbitration Court 
in Prague, Czech Republic. It administers 
ADR Proceedings in line with the Public 
Policy for .eu of the European Commission 
(EC Regulation 874/2004). ADR Proceedings 
will be carried out in the language selected 
by the holder of the disputed domain name 
(ADR Proceedings will be capable to be 
administered in all official EU languages). As 
a rule, the Czech Arbitration Court usually 
accepts electronic filings of complaints and/or 
other documents within the ADR Proceedings 
through its online platform only (available at 
www.adreu.eurid.eu.)

Dietrich Beier and Stefan Abel of our firm both 
serve as panelists on the WIPO domain name 
arbitration panel, having helped to resolve 
a substantial number of conflicts on .com-
domain names in this capacity. In addition, 
Dietrich Beier was a member of the working 
group for the recent establishment of the ADR 
proceedings on .eu-domain names in Prague 
and has drafted the Procedural Rules for these 
proceedings. He is also a panelist at the Court.

Reported by Dr. Stefan Abel
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