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Legal decision: Germany

A long-lasting and complex dispute over 
the infringement of a Community design 
showing an unusual clock face – divided 
into six instead of the usual 12 sections – 
was recently settled. 

Litigation took place between the 
rightsholder, German niche watchmaker 
Neuhaus Inventing Timepieces, on the one 
hand and the established German watch 
manufacturer MeisterSinger as well as various 
retailers on the other. 

In three separate proceedings on the 
merits, the District Courts of Dusseldorf and 
Leipzig had to mediate the conflict, finally 
without rendering a judgment.

Infringement action 
All started in summer 2012, when Neuhaus 
learned about MeisterSinger’s “six-hours 
watch”. Neuhaus felt that this watch infringed 
the rights conferred by his Community design 
No 1733288-0001, which had been registered 
two years before, and addressed MeisterSinger 
for clarification. 

  
 

RCD No 1733288-0001      Contested product

However, neither an initial inquiry nor 
a subsequent warning letter led to a result. 
MeisterSinger did not only deny infringement 
but also doubted the validity of the Community 
design due to alleged lack of novelty and 
individual character.

When Neuhaus finally decided to file 

an action on the merits with the Dusseldorf 
District Court,1 MeisterSinger, in return, filed 
a counterclaim for a declaration of invalidity 
of the de-sign-in-suit. According to Article 85 
(1) Community Design Regulation (“CDR”), 
a counter-claim is the only way to challenge 
the validity of the design in infringement 
proceedings, which are otherwise presumed 
to be valid.

MeisterSinger argued that the concept of 
a six-hours-watch had been known for ages 
and that the contested product was inspired 
by an ancient clock from the 18th Century. 
To substantiate this argument, MeisterSinger 
submitted numerous photographs of six-
hour-watches on ancient Italian buildings, 
such as, for instance, the famous Palazzo del 
Quirinale in Rome. Neuhaus countered that 
he did not claim rights to the abstract concept 
of a six-hours-watch, but to have rights 
conferred by a specific design. And different 

from ancient clock faces with single roman 
numerals, Neuhaus’ design shows six pairs of 
two numbers each, with Arabic numerals and 
leading zeros, all justified and aligned to the 
center of the clock face.

In the oral hearing, the Dusseldorf District 
Court sided with Neuhaus and found the 
design-in-suit to be both valid and infringed. 
Given that a registered design protects the 
appearance of the whole or a part of a product 
rather than a basic concept, the court did not 
accept MeisterSinger’s defence that six-hours-
watches as such have been known for ages.

The court also agreed with Neuhaus that, 
in order to compare like with like, the subject 
of the disputed design must be adjusted to 
the asserted design, meaning that when 
assessing whether the overall impression was 
the same or different, only the corresponding 
clock face as such (without, for instance, the 
MeisterSinger brand) had to be taken into 
consideration. This practice is based on case 
law of the German Federal Supreme Court.2 

Upon the District Court’s thorough analysis 
and evaluation, MeisterSinger decided to give 
in and to settle the case with Neuhaus.

In the settlement agreement, MeisterSinger 
undertook to refrain from further distribution 
of the accused product on pain of a contractual 
penalty for every subsequent breach, to bear 
the costs of litigation and to pay a lump sum 
compensation to Neuhaus for all damages 
suffered. Neuhaus, in return, waived all further 
claims asserted in the proceedings against 
MeisterSinger, including claims for recall and 
destruction of the infringing goods.

Breach of undertaking
A few weeks later, though, Neuhaus had to 
learn that MeisterSinger was still using pictures 
of the infringing product on its website. In 
2011, the German Federal Supreme Court3 

Two German district courts had to deal with a dogged quarrel among German watchmakers.  
Adrian Kleinheyer reports on the details of the case

Complex dispute over simple 
clock face design

THE CASE:
Neuhaus Inventing Timepieces v MeisterSinger
Dusseldorf District Court and Leipzig District Court
3 December 2014

“MeisterSinger argued 
that the concept of a 
six-hours-watch had 
been known for ages 

and that the contested 
product was inspired by 
an ancient clock from 

the 18th Century.”



62  Intellectual Property Magazine June 2015  www.intellectualpropertymagazine.com 

 
Legal decision: Germany

had decided that the graphical representation 
of a design falls under the term of “use” in 
the sense of Article 19 (1) CDR, at least when 
the pictures is used for commercial purposes. 
Referring to this decision, Neuhaus claimed 
breach of the settlement agreement and 
requested payment of a penalty fee – and 
MeisterSinger promptly paid, without even 
arguing.

Further actions against retailers
This, however, was not yet the end of the case. 
Another couple of weeks later, Neuhaus noted 
that the contested watch was still distributed 
by various retailers of MeisterSinger products, 
so that the dispute between Neuhaus and 
MeisterSinger entered into a new round.

With reference to the settlement 
agreement reached in the Dusseldorf 
proceedings, MeisterSinger took the view 
that the whole matter was concluded. 
According to MeisterSinger, Neuhaus’ waiver 
of claims for recall and destruction implied a 
tacit acceptance of further distribution of the 
contested product through retailers. Neuhaus, 
on the contrary, argued that the agreement 
was concluded only between MeisterSinger 
and Neuhaus, and that further claims of 
Neuhaus against retailers were not included.

MeisterSinger refused seeking for an 
amicable solution and threatened with taking 
counter measures, should Neuhaus further 
pursue claims against the retailers (who would 
then take recourse against MeisterSinger). 

In light of the considerable cost risk 
associated with a further escalation of the 
dispute with MeisterSinger, Neuhaus decided 
to file main action only against one of the 
retailers, in order to create a precedent for 
the disputes with all other retailers. Since the 
retailer was domiciled in Chemnitz, action was 
brought to the Leipzig District Court,4 being 
Saxony’s competent court for Community 
design matters.

Bad faith
While the retailer argued in the Leipzig 
proceedings that Neuhaus acted in breach 
of good faith and fair dealing, MeisterSinger 
filed a separate action against Neuhaus, again 
with the Dusseldorf District Court,5 where 
the settlement had been concluded, with the 
objective to prevent Neuhaus from taking 
further action against retailers.

In preparation of the hearings in December 
2014, Neuhaus noticed that MeisterSinger 
had still not deleted all pictures of the 
contested product from its online presence 
and requested payment of another penalty 
fee. This time, however, MeisterSinger refused 
to pay, arguing that the disputed picture was 
published already a year ago on the company’s 

Facebook page and visible only when scrolling 
down the timeline. Thereupon, Neuhaus 
counterclaimed in the Dusseldorf proceedings 
for breach of the settlement agreement.

Settlement of both cases
In the first of two hearings, the Dusseldorf 
District Court again sided with Neuhaus. 
With regard to the scope of the settlement 
agreement, the court pointed out that retailers 
of MeisterSinger have neither been included 
directly as a party, nor indirectly as third 
party beneficiaries. In particular, the fact that 
Neuhaus waived his claim for recall against 
MeisterSinger, could not be construed as 
an implicit consent to further distribution of 
the product. Consequently, Neuhaus’ claims 
against retailers remained unaffected by the 
settlement agreement.

Regarding the picture on Facebook, the 
court also refused MeisterSinger’s arguments 
in defence and found that a further penalty fee 
payment was due, since the picture was still 
publicly available and used by MeisterSinger 
for marketing, ie, for commercial purposes.

However, in light of the long-lasting and 
extensive dispute, Neuhaus and MeisterSinger 
agreed that it was necessary to reach an 
amicable agreement. Given that the hearing 
before the Leipzig District Court was scheduled 
for the day after, proceedings before the 
Dusseldorf District Court were put on hold 
and both parties agreed to settle both cases 
together during the Leipzig hearing.

By way of a final and comprehensive 
settlement agreement, MeisterSinger’s retailers 
declared to cease and desist distribution of 
the contested watch, while MeisterSinger 
undertook to pay another five-digit as lump 
sum compensation, in order to cover the 
damages caused by the distribution of the 

watch through retailers, a penalty for the 
publication on Facebook and all legal costs 
incurred by Neuhaus. Neuhaus, in return, 
declared that thereby all claims against 
MeisterSinger and all retailers were satisfied.

Lessons from Neuhaus v 
MeisterSinger
The portrayed case perfectly illustrates 
the advantage of registering a simple 
and abstracted design: In infringement 
proceedings, such design enjoys a rather 
broad scope of protection, since any contested 
embodiment will have to be reduced to the 
same degree of generality. However, in return, 
the risk that the design will be found invalid is 
also higher given that each prior art reference 
must also be reduced in the same manner.

Apart from that, this case demonstrates 
how broad the term “use” in Article 19 (1) 
CDR is interpreted at least by German courts: 
Even the use of a picture of a product in 
which a Community design is incorporated or 
to which it is applied may result in a design 
infringement, provided that the picture is used 
for commercial purposes.

Finally, readers may notice the importance 
of considering all claims and parties when 
trying to settle a dispute conclusively and 
without any ambiguity.
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