
Global trademark practitioners – from industry, private practice and the
trademark services sector – tackle the complex issue of trademark
protection strategies in the new gTLD online environment

Trademark protection in
the new online frontier

more than a decade, they are certainly
distinct from traditional IP rights. For
example, registering a domain name by itself
creates no substantive trademark rights. Even
when used, a domain name may not create
trademark rights or the rights may not be as
broad as hoped. For example, using a domain
name as part of a URL in a web browser may
not create trademark rights if the domain
name is not also used on the w ebsite. 

Furthermore, even if a domain name is
used on a website in a manner that creates
common law trademark rights under US law,
those rights don’t necessarily extend
nationwide. Rather, they may be limited
geographically depending on the geographic
scope of the business being conducted on the
website and by the website owner. While
traditional legal theories have been
successfully used to address domain-name
disputes around the world, the development
of specialised laws and procedures to address
cybersquatting claims has been a significant
help to both trademark owners and domain
name owners, such as the Uniform Domain
Name Dispute Resolution Policy (UDRP) and
similar policies, and the US Anti-
cybersquatting Consumer Protection Act. 

Stefan Abel: The European perspective is
actually not much different from the US
position outlined by David Kelly. Domain
names may be protected under intellectual
property law if particular conditions are met,
but they are not really a new form of
intellectual property. Rather, enforcing
trademark rights against domain name-
related infringements represents a new field
of IP law which is constantly being developed
through case law and the rules set u p by
domain name providing bodies, such as the
UDRP and the alternative dispute resolution
rules for ‘.eu’ domain names. 

Enforcing trademark rights against
conflicting domain names does require
specific skills and experience because of the
transnational impact involved, in turn
requiring the consideration of national law
and conflict of laws, uniform supranational
rules and the interdependency of these rules
with national law, which remains unclarified
to some extent. There is a particular demand
for new legal governance of domain name-

Internet Corporation for Assigned Names and
Numbers (ICANN) policies to ensure that a
client is not being taken advantage of in any
particular situation.

Gretchen Olive: I agree. With global e-
commerce growing approximately 19% over
the past year and 58% of consumers turning to
the Web to conduct research before making a
purchase, the impact that domain names can
have on brand reputation and, ultimately,
corporate value is a strong argument for
managing domain names as carefully and
diligently as other intellectual property. 

However, unlike trademarks and patents,
where there is a gatekeeper which determines
whether they should achieve registration
status, domain names can be registered and
websites operational within minutes with no
review or approval. 

Thus, due to the unique nature of
domains and the 24/7, 365-days-a-year
environment in which they operate,
organisations that manage and govern
domain name registration and enforcement
under defined corporate policies, utilising
resources and those with specialised skills
and proven experience, will be far more
successful in mitigating loss of revenue and
dilution of their brands on the Internet. 

Dan Poliak: Adobe considers domain names
to be an essential part of our IP portfolio and
we monitor, maintain and protect them, as
we do all of our intellectual property. Domain
names are valuable assets for companies that
do a significant amount of business online,
and we have a paralegal who focuses mostly
on the protection, maintenance and
enforcement of our domain names.

David Kelly: Although domain names have
been a critical component of virtually every
IP portfolio and IP enforcement strategy for

The imminent introduction of generic top-
level domains (gTLDs) is set to shake up the
online world and create both opportunities
for brand owners and challenges for
trademark counsel. However, the task of
creating a coherent strategy for brand
protection in the new online space has been
complicated by the drawn-out negotiations
over trademark protection mechanisms. With
the new gTLD programme expected (as WTR
went to press) to be officially launched at the
end of June 2011, now is the time to ensure
that you are prepared for the new regime. 

In this exclusive roundtable discussion,
six trademark experts – Dan Poliak from
Adobe Systems Incorporated, Bardehle
Pagenberg's Stefan Abel, Gretchen Olive from
Corporation Service Company (CSC), David
Kelly and Jonathan Gelchinsky from Finnegan
Henderson Farabow Garrett & Dunner, and
Yahoo! Inc’s J Scott Evans – offer strategic
advice on domain name protection in the
new online space.

Do you feel that domain names are
essentially becoming a new form of
intellectual property, requiring specific
skills, experience and new legal governance?

J Scott Evans: I have long held the view that
the alphanumeric string that makes up a
domain name is property and am in full
agreement with the US Ninth Circuit Court of
Appeals on this point. Because of the esoteric
nature of the domain system and the
multiplicity of issues that can occur in
maintaining a domain name portfolio, I
believe it requires the skill of a practitioner
with experience in dealing with registrars and
registries and the various policies and
contracts governing a domain name
registration. A significant amount of gaming
goes on in the domain name industry and it is
a great benefit if the attorney is familiar with
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issued its report to ICANN in May 2009,
instead of allowing it the opportunity to
review and adjust its rights protection
measurements proposal after the close of the
public comment period on the initial report,
ICANN immediately disbanded the team and
made its own adjustments to the proposed
tapestry of protections. As a result, I think
this has left gaps in the programme that will
likely add to the cost of protecting
trademarks in both the new gTLD application
process and subsequent new gTLD launches. 

Jonathan Gelchinsky: I would add that it is
too early to tell definitively whether enough
has been done to ensure the protection of
trademark rights in the new gTLD space. The
IP community has had, and continues to
have, a voice in the process and a number of
RPMs have been considered and
implemented into the latest draft guidebook.
However, the process has not yet been
concluded and further changes to the current
proposals are likely. 

That said, some would argue that
trademark owners’ interests have not been
sufficiently addressed. Regardless of whether
trademark owners’ rights will be adequately
protected under the rules and procedures, the
new gTLD system will unquestionably have
an impact on the amount of money that
mark owners spend on enforcement.
Depending on the success of the new gTLDs,
this impact may be very significant. For
example, owners of famous marks, especially
in the consumer goods or services and
internet fields, already face thousands of
infringing domain names and cannot
possibly enforce their rights against all of
them. Receiving domain name transfers after
successful enforcement actions poses an
additional significant financial burden for
mark owners, which must maintain the
recovered domain names as part of their
portfolio. 

JSE: I have often said that I believe ICANN
failed to manage the development of the
implementation plan for the introduction of
new gTLDs properly, especially with regard to
ensuring adequate protection of trademarks.
In 2000 and 2004, ICANN conducted ‘proof
of concept’ rounds expanding the domain
name system in a limited fashion. These
rounds clearly highlighted the ever-growing
problem of insufficient brand protection in
new top-level strings. 

Despite being aware of the inadequacies
inherent in the system, ICANN did not even
begin to pay serious attention to the issue of
trademark rights protection until March
2009, almost one year after it began to

gTLDs – hundreds are expected already in the
first registration round. 

Ultimately, the new gTLD system does not
provide for an effective option to raise
objections against the registry operator of a
new gTLD in cases of repeated trademark
abuse by second-level domain name
registrations. Brand owners therefore are
remitted to a multitude of fragmented
enforcement efforts. The monitoring and
enforcement costs are to be borne by
trademark owners, which will often be unable
to stand up to the tide of trademark abuses
that is to be expected.

GO: However, I think all involved would agree
that significant improvements have been
made in the rights protection mechanisms
(RPMs) for new gTLDs since the publication of
the first draft Applicant Guidebook. That said,
I think that ICANN missed a huge
opportunity to make them better. After the
Implementation Recommendations Team

related trademark infringements since
registration and use of second-level domain
names require very low investment. Yet this
can cause considerable damage and
infringers can act from foreign countries
where they are difficult to reach by legal
means. The new gTLDs multiply the
possibilities of such infringements.

Looking back on the consultation process
for new gTLDs, do you feel enough was
done to ensure that trademark rights are
protected in the new domain space? What
are the biggest challenges mark owners will
now face?

DP: Adobe has been fairly vocal in its
opposition to the proposed expansion of
gTLDs. The problem is not ICANN’s process,
but rather the substance of the proposal.
Despite objections from brand owners and
concerns raised by governments worldwide
about the need for a wholesale expansion of
gTLDs, ICANN has not scaled back its
sweeping proposal.

Adobe believes that adding an essentially
unlimited number of new gTLDs will cause
confusion for consumers, increase costs for
brand owners and necessitate even more
defensive registrations of domain names —
with no real benefit. The bottom line is th at
most brand owners are not pressing for this
change. The overwhelming majority of online
commerce takes place in the ‘.com’ domain,
as well as a few country-code domains, and
many of the new domains that have been
approved in recent years are all but unused.

It will be costly to create and maintain a
new gTLD and it will create enormous
enforcement obligations with regard to the
potentially infinite number of gTLDs. Given
how much time and money brand owners
currently spend monitoring trademark and
brand violations in the ‘.com’ arena, the
addition of multiple new gTLDs will, in all
likelihood, increase this enforcement burden
significantly. In addition, a vast number of new
domains will create great potential for fraud
and consumer confusion. If a brand name is
registered in hundreds of new domains, how
will a consumer know which one represents
the company that he or she is seeking?

SA: I believe the consultation process was
primarily registration-driven. Concerns and
observations of major representative bodies
with substantive expertise have not been
sufficiently considered. The implementation
of the new gTLD system as set out by ICANN's
proposed final version of its Applicant
Guidebook would multiply the opportunities
for cybersquatters by the number of new
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The most significant consideration of any domain name
strategy is to understand how the Internet is used in your
client’s business. A small construction company offering
services in a very limited geographical area will have a very
different strategy from a large consumer products company

permitted), this is new ground for rights
owners. Considerations are likely to include
cost, which will be in the hundreds of
thousands of dollars, and the nature and
strength of the mark at issue – a diluted or weak
mark may increase demand for the same gTLD
from multiple applicants, leading to potential
rights disputes. Finally comes the relative
importance of the mark to the brand owner.

SA: As a multiplication of trademark
infringements has to be expected, the cost of
enforcement will limit the possibility of
applying current domain name protection
strategies in the new gTLD system. The actual
development of the new gTLDs needs to be
monitored and analysed in order to find an
adequate approach to ensure protection of
trademark rights in the new space. It is not
certain that the new gTLD system will play a
leading role in the internet market. The lack of
adequate trademark protection mechanisms
might lead to a degree of consumer confusion,
devaluing new gTLDs and limiting their
importance and acceptance.

JE: I think the most significant consideration
of any domain name strategy is to
understand how the Internet is utilised in
your client’s business. A small construction
company offering services in a very limited
geographic area will have a very different
strategy from a large consumer products
company. Likewise, a client that offers
business-to-business products or services will
have different needs from a purveyor of
online retail services.

For those with the biggest needs and
most aggressive approaches to brand
enforcement in the domain name system, I
think the addition of hundreds of new gTLDs
will require the evaluation of their current
strategy and, in my opinion, the development
of a more scaled-down strategy in order to

evaluated and enforcement efforts re-
prioritised depending on the number of
gTLDs that are ultimately accepted by ICANN.
Second are the new gTLDs themselves, which
could also lead to trademark-related disputes
and will likely involve substantially higher
enforcement costs than current domain
name disputes under the UDRP and other
legal mechanisms.

In terms of applying for and owning a
gTLD, for either branding or defensive purposes
(if defensive gTLD registrations are ultimately

develop its implementation plan.
Furthermore, despite hundreds of public
comments, a set of recommendations from
trademark experts and advice from
governments on these issues, ICANN has
failed to offer solutions to assist trademark
owners adequately in protecting their brands.
Having said that, ICANN is currently working
on a revised draft of the Applicant Guidebook
and there is some hope that this revised text
will provide meaningful solutions for the
protection of trademark rights.

The biggest challenge for trademark
owners now is stemming the tide of
infringement and abuse on the second level.
Currently, most brand owners believe that the
situation is out of control and there is
genuine concern that the addition of more
open/generic TLDs will exponentially
increase the brand abuse and consumer fraud
on the second level. I certainly believe that
these concerns are justified in relation to
open TLDs. Recent experience has shown that
the addition of unrestricted TLDs does
increase the amount of abuse that brand
owners face in the system, often being forced
to purchase or recover and then maintain
second-level domain names that are not used
and would otherwise have gone unregistered
by the brand owner.

When creating a gTLD domain name
strategy, then, what are the fundamental
considerations for trademark counsel? Can
companies effectively ‘bolt on’ gTLDs to
their existing strategies? 

DK: In the enforcement context, there are
two levels of potential issues in the new
space. First are the new second-level domain
names that will be available under the new
gTLDs, to which a trademark owner’s current
domain enforcement strategy may still apply,
though that strategy may well need to be re-
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infringement may be expanding with the
addition of IDNs, this type of localised
enforcement has been historically required
for most international brands. For this reason,
I do not believe that the proliferation of IDNs
poses any different issues from the expansion
of the TLD space generally. Specifically, the
issue for a brand owner remains one of
developing a cost-effective strategy to combat
infringement in the domain name system
with an ever-increasing pool of cyber real
estate. Of course, brand owners will need to
monitor the IDN TLD expansion. However, in
my opinion, most brand owners will need to
concentrate on those IDNs that are most
important to their business in order to ensure
that their legal resources are being used to
patrol those IDNs that offer the greatest
market opportunities for their businesses. 

SA: In this respect, I think that trademark
owners can basically take the same approach
as they do for monitoring national foreign
trademarks including, for example, Arabic,
Chinese and Cyrillic characters.

Some brand owners do not want to obtain
or manage their own ‘.brand’ but fear that
they may have to. What considerations
should come into play when deciding
whether to register a ‘.brand’? 

JMG: While it is difficult to predict how
popular the new gTLD space will be, and the
initial application cost alone may be sufficient
to deter typical squatters from rushing in, I
think we are likely to see many brand owners
seeking application for their major brands,
notwithstanding the substantial cost. Some
brand owners may contemplate registering
simply for defensive purposes or usage soley
by the company itself (if this practice is
ultimately permitted by ICANN); or they may
actually want to run a gTLD registry under the
‘.brand’ domain. Owners of unique, famous
marks may be less concerned about securing
their ‘.brand’ from a defensive standpoint if
they feel comfortable that they can
successfully challenge any third-party
attempts to register the domain. 

On the other hand, owners of marks that
are ‘shared’ brands and/or inherently weak
brands may be more inclined to seek the
corresponding gTLDs during the initial
application phase to gain an advantage. In
any case, in view of the significant costs,
many mark owners will prioritise their gTLD
spending and likely focus on house marks
and major brands.

SA: For many brand owners, registering and
managing a ‘.brand’ for purely defensive

addressed, I would say that Adobe and most
companies have no issues with the need to
allow non-ASCII characters in domain names.
We serve customers worldwide, and it is
appropriate that they be able to access the
Internet using their own language and characters.

JMG: IDNs may eventually play an important
role in the domain name system, so they
should be taken seriously. Monitoring IDNs
will be more difficult than traditional
domain-name watching – trademark owners
must decide on an appropriate translation
and/or transliteration of their marks in the
local language if not already selected, and
seek to register the corresponding domain
names where appropriate depending on the
needs of the business. They may also
consider using available tools to monitor
IDNs in the domain name space.

JSE: While the universe of possible online

control costs. For example, trademark owners
with numerous brands may choose to protect
proactively only those ‘major’ brands that are
viewed as core to their business, and w ait for
infringement to occur before taking action to
enforce their rights in less central brands.

GO: While no one really knows how popular
any of these new gTLDs will be, I think the
implementation of potentially hundreds of
new gTLDs in a relatively short period of time
is a game-changing event for trademark
owners and will require organisations to
rethink their current online strategy. I would
strongly recommend that trademark counsel
gather C-level, internal stakeholders from
their marketing, e-commerce and product
departments immediately to discuss the new
gTLD programme, as the decision as to
whether to seek a new gTLD should be a
business decision rather than a purely 
legal one. Also, if an organisation does not have
a written domain name registration and
enforcement policy, or at least a cross-
functional steering committee that makes
domain name registration and renewal
decisions, increased awareness of the new
programme among C-level executives will make
the need for one of these abundantly clear to
keep budget and enforcement costs under
control into the future. In the end, I expect that
the new gTLD programme will require
organisations to be far more thoughtful,
deliberate and disciplined than they are today.

Internationalised domain names (IDNs) are
represented by local language characters and
can include letters or characters from non-
ASCII scripts. How should the monitoring of
potential infringement in this expanded,
multi-lingual universe be approached? 

GO: IDNs do present a large challenge for brand
owners. I think the best advice I could give is to
be practical – for house marks, do you already
have internationalised versions of those brands
in your portfolio or are there logical
translations or transliterations of the brand? 

If so, you should monitor those. For
brands in the lower tiers of your portfolio, I
think you need to ask whether there is a high
probability that internet searchers in one of
your markets will look for you in a non-ASCII
script, and then assess whether the revenue
threat or potential dilution of your brand in
that market is worth the additional expense
of monitoring.

DP: This is an area that will create significant
additional burdens on brand owners, and it
needs to be addressed clearly and adequately.
However, assuming that these issues can be
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the UDRP is a more expensive and time-
consuming procedure that offers trademark
owners the option of obtaining the offending
domain name. Given this, I believe that the
URS should be reserved for the most obvious
cases of abuse, such as the use of a
confusingly similar domain name in
connection with the dissemination of
pornography or unauthorised and misleading
monetisation. In such cases, the rapid
takedown of an infringing site generally
outweighs the benefit of obtaining an
undesirable domain name through a transfer.
Because the URS was originally designed to
complement the UDRP, I believe that the
circumstances involved in any one particular
case will dictate the mechanism used by a
trademark owner to enforce its rights. In
short, I do not think it is a question of the
URS over the UDRP or vice versa, but rather a
question of using the mechanism that is best
suited to deal with the infringement at hand.

SA: I agree – the URS is a complement rather
than an alternative to the UDRP, since it
provides only for a temporary suspension of a
domain name. However, as a complementary
remedy, the URS designed by the ICANN
Applicant Guidebook will not be sufficiently
effective for, and attractive to, trademark
owners in terms of speed, cost effic iency,
evidence and predictability of results. ICANN’s
URS, for example, does not secure quick relief
in cases where the Whois data does not
identify the domain name owner. Further, the
URS might not recognise trademarks of civil
law countries and many other jurisdictions,
since it requires substantive evaluation as to
actual use, whereas trademarks in these
jurisdictions need not be brought into use for
several years. 

GO: I similarly see these as complementary.
There are circumstances where the rapid
takedown of a name is mission c ritical and
there are situations where the primary
objective of enforcement is to gain ownership
of the name for the brand owner’s exclusive
use. In my mind, the URS has been a missing
piece of the domain enforcement puzzle for
years and hopefully we will see either the URS
or something similar to it implemented for
existing TLDs not too far into the future. 

DK: The proposed new URS system was
ultimately designed to provide a lower-cost
and slightly faster dispute resolution
alternative to the UDRP, to handle ‘slam-dunk’
cases of cybersquatting. The proposed burden
of proof for URS complainants is higher than
that required in UDRP proceedings and there
is likely to be a word limit substantially lower

senior members of any company’s
management team. 

DP: We are still hopeful that the proposal to
expand gTLDs will not become a reality. If it
does, however, we will have to see whether
there is a legitimate marketing or business
need that would justify the significant expense
in running and maintaining a new ‘.brand’.

In the case of suspected cybersquatting,
which might be the better option: the
Uniform Rapid Suspension System (URS) 
or the UDRP? 

JSE: The URS and the UDRP are separate
systems with separate, but complementary,
purposes. As originally proposed, the URS is a
mechanism designed to offer a quick and
inexpensive process for dealing with clear-cut
cases of infringement and abuse. In contrast,

purposes will not be worth the substantial
effort and investment involved. Domain
name grabbers are unlikely to apply for a
gTLD and invest substantial amounts of
efforts and money in the application of a
gTLD, since the brand owner can raise
objections in a TLD delegation dispute
resolution proceeding. Infringements and
abuse are much more likely to arise at the
registration of second-level domain names
under a new gTLD.

GO: While there are many so-called experts
telling every large organisation that if they
don’t apply for their own new gTLD, they will
be left behind or infringed on, I would say
don’t be fooled. The current objection process
has a mechanism for brand owners to object
to ‘branded’ TLD applications by non-rights
holders early in the application process. In
my opinion, an organisation should apply
only if a new gTLD will give it a new business
opportunity, enable it to be disruptive within
its market or help to solve an online problem
it struggles with; or if the organisation
believes that a competing rights holder will
apply for one of its brands and the aw ard of
the TLD to that competing rights owner could
be detrimental to its business. 

I often use the following example to
illustrate this point. I work for Corporation
Service Company, which holds a trademark
for CSC. So does Computer Sciences
Corporation. Is it possible that the other CSC
will apply for ‘.CSC’? Sure. But will the award
of the TLD be detrimental to the CSC I work
for? Probably not, because we are not
competitors for the same business
opportunities.

JSE: The most important consideration is to
determine whether having a ‘.brand’ is the
right solution for the brand owner’s business.
I do not think a brand owner should file for a
‘.brand’ unless a sufficient business case can
be made for filing the application and
running the registry. 

An application for a ‘.brand’ is an
expensive endeavour and will require the
brand owner to run a TLD name registry
subject to contractual obligations to ICANN.
For this reason, I strongly encourage brand
owners considering this option to evaluate
seriously what, if any, value operating a top-
level registry will add to their business. In
order to ensure that these issues get the
widest possible input, I recommend that
brand owners put together a multi-functional
team to work through the various issues
from a variety of perspectives. Additionally, 
I believe that the decision of whether to file 
a ‘.brand’ application should be made by
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In this economic climate it is
extraordinarily difficult to justify
increasing the size of budget. Simply
saying, ‘There are more TLDs, so I need
more money’ will not be compelling. 
Thus, the best path forward is a two-
pronged approach
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a need for an expanded enforcement budget,
which will be a real challenge given the
economic realities of today’s business world. 

GO: In this economic climate it is
extraordinarily difficult to justify increasing
the size of budget. Simply saying, ‘There are
more TLDs, so I need more money’ will not be
compelling. Thus, I think the best path forward
is a two-pronged approach. First, make it
personal. Educate C-level executives about the
challenges that your organisation is facing
today and what it takes (both budget and
resources) to deal with those issues, and
project what your situation will look like in a
world where there are 100, 250 or 500 new
gTLDs. Second, show them the money.
Benchmark the performance of your current
domain portfolio by tracking traffic per
domain and gathering data from marketing
about the value that each web visitor has to
the company. This will enable you to detail the
contribution to revenue that your current
portfolio makes. Use that data to explain how a
proactive domain name registration strategy is
a good investment in future revenue and can
help to reduce enforcement costs.

SA: I would emphasise that trademark
owners will have to expect a multiplication of
infringements, as has occurred in the past,
with the new gTLDs, whereas ICANN does not
provide for effective remedies to prevent or
cure these infringements more easily.

JSE: Personally, I am not sure there are an y
arguments (beyond the obvious) that will
increase the amount of resources available to
patrol your brands in an unlimited number
of gTLDs. Since the commercialisation of the
domain name system, ICANN has relied on
trademark owners to do the majority of the
policing of abuses. With an unlimited and
potentially ever-increasing number of gTLDs,
that model is no longer sustainable.
Accordingly, I believe that consumers,
governments and brand owners will seek to
try to shift these ever-increasing costs onto
the parties which they perceive as profiting
most from operating the domain name
system: namely, registrars and registries. We
have seen this attempt at cost-shifting
already in relation to online marketplaces
such as eBay. Until such a shift occurs,
however, I believe that brand owners will
struggle to find cost-effective ways of dealing
with infringement and other brand abuses.

How will gTLDs impact on the services that
your organisation offers to trademark owners? 

SA: We do expect an increased number of

do today in the current domain name space.

DP: The potential increase in the number of
gTLDs could result in an exponential increase
in the number of infringements that would
need to be addressed. All of this will resul t in

than that for UDRP complaints. There has
been discussion and criticism from the
trademark community regarding various
procedural aspects of the URS. Perhaps the
most significant of these criticisms is the
URS’s current proposed remedy of placing the
domain name on hold until the end of its
registration term rather than transferring it
to the successful complainant. The
usefulness, and thus ultimate success, of the
URS system may depend on whether the
proposed remedy changes before the final
rules are implemented. Furthermore, there
will always be cases with facts that are
sufficiently complicated to justify using the
more robust UDRP instead of the URS.

DP: It may actually be premature to
comment on which option is better. At a
minimum, any proposed dispute resolution
mechanism must take into consideration the
interests of brand owners and provide a
quick, easy and cost-effective mechanism for
resolving such disputes.

What arguments could counsel make for
increased budget to meet the challenges
created in this new environment? 

DK: Trademark owners which historically had
to enforce their marks across the existing
gTLDs and ccTLDs are likely to see increased
enforcement costs under the new system.
Depending on the popularity of the new
gTLDs, these costs could be quite substantial.
Mark owners will therefore need to continue
to prioritise their enforcement efforts, as it
will remain difficult to pursue each and every
infringing domain name under the new
space. Factors such as the importance of the
infringed mark to the owner’s portfolio, the
nature of the website content posted at the
domain and the type of alleged infr inger may
all bear on enforcement decisions just as they
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budget planning this autumn. Finally, be
proactive. In preparation for the rapid
expansion of TLDs, evaluate current domain
registrations, online brand monitoring and
enforcement policies and processes to ensure
that they are up to date and scalable.

SA: Defensive registrations can hardly cover
the exponential increase of opportunities for
trademark abuse. Setting up a sufficient
budget for enforcing trademarks rights
against possible infringements in the new
gTLD system seems unrealistic in view of the
vast possibilities for trademark abuse. On the
other hand, it is doubtful whether the new
gTLDs will become accepted, popular and
important for business. So my advice for
trademark owners to prepare for the
introduction of the new gTLDs is rather
simple – keep calm and carry on!

Finally, are there any other issues you
would like to raise?

GO: Our client surveys over the last few
months continue to indicate that 68% to 70%
of brand owners are still in ‘wait and see’
mode when it comes to the new gTLD
programme, with most reporting that their
senior management team are, at best,
marginally aware of new gTLDs. I fear that
commencement of ICANN’s four-month
global communications campaign will catch
many by surprise and result in C-level
executives turning back to their organisations
asking: “Why didn’t I know about this? What is
our strategy? Who is leading this discussion
for our organisation?” Thus, I strongly
encourage counsel to begin the internal
education and strategy process now so that, in
the heart of summer holiday schedules, they
do not find themselves and their organisation
in the midst of a fire drill. WTR

JSE: I would say, know your options by
staying informed; educate your
client/company about the options available;
have a well-vetted plan with buy-in at the
highest possible levels; be prepared to think
outside the box; and finally, be prepared to
prioritise brand enforcement efforts.

GO: First, be informed – know enough about
the rules and status to recognise fact from
fiction and to facilitate strategy discussion
and decisionmaking within your
organisation. Second, identify key internal
stakeholders and educate them about new
gTLDs – waiting until the policies are
approved will put those in large, global
organisations behind the curve. Next, secure
partners now. Related to this is the need to
begin budget planning. No matter what your
strategy, it is likely that you will need to
secure the budget to fund new things. Gather
your facts now so that you will be prepared to
make a compelling business case during 2012

UDRP complaints against second-level
domain names under a new gTLD, as well as
an increased number of preliminary
injunction proceedings and main actions
before national courts under national law.
There might also be demand for assisting and
representing clients with legal rights
objections in pre and post-TLD delegation
disputes.

DK: The new gTLDs will potentially impact on
our services in two ways. First, there will
likely be an increase in second-level domain
dispute activities under both the new URS
and the UDRP resulting from the availability
of new domain names. Second, our services
will expand as we assist clients with
submitting their requests for
clearinghouse/sunrise services, and with legal
rights objections and post-delegation
disputes under the gTLD space itself.

GO: For us, the most immediate impact has
been to the scope of our services. Our clien ts
have asked us to partner with them to
develop specialised new gTLD consulting,
monitoring and registry infrastructure
solutions specifically tailored to their needs.
Also, with so much more for brand owners to
keep an eye on, we will continue to enhance
our brand protection solutions to help
companies quickly assess and action multi-
lingual infringements

Considering all of the above, what are the
top five tips that you would give to your
peers preparing for the new gTLD regime?

DP: For anyone who may have objections to
the ICANN proposal, I would recommend that
you make your arguments now, through
whatever channels are appropriate, while it is
still being discussed and there is still the
possibility of stopping the proposed
expansion and/or putting in place adequate
protections for brand owners. Comments can
be addressed to ICANN, of course, but it
would also be effective for brand owners to
communicate directly with their
representatives on the ICANN Government
Advisory Committee.

JG: Right now, submit comments to ICANN
and develop budgets for enforcing trademark
rights under the new space. Also, determine
whether current domain enforcement
strategies and policies need to be modified to
handle the new gTLDs and prepare to use the
proposed clearinghouse/sunrise registration
system. Finally, consider whether to apply for
any gTLDs, either for use or merely for
defensive purposes.

Co-published editorial

97www.WorldTrademarkReview.com June/July 2011 World Trademark Review

ICANN published a new version of the
Applicant Guidebook on 15 April 2011. 
The roundtable discussion took place prior to
this date and therefore does not address any
of the latest changes.

For the latest updates please visit
www.worldtrademarkreview.com


