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History

It 1s appropriate to start the historic review of patent law as it is reflected in contributions to
the IIC Review with a brief glance at international treaties and conventions, because the
increasing discussion of international industrial property questions during the late 1960s led to
the idea of founding IIC in the first place.

PCT

In the first year of publication of 1IC, in 1970, the Washington Diplomatic Conference on the
Patent Cooperation Treaty (PCT) was held, which resulted in an international patent filing
system. Nobody could predict that under the administrative aegis of WIPO the PCT would
turn out to be an outstanding success, despite its complexity, and would be used today by tens
of thousands of applicants per year. Since the PCT has considerably facilitated the life of
patent applicants and their agents worldwide, it is not surprising that several articles in the
early issues of IIC dealt with this new Treaty.1

EPC

Another, for Europe even more important convention, was concluded only three years later in
Munich, namely the European Patent Convention, which for the first time created a
multinational patent filing and granting authority with a fully elaborated substantive law and
power to grant national patents for member countries which can be chosen by the applicant at
his own discretion.

In 1973 Haertel,2 who was rightly named the godfather of the Munich Patent Convention, and
Braendli3 reported on the success of the Munich Diplomatic Conference4 for a European
patent. Already at this early stage Pfanner described the conjunctive use of the Patent
Cooperation Treaty and the European Patent Convention,5 which paved the way for what
later proved to be a most successful multinational application system. The "Europe-PCT
route" was explained in more detail several years later in particular for non-European users.6
The European Patent Office opened in 1979, and a first overview of its practice was published
two years later by Haertel and Singer.7 The authors explained the structure of the Office with
its different locations in Munich, The Hague and Berlin, described the qualifications of the
examiners, statistical data about applications received, the representatives and also the
influence of the substantive patent law on the national laws.

Further articles on European patent law followed by van Benthem on the solution of the
language problem,8 and by others on specific questions of European patent law such as the
patentable invention,9 the concept of inventive steplO and the future practice of patent
proceedings in Europe.11



In 1979 the first decisions of the Boards of Appeal of the EPO were published in IIC,
subsequently becoming a permanent topic of information in this journal. Generous
cooperation with the publication service of the EPO allows us to prepare English-language
decisions for publication parallel to their publication in the EPO Official Journal, or even to
choose decisions which were not intended for publication in the Official Journal.

The case law of the European Patent Office was not only reported but also critically
commented upon by authors in the IIC Review. Primarily two topics were concerned: the
assessment of the inventive step by the European instances and the question of the second
pharmaceutical application.12

Community Patent Convention

The Community Patent Convention encountered more problems before it was possible to
reach international agreement. The first report concerned the conclusion of the Luxembourg
Intergovernmental Conference, which was held in June 1972.13 Work on the preparation of
the entry into force of the Community Patent Convention progressed at a slow pace, in
particular since one important new feature was added to the structure, namely the
establishment of a Court of Appeal for infringement matters concerning Community
patents.14 This explains why it was not until 1988 that the signing of the Luxembourg
Convention on the Community patent could be reported.15

The results of the conference were not received with unanimous approval in view of the fact
that two countries, Ireland and Denmark, decided not to join, because they had constitutional
difficulties accepting a supranational infringement court. Moreover, unnecessarily strict
formality rules had been introduced into the Convention during the conference, apparently as
a political compromise which disregarded the needs and interests of the users of the system.
Articles followed on the future infringement and revocation proceedings under national
laws16 and on the question of damages and patent infringement litigation.17

Harmonization of Patent Laws

To the surprise and satisfaction of many authors, the EPC served as a model for patent law
revisions in all European - and even a number of non-European - countries. A number of
articles published in IIC over the years dealt with this topic.18 The harmonization of patent
practice within the framework of the European Patent Organization found a well-accepted
forum inspired by cooperation between the Max Planck Institute in Munich and the European
Patent Office, namely the so-called "Symposium of European Patent Judges." IIC assured the
publication of the various meetings which started in 1983 with a conference in Munich and
were repeated every second year at different venues.19

More than a decade later but to a great extent influenced by European harmonization, the
World Intellectual Property Organization embarked on a project the first aim of which was to
establish a novelty grace period system at an international level, but which over the years
became a discussion forum on international patent harmonization with its primary goal of
abolishing unfavorable treatment of foreign inventors in the various national patent systems.

One of the topics discussed in Geneva as constituting a hindrance to harmonization, namely
the first-to-invent system anchored in United States patent law, was treated in IIC in two
articles.20 They were complemented by several more discussing other topics and
"discrimination" issues which still today are considered obstacles to the conclusion of the
worldwide Patent Harmonization Treaty.21 These issues include patent interferences, prior



user rights,22 the patent term in the US and other particularities of US law concerning the
effect of foreign activities on patentability and the treatment of foreign filings in the US.23
One author examined procedural and substantive law differences between US and Japanese
patent law which had also led to friction between the two countries over the last years during
the harmonization talks,24 which unfortunately have not yet resulted in the conclusion of a
treaty.25

Future Problems

In a farsighted article Beier26 dealt with future problems of patent law, drawing a scheme of

the development of patent law in which at that time numerous questions were left unsolved
and for which he proposed solutions or at least a basis for a discussion. Among these
questions were the definition of patentable subject matter, in particular results of scientific
research, the patentability of biological inventions and computer programs, and the problem
of exclusions from patent protection, which many years later gave rise to extensive
discussions within the framework of international harmonization. The same author wrote a
follow-up article on the patent protection of applied scientific research.27

Computer Programs

The first years of IIC coincided with a discussion on a very modern subject, namely the
patentability of computer programs. The unfortunate exclusion of patentability for computer
programs per se in the Munich Patent Convention led to a series of unfavorable decisions in
different countries.28

A serious drawback in the case law concerning the patentability of computer programs was
the German Federal Supreme Court decision Minimization of Flight Costs. In this decision,
the highest German patent chamber regarded as unpatentable a computer program that,
through a combined effect of technical and economic considerations, which were all
contained and continuously tracked by computer program, enabled the optimization of flight
costs for passenger flights in order to influence the flight conditions between departure and
landing. Since the Supreme Court assumed that more than 50 % of the decisive factors were
related to business, it refused the patentability of the program for lack of a technical nature.29
Gradually and after considerable efforts undertaken by both industry and legal circles,30
applicants encountered increasingly benevolent examiners, first in the EPO, and later also in
national patent offices.31 Only years later did the courts take a more favorable view with
respect to the patentability of computer programs and affirmed patentability, if a technical
effect was achieved through the use of the computer.32

Protection of Microorganisms

A topic of patentability which later became a subject of extreme economic importance
appeared in IIC in 1974, namely the protection of microbiological inventions,33 followed by
questions of patentability34 and specific problems of disclosure regarding these new types of
inventions.35 At that time the international discussion had only just started, and the protection
of microorganisms was further elaborated in numerous articles36 which mostly argued in
favor of granting generous protection to this new type of subject matter. It is worthwhile
reporting that a few years later the Max Planck Institute organized a conference on this topic



in Munich, which significantly influenced at least the case law of the German Federal
Supreme Court, that finally acknowledged the patentability of microorganisms per se.37
Subsequent decisions further developed the law with respect to the disclosure requirements,
which are deemed fulfilled upon the deposit of the microorganism with an acknowledged
depository under the condition that the agreement with the depository is irrevocable,38 and
provides for an authorization to deliver a propagable specimen to the patent granting authority
at all times and to third parties at any time after first publication of the patent application. In
addition such third parties must be in a position to obtain a propagable specimen of the
deposited microorganism under reasonable conditions. The Methylomonas39 decision
established in this respect that an institution which is not legally independent of the applicant's
organization is not sufficient to meet the requirement as to the disclosure under Sec. 26 of the
Patent Act.

Decisions in the field of the protection of microorganisms followed from Australia,40
Ireland41 and Switzerland, where the Patent Office held that a reference to a deposited
microorganism in a patent application did not fulfill the disclosure requirements,42 and from
the European Patent Office.43

In 1989 the Proposal for a Council Directive on the Legal Protection of Biotechnological
Inventions was published.44 The discussion culminated in the question as to whether it was
also possible to patent transgenic animals,45 a question which is still under discussion in both
legal and political circles.46

Second Medical Indication

Another topic which was to occupy national courts as well as the European Patent Office for
many years was the problem of the so-called second medical indication of pharmaceutical
products.

The first case of the German Federal Supreme Court, Benzene Sulfonyl Urea,47 still decided
under the previous law, concerned an invention for a process directed to the use of a substance
for treatment of an illness. It was regarded as patentable "to the extent that it offers the
possibility of commercial exploitation." In France, the Supreme Court affirmed the
protectability of a drug used in foodstuffs for animals, which was regarded as a non-
therapeutic application.48

The German Supreme Court came to the same result in a case which had to be decided under
the new law and again concerned the use of a known substance.49 The Supreme Court argued
that the legislative history of Arts. 52(4) and 54(5) EPC did not exclude the possibility that in
addition to use-restricted product protection for a known substance a use claim could be
regarded as patentable if it was phrased as "use of X for the treatment of curing a disease Z."
In the same issue of IIC a New Zealand case was published which had come to the opposite
conclusion under the English-influenced patent system by applying the "vendible product"
doctrine.50 The Swiss Supreme Court had to decide the same issue under its harmonized law
and paved the way for future EPO practice with its approach that was later known as the
Swiss claiming method.51

Bruchhausen,52 then presiding judge of the Patent Chamber of the Federal Supreme Court,
explained the views of the Court concerning its future practice with respect to claim
formulation. Other authors completed the picture from other jurisdictions.53



The long expected decision by the Enlarged Board of Appeal of the European Patent Office
with respect to second medical use was finally handed down on November 5, 1983, in three
parallel cases.54 It rejected the claim formulation of the German Supreme Court, but allowed
the so-called Swiss-type claim if it is formulated "use of a compound X for the manufacturing
of a pharmaceutical Y to treat the disease Z."

In its later decisions the EPO followed a rather dogmatic approach which resulted in a
limitation of the patentability of the second medical indication. In the decision of the
Technical Board of Appeal, Appetite Suppressant,55 the court distinguished the
pharmaceutical's cosmetic effect from the therapeutic one and came to the conclusion that a
claim for a "use of substance X for the cosmetic treatment of the human body" was
acceptable, but that the same product used for medical treatment would only be protectable in
the form of "use of X for the manufacture of Y for the medical treatment of Y."

Further decisions by the European Patent Office were handed down with respect to the
formulation of use claims for a second medical use of a known pharmaceutical product,56 but
also for second non-medical indications.57 Not only other national patent offices58 but also
national courts59 followed the EPO in a spirit of harmonization, although not always with
convincing reasons.60

Inventive Step/Nonobviousness

In view of the importance of the patentability requirements it is not surprising that the
examination method of non-obviousness remained a subject of permanent discussion in the
courts and in articles published in IIC. In 1978, the European Patent Office organized a
conference with European practitioners who were asked which level of inventive step they
would prefer the EPO to apply. This unusual hearing came to an interesting conclusion. An
overwhelming majority assessed the British patentability standard as being too low and the
Dutch standard as too high and voted for the German standard as being "just right."61 In the
same year, at the International Congress of AIPPI held in Munich one of the main workshop
topics was an international panel discussion on the inventive step.62

As one could expect, the practice in the different countries was far from uniform. Important
patents which were litigated in parallel in a number of countries survived in some countries
and were invalidated in others. The first French decisions under the new harmonized law
adopted an objective approach and distinguished clearly between the examination of novelty
and inventive step.63

The European Patent Office developed an objective examination method by using criteria
based on views of experts in the field, their failures, prior publications in the literature on this
topic,64 and refused to accept a mosaic combination of unrelated or conflicting documents for
the examination of inventive step. A number of indicia have been regarded by the EPO as
convincing evidence of non-obviousness, like the simplicity of the solution and surprising
advantageous results of a chemical process.65

The discussion also started at a national level, where the contrast to the EPO practice was in
part considerable. Scholarly articles by some authors who voted in favor of more objective
standards in this field underlined the need for greater predictability.66 The German Federal
Supreme Court explained its assessment of non-obviousness and the use of secondary
considerations in its Jacquard and Mass-Balancing System decisions.67 The Court made it
clear that in a revocation action the plaintiff bears the burden of proof for the invalidity of the
patent, and if indicia speak in favor of patentability, the patent must be upheld.68 The same



view was taken in later decisions by patent offices and also by other courts.69 The contention
of the German Federal Patent Court69a that a different level of patentability must be applied
to German patents as contrasted to European patents was not confirmed by the German
Federal Supreme Court.70

In two articles on inventive step, one on the historic development of this concept, and another
which revealed the procedural imbalance between the patent applicant and the office and
between the patentee, Beier supported the objective approach by the use of indicia.71 He
therefore underlined the need for more objective appreciation of the patentability
requirements. Further articles followed on the patentability requirements of novelty and
inventive step.72

Scope of Protection and Infringement
Claim Interpretation

The law of patent infringement and in particular the interpretation and scope of patent claims
were also topics discussed over many years on a comparative law basis and with respect to the
rule of Art. 69 EPC.73 The same question was also the subject of an international conference
on which a report was published in 1IC,74 and many years later of a Symposium of European
Patent Judges, where country reports were presented and published on Germany, France, and
the UK.75
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One of the most important decisions in this area was handed down by the German Federal
Supreme Court and which became known under the catchword Formstein (Moulded
Curbstone).76 Similarly to the Wilson decision of the American CAFC which was issued
practically at the same time, the German Supreme Court allowed the defense that the
embodiment alleged to be an infringing equivalent would not be patentable over the prior art
so that it could not form the basis of an injunction.

A similarly important decision concerning the scope of protection of patents was the Federal
Supreme Court decision Radio Broadcasting System,77 which was understood by German
practitioners as a clear signal that under the rule of Art. 69 EPC and its Interpretation
Protocol, a strict interpretation of the claim language would be practiced by the Federal
Supreme Court and that former decisions granting protection for a general inventive idea
would definitely be abandoned.78

In the Catnic decision79 the English House of Lords, still applying the former English law
before harmonization with the European interpretation rules, acknowledged that a more
generous application of the doctrine of equivalence is warranted. Later decisions from several
countries which formerly had favored a more generous approach with respect to claim
interpretation now emphasized that the wording of the claim is the basis of interpretation
under Art. 69 EPC.80

One infringement case, Epilady, was dealt with in a number of European and also non-
European jurisdictions, providing an opportunity for comparative law analysis. Since all
courts had to deal with the application of the doctrine of equivalence, it was particularly
interesting to observe that for the first time judges were willing to take note of the results
reached in other jurisdictions.81

The Austrian Supreme Court handed down decisions on the interpretation of the scope of
protection concerning a combination claim which was infringed by individual parts of that
claim.81a The Court reached the same result as the German Supreme Court in the Radio



Broadcasting decision, namely that if a feature in a combination claim is not separately
claimed use of such individual feature cannot be prevented if the combination is not used as a
whole.82

A large number of decisions was published which aimed at interpreting Art. 69 EPC and the
Interpretation Protocol.83 Several decisions dealt with cases where claim features were
lacking or had been exchanged in the allegedly infringing embodiment, and the courts defined
rules under which the principle of legal certainty would still allow an infringement to be
affirmed.84

Testing

To what extent the testing of a patented invention for commercial purposes is exempted under
the infringement rules of the Community Patent Convention, as far as they had been
incorporated into national law, was first examined in a decision by the High Court of the
UKS8S5 and the Court of Appeals.86 There the British courts came to the conclusion that trials
carried out in order to prove to a customer or a public authority that a product works are not
admissible experiments under Art. 29 et seq. of the Community Patent Convention. In a
parallel case the German Federal Supreme Court granted an injunction against the testing
company for a period after the expiration of the patent.87

Damages and Other Remedies for Patent Infringement

Another topic within the field of patent infringement, namely the question of damages, gave
rise to discussions in the wake of several decisions handed down by the German Federal
Supreme Court on the amount of damages and the duration of payment. The proposal of
granting multiple damages following the US example came up in Germany.88 The German
Supreme Court, however, rejected such a claim in a case where an infringer had sold an
infringing drug at a price 42 % below the patentee's sales price. Although the patentee was
able to prove that he had lost an important part of the market, the Supreme Court refused to
grant higher damages than 8 % of the turnover as against 24 % which the patentee had
requested.89 In another case the Supreme Court confirmed that a royalty in lieu of damages
must also be paid as long as the utility model concerned is in force, even if it is later
invalidated with retroactive effect.90

A further important decision followed which significantly facilitated and broadened the
possibility of claiming damages for the infringement of industrial property rights in Germany.
The Supreme Court decided that a right owner has a claim for unlawful enrichment in a case
where a damage claim does not exist because the infringers acted without fault.91

This means also that the three-year period of limitation for a damage claim is no longer an
absolute barrier since a claim for unjust enrichment remains valid for a period of 30 years.

In a further decision the Supreme Court came to the conclusion that in the case of damages
which are not paid until a long time after the infringement a surcharge is warranted in view of
the fact that the infringer was able to work with his money for a substantial period of time.92
With respect to the compensation claim for the use of a published patent application the
Supreme Court granted a reasonable royalty under similar conditions as for a granted
patent.93

In addition, the problem of preliminary injunction proceedings was discussed on the basis of
national reports at a European Judges' Symposium.94



Summary

It is impressive how the last 25 years of patent law development have changed the
international scene if one compares them with any other previous 25-year period, and how
this has been documented and discussed in IIC. The most dramatic advances in modern
technologies, in particular in the field of computers and biotechnology, imposed their rules on
patent office practice and the courts in all countries of the world. It can only be hoped that the
patent laws remain sufficiently flexible to cope with similar future develoments, since
contrary to the opinion voiced by the US Commissioner in 1860 who believed that no major
inventions could still be expected in the future, most inventions in fact still lie ahead of us.
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